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PROPOSAL THAT NON-MEMBER COUNTRIES OF THE WESTERN 

HEMISPHERE ADHERE TO THE INTERNATIONAL UNION FOR THE 

PROTECTION OF INDUSTRIAL PROPERTY SIGNED AT PARIS, 
MARCH 20, 1883 AS REVISED AT LONDON, JUNE 2, 1934 


By Cyril Drew Pearson* 


The following paper was prepared by Mr. Pearson as Chairman of the 
Subcommittee on Trade-Marks and was presented and translated on his behalf 
by W. Campos Birnfeld at the Inter-American Bar Association Meeting at 
Sao Paulo, Brazil, on March 16, 1954. We are informed that it stirred up a 
long debate and a great deal of interest and that at the end of the meeting 
the 8th Conference of the Inter-American Bar Association passed a resolution 
which is reported here as an appendix to Mr. Pearson’s article—ED. 


I was much impressed in reading the scholarly presentation 
made in 1952 by Dr. Jose Real Idiarte at the VII Conference of 
the Inter-American Bar Association in Montevideo on the sub- 


ject—‘‘ Possibilities of an Inter-American Convention on the Mat- 
ter of Industrial Property.’’ Under Title III of Dr. Idiarte’s 


thesis ‘‘The Projected Inter-American Convention and The Paris 
Union,’’ he says— 

At the 1910 Pan American Conference the Delegate of 
the United States confessed that ‘‘owing to the great difficulty 
in harmonizing the legislation in effect on this matter he 
thought it would be interesting that any new Convention to 
which they might adhere should be drawn up on the same 


basis as the Union of Paris in order that a uniform world 
system be established as regards its effects. 


As early as the Pan American Convention of 1910 at Buenos 
Aires, it is significant that Dr. Estanislao Zeballos, the Argentine 
delegate, while agreeing in principle to the establishment of Inte- 
American Conventions, recommended that countries of the West- 
ern Hemisphere adhere to the Union for the protection of Indus- 
trial Property constituted in 1883 by the International Convention 
signed at Paris on March 20, 1883. For the purposes of my paper, 
I will generally use Dr. Idiarte’s abbreviation and refer herein- 


* Trade-Mark Counsel, Esso Standard Oil Company; Member of New York Bar. 
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after to the aforesaid Convention as the Paris Union as embodied 
in the text of the latest revision, that of London in 1934. 

Going back four years earlier, at the Third International 
Conference of American States, convening at Rio de Janeiro in 
1906, the Mexican delegation recommended that all American 
States should accede to the Paris Union constituted by the Inter- 
national Convention of 1883. Instead, the Third Conference 
adopted a new Inter-American Convention which is patterned to 
some extent after the Madrid Arrangement for the International 
Registration of Trade Marks with bureaus at Havana and Rio de 
Janeiro. At that time the Brazilian Industrial Property publi- 
cation, Patentes y Marcas pointed out that the many countries 
which would normally be concerned could not receive sufficient 
advantages from such a program to offset the disadvantages and 
‘is a task which is not worth prosecuting when it is much simpler 
to accede the Industrial Property Union of 1883,’’ i.e., the Paris 
Union. 

Dr. Idiarte in his 1952 paper also cites the opinion of Sr. 
Breuer Moreno, the distinguished Argentine authority, who used 
the example that against each 500 trade-marks to be registered 
by an industrial country like the United States in countries which 
would normally become members of an American trade-mark regis- 
tration Union, each of said countries would register only one trade 
mark in the United States. 

It may be well to remind those of us who infrequently deal 
with these International Convention matters that the countries 
adhering to the Paris Union are not necessarily countries belong- 
ing to the Convention for the International Registration of Trade 
Marks established at Berne, Switzerland under the Arrangement 
of Madrid in 1891. For example, Brazil, Canada, Cuba, Great 
Britain, Mexico, Sweden and the United States are members of 
the Paris Union but not of the Madrid Arrangement. 

Dr. Idiarte’s presentation in 1952 at Montevideo demonstrates 
in a logical, practical manner the reasons for the non-functioning 
of important segments of the Convention established as a result 
of the Pan American Conference at Buenos Aires in August 1910. 
As is well known, this Convention confirmed the establishment 
of two separate bureaus, Havana and Rio de Janeiro, for the 
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registration of Inter-American trade marks by member countries 
in the Western Hemisphere. The General Inter-American Con- 
vention for the Protection of Trade Marks signed in Washington 
on February 20, 1929 eliminated the bureau at Rio de Janeiro 
and retained a sole bureau at Havana. It is significant that the 
two bureaus at Havana and Rio de Janeiro established by the 
1910 Rio de Janeiro Convention or the sole bureau at Havana 
established by the 1929 Washington Convention never functioned 
in a practical way. It may help to explain the failure to use the 
Havana and Rio de Janeiro bureaus to note that Brazil, Cuba 
and Mexico, the only three American republics which originally 
adhered to the Madrid Arrangement for the International Regis- 
tration of Trade Marks at Berne, have withdrawn from the Madrid 
Arrangement. The reasons which prompted these three American 
republics to withdraw from the Madrid Arrangement for the In- 
ternational Registration of Trade Marks are undoubtedly related 
to those which have prevented the functioning of the Inter-Ameri- 
can Registration Bureaus at Havana and Rio de Janeiro. 

As the title indicates the Paris Union was formed in Paris in 
1883. It was revised in 

Madrid in 1891, 
Brussels in 1901, 
Washington in 1911, 
The Hague in 1925, and 
London in 1934. 

It is likely a further revision will be carried out in the next 
year or two. Until a new revision is adopted, the London Revi- 
sion of 1934 is the only text to which a new member may adhere. 

Let us review briefly some of the main advantages of the 
Paris Union. 

First: For nearly three-quarters of a century the Conven- 
tion of the Paris Union with an administrative office in Berne, 
Switzerland, has been a stable, well-managed ‘‘ going concern’’ the 
provisions of which have been successfully applied to important 
international problems relating to the ownership and protection 
of Patents, Trade Marks, Designs, Trade Names and related In- 
dustrial Property rights belonging to Nationals of, or those en- 
titled to the rights of Nationals in, member countries. I can do 
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no better than quote Paragraph (1) of Article 2 of the London 
1934 text to demonstrate the scope of the Convention of the Paris 
Union and particularly the reciprocity that is required of member 
countries in favor of Nationals of other member countries. 

Said Paragraph (1) of Article 2 reads: 

(1) Nationals of each of the countries of the Union shall, 
in all other countries of the Union, as regards the protection 
of industrial property, enjoy the advantages that their re- 
spective laws now grant, or may hereafter grant, to their 
own nationals, without any prejudice to the rights specially 
provided for by the present Convention. Consequently they 
shall have the same protection as the latter, and the same 
legal remedy against any infringement of their rights, pro- 
vided they observe the conditions and formalities imposed 
upon subjects or citizens. 

Seconp: More specifically, the provisions of the Convention 
of the Paris Union have reconciled and are being applied in the 
governing of the Industrial Property interests of some fifty mem- 
ber countries of diverse legal philosophies and systems, typified 
by— 

(a) Such agricultural countries as Australia, Brazil, Ceylon, 

Cuba, Denmark, Dominican Republic, Greece, Indonesia, 

Mexico, New Zealand, Spain and Turkey, and 


Sever So? wees sy 2 aR okie Es 


(b) Such industrial countries as Belgium, France, Germany, 
Great Britain, Sweden, Switzerland and the United 
States. 


For example, let us refer to the three well-recognized trade- 
mark protection systems that exist among the countries which 


comprise the Paris Union— 

(1) In a first group of countries registration and not use of 
a trade mark is of paramount importance. 

(2) In a second group of countries use of a trade mark and 
not registration is of paramount importance. 

(3) In a third group of countries registration of a mark 
coupled with use are of nearly equal importance. 

It goes without saying that if the diverse interests of Na- 


tionals of existing member countries in the above three groups 
can be accommodated and reconciled under the provisions of the 
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Paris Union, then similar principles would govern non-member 
countries of the Western Hemisphere which may apply for mem- 
bership in the Paris Union. 

As used above ‘‘Nationals’’ are regarded as having assimi- 
lated to them persons and concerns of non-member country na- 
tionality but which are domiciled or which have bona fide estab- 
lishments in the territory of any of the countries of the Union. 


The following analysis might be helpful to demonstrate what 
the situation might be if one of the non-member American re- 
publics were to consider becoming a member of the Paris Union. 
For this analysis, the Republic of Panama has been selected and 
I am appreciative of the efforts of Dr. Stephen P. Ladas of New 
York for certain background material which he has supplied. 

Panama is already a party to certain Inter-American Indus- 
trial and Intellectual Property Conventions, the chief ones of 
which are the following: 


(a) The Pan American Convention at Rio de Janeiro of Au- 
gust 23, 1910 on Patents of Invention, Drawings and In- 
dustrial Models, Trade Marks, Literary and Artistic 
Property. 

(b) The Pan American Convention at Buenos Aires of Au- 
gust 30, 1910 on Inventions, Designs and Industrial 
Models. 

(c) The General Inter-American Convention at Washington 
of February 20, 1929 for Trade Mark and Commercial 
Protection. 


Pertinent provisions of the foregoing Conventions are closely 
analogous to those of the Paris Union Convention of 1883 as 
amended at London. Therefore in view of Panama’s adherence.to 
the American Conventions named before it seems obvious it would 
be entirely logical for Panama to adhere to the Paris Union if 
Panama so desired. If Panama became a member of the Paris 
Union it would then become obligatory for Panama— 


(a) To deal with those foreign owners of Industrial Property 
rights covered by the convention in the same way Panama 
deals with its own nationals, and 
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(b) Grant to such foreign owners the same rights and reme- 
dies under the Convention granted to Panama nationals. 


The laws of Panama presently recognize the principles in 
(a) and (b) above so that adherence by Panama to the Paris 
Union Convention would present no new problems in that respect. 
In reciprocity, Nationals of Panama would obtain similar re- 
ciprocal rights in all other countries of the Paris Union. 

Let us compare certain basic requirements of the Paris Union 
Convention with existing provisions in Inter-American Conven- 
tions to which Panama is already a party, and in the light of the 
national laws of Panama. 


I. The Paris Convention requires a member country to 

give a right of priority of six months to apply for 
trade-marks and designs and twelve months for pat- 
ents from the date application is filed in the home coun- 
try. For Patents the Pan American Convention of 
1910 already obligates Panama to grant a twelve month 
priority. No American Convention requires Panama 
to grant a trade mark priority but that of 1929 signed 
at Washington obligates Panama to go far beyond the 
principle of priority in recognizing the trade mark 
rights of nationals of member countries of the 1929 
Washington Convention. 
After the grant of a Patent or Trade Mark by Panama 
to a national of another member country of the Paris 
Union, the patent or mark would become entirely inde- 
pendent of the rights in the basic country. Panama is 
already bound by this principle under the terms of the 
two Conventions named in I. 


The national law of Panama requires working of pat- 


ents and does not contain a provision for compulsory 
licenses. The Paris Union Convention provides that 
each member country may take corrective Measures 
which result from patent abuses including failure to 
use but that the member country may only revoke the 
patent in case a grant of compulsory licenses does not 
suffice to prevent these abuses. Based on similar prece- 
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V. 


dents established when certain other countries joined 
the Paris Union it is believed Panama would not find 
it too burdensome to revise its laws to be in accord 
with the Paris Union Convention in this respect. 


For Panama or any other country strategically con- 
cerned with water, air, or land transportation, Art. 5 
ter of the Paris Convention would be important. Ar- 
ticle 5 ter provides that any foreign craft belonging to 
a member country or a national of said country oper- 
ating in water, air or on land which temporarily or 
accidentally enters the jurisdiction of another member 
country, and is using exclusively in connection with 
such craft equipment which would normally infringe 
the subject matter of a local patent belonging to a third 
party, the use of such equipment for bona fide pur- 
poses for the temporary necessary time within such 
jurisdiction shall not constitute infringement of the 
local patentee’s rights. 

For example, assume a foreign merchant ship be- 
longing to the national of a member country should 
temporarily enter waters under Panama jurisdiction, 
and on board is an ice machine which would normally 
constitute an infringement of the rights of a patentee 
in Panama. Under the Convention use of the ice ma- 
chine within the defined limits would exonerate the 
owner of the ship from infringement. 

Such a provision would be in the interests of 
strengthening the commerce of Panama. The legal sit- 
uation would be similar with regard to a ship of Pa- 
nama registry entering the jurisdiction of other Con- 
vention member countries. 


If Panama were a member of the Convention, Article 6 
bis would be in force to the effect that a trade-mark 
should be refused registration, or could be cancelled 
within three years when it is an infringement of an- 
other mark entitled to superior rights through prior 
user. However, Articles 7 and 8 of the Pan American 
Convention signed at Washington on February 11, 1929 
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and which Panama has ratified is more drastic than 
said Art. 6 bis. It would therefore be entirely logical 
for Panama to accept Art. 6 bis. 

VI. Art. 8 of the Convention protects trade names without 
registration. This is entirely consistent with Art. 15 
of the Pan American Convention referred to in para- 
graph V above. The local law of Panama, Art. 54, 
Decree No. 1 of 1939 is to the same effect although cer- 
tain advantages are given by registration. 

VII. Similarly Art. 10 bis of the Convention pertains to re- 
pression of Unfair Competition. Articles 20 to 22 in- 
clusive of said Pan American Convention is more far- 
reaching than Art. 10 bis and it would be logical for 
Panama to accept Art. 10 bis. 

VIII. Articles 9 and 10 of the Convention provide for pro- 
tection against false indications or origin. Articles 23 
to 28 of the Pan American Convention are more far- 
reaching in their application than Articles 9 and 10 
of the Convention. It would therefore be logica! to 
accede in this respect. 


It is submitted that it would not be onerous for Panama to 
adjust its local laws relating to Industrial Property so that such 
laws would be in harmony with the Paris Union. 


As pointed out before, countries having such diverse philoso- 
phies and legal systems as Belgium, Brazil, Canada, Ceylon, Cuba, 
Denmark, Dominican Republic, France, Germany, Great Britain, 
treece, Ireland, Italy, Mexico, Netherlands, Norway, Portugal, 


Spain, Sweden, Switzerland, United States and others have each 
adjusted their national laws to make them successful participants 


in the Paris Union. I reiterate this suggests that the present non- 
member countries of the Western Hemisphere would not find it 
burdensome to take steps to accede to the Paris Union if they so 
desire. 

The Paris Union Office established at Berne (not to be con- 
fused with the Berne Bureau for the International Registration of 
Trade Marks) has been placed under the Authority of the Swiss 
Government which regulates the organization and supervises its 
working. 
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Of course, this Paris Union Office at Berne has no authority 
to concern itself with the interpretation, enforcement or carrying 
out of the provisions of the Convention, nor does it take any 
steps whatever to hear, arbitrate, decide, render opinions, initiate 
or intervene in causes or controversies arising out of the provi- 
sions of the Convention. Such actions are solely within the sov- 
ereign powers of the member country which may be concerned. 
The Berne Office centralizes information of every kind relating to 
the protection of Industrial Property and collates and publishes 
such information. 

To defray the expenses of the Paris Union Office in Berne, the 
member countries agree to share such expenses. There are six 
categories of countries in the Union as to the sharing of expenses. 
Each country which joins may elect its own category and may at 
any time change its category. Fees payable by the Sixth Cate- 
gory are about $350.00 U. S. per annum for which the country re- 
ceives exactly the same services as if it were in any other category. 

World affairs of the last quarter of a century demonstrate 
that nations of the Eastern and Western Hemispheres would do 
well to cooperate and work together. Whether we like it or not, 
the affairs of Europe are closer to us presently than those of 
North America were to South America twenty-five years ago. I 
suggest it would be a significant step in the right direction if each 
of the countries of the Americas would adhere to the Paris Union 


and thereby negative the idea of any isolationism even in treaties 
affecting Industrial Property. 


APPENDIX 


Sub-Committee — Section C — Industrial Property 


VIII ConFrereNcE oF THE INTER-AMERICAN Bar ASSOCIATION, 
Hep at Sao Pavio, Marcon 15-22, 1954. 


Point 1 of the list of topies: ‘‘ Discussion on the report con- 
cerning the suggested accession of the American Nations to the 
International Convention for the Protection of Industrial Prop- 
erty (Union of Paris, 1883, mm tts present revised text) and the 
convenience of establishing new Inter-American Conventions on 
the subject. 
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— Considering the necessity of assuring a reciprocity of pro- 
tection to industrial property rights among the American Repub- 
lies, and the usefulness and convenience of such protection on a 
world-wide plan provided for by the Convention of the Paris 
Union (1883) revised at London (1934) ; 

— Considering that in the Western Hemisphere the following 
nations participate of the Paris Union: Brazil, Canada, Republic 
of Cuba, United States of America, Mexico, Dominican Republic, 
as well as the French, English and Dutch possessions in this Con- 
tinent, constituting the greater territorial and populational por- 
tion of the Americas; 

— Considering that the accession to the Paris Union does not 
imply adhesion to the Madrid Agreement of April 14, 1894, for the 
International Registration of Trade Marks; 

— Considering that the unification of the legal provisions 
governing the subject on an international plan is a world-wide 
aspiration; 

— Considering that the International Convention for the Pro- 
tection of Industrial Property constituted at Paris (1883) and 
revised at London (1934) is an international instrument regulat- 
ing industrial property rights which unites the greatest number 
of nations both of the Oriental and of the Western Hemisphere, 
and has shown its viability during more than 70 years of service 
to mankind in this branch of law: 

The VIII Conference of the Inter-American Bar Association 
hereby resolves: 

1.— To suggest that the American Republics which have not 
yet adhered to the Convention for the Protection of the Industrial 
Property of the Union of Paris (1883), revised at London (1934), 
to take into consideration the convenience of adhering thereto for 
the purpose of extending the standardization of the international 
provisions governing industrial property. 

2.— That the Secretary-General, in compliance with the de- 
cision taken at Montevideo (1951), should continue the consulta- 
tions started with the legal organizations of the Inter-American 
Bar Association, which have not yet expressed their feeling on the 
subject. 
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PHILIPPINE ISLANDS 
TRADE-MARKS 
SUPREME COURT DECISION 


A decision has been made by the Supreme Court of the Republic of the 
Philippines on December 29, 1953, which should be of interest to trade-mark 
owners. The Decision is given in full below and it will be noted therefrom 
that this case involves an interpretation of Section 4la of the Philippine 
Trade Mark Act No. 166. The text of Section 41 of the Philippine Act is 
given in full in the Decision. 

The Director of Patents, in upholding the Examiner, assumed the right 
to re-examine trade-marks when petitions were filed under Section 41a. This 
appeared to be an abuse of the intent, as well as the wording, of Section 41. 
Inasmuch as a number of petitions were filed under Section 4la and many of 
such petitions were denied by the Director of Patents on the basis that the 
trade-marks were either descriptive, comprised surnames, geographical names, 
ete. even though old law registrations may have been in force for a number 
of years, a case was chosen as a test case for appealing before the Supreme 
Court the Decision of the Director of Patents. The Decision mentioned below 
was in relation to that test case. The facts of the test case are set out in the 
Decision. The ground of appeal was primarily that the Director of Patents 
had no right under Section 41a to re-examine trade-marks, and as a secondary 
matter only, that the trade-mark COSMOPOLITE was not descriptive of the prod- 
uct, namely canned fish. In the meantime, a number of applications which 
had been denied new certificates under Section 41a because of descriptiveness, 
ete., had been held in abeyance pending the issuance of the Supreme Court 
Decision. 

It will be noted that this Decision overrules the Director of Patents with 
respect to the descriptiveness of trade-marks, but on the major point it is 
ambiguous and not at all satisfactory as determining the right of the Director 
of Patents to re-examine Trade Marks filed under Section 41a, although it 
implies that the Director is empowered to re-examine. If this implied right 
is carried forward by the Director of Patents as is assumed he will, it will 
mean that the many applications which were held in abeyance will be denied 
new certificates unless individual appeals are taken thereon. A petition for 
reconsideration of this Decision was filed but was summarily denied. 

Another important aspect of this Decision is the implication, at least, 
that applications for renewal of registration under Section 4l1b are subject 
to the requirement that the certificate issued under the old law must have been 
surrendered to the Patent Office within one year of the time Public Law No. 
166 went into effect which was on June 21, 1947. There seems to be no 
justification for this statement and there is possibly some loose or incorrect 
wording in the Decision but this statement nevertheless could probably be 
followed by the Director of Patents to deny renewal applications under Section 
41b unless the old law certificates had been surrendered under Section 41a. 

Consideration is being given to a further attempt to obtain reconsideration 
of this Supreme Court Decision. 









































Eric H. Waters, Member 
International Committee, USTMA 






Juaeo, J.: 

Masso Hermanos, S.A., is the registered owner under Act No. 
666 of the trademark composed of the word cosmMopoLiTe used 
on canned fish. Said trademark was first registered and the 
certificate of registration No. 1881 issued therefor on March 16, 
1917, by the Director of the Philippine Library and Museum for 
a period of thirty years, under the provisions of Act No. 666. A 
renewal of the certificate of registration was applied for and 
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issued on June 6, 1947 by the Director of the Bureau of Com- 
merce also under the provisions of said Act. 

On June 14, 1948, the petitioner, Masso Hermanos, applied 
to the Director of Patents for a new certificate of registration of 
said trademark under the provisions of Section 41(a) of Republic 
Act No. 166. 

A trademark examiner of the Patents Office denied the peti- 
tion on the ground that the word cosMopo.itsE, as a trademark for 
canned fish is descriptive of said goods and, therefore, could not 
have been legally registered as a trademark under the provisions 
of Act No. 666, and, consequently, is not entitled to registration 
under Section 41(a) of Republic Act No. 166. The petitioner 
appealed from said ruling to the Director of Patents on the ground 
that the examining officer was not authorized to re-examine cer- 
tificates which were originally issued under Act No. 666 and 4 
surrendered for re-registration under Section 41(a) of Republic 
Act No. 166. The Director of Patents affirmed the ruling of the 
trademark examiner; hence, the present petition for certiorari 
was filed in this Court. 


Section 41 of Republic Act No. 166 reads as follows: 





















‘‘Reservation in favor of prior registration—Owners of 
marks or trade-names registered under the provisions of the 
laws in force prior hereto, the registrations of which are still 
subsisting under the said laws, are hereby granted the right; 

(a) Within one year after the taking effect of this act 
to surrender their certificates of registration and procure the 
issuance of new certificates in which event they shall be 
entitled to the benefits and subject to the provisions of this 
Act; or 

(b) Within one year before the expiration of the period 
for which the certificate of registration was issued or renewed 
the registrant may renew the registration upon filing an 
application therefor, as provided in section fifteen, Chapter 
III hereof. If said application is granted, a renewal cer- 
tificate shall be issued by the Director in accordance with the 
provisions of this Act.’’ 


















It is clear that the renewal of the registration under 
Section 41 of Republic Act No. 166 is subject to the following 
requirements : 
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(1) The trademark must have been registered under the old 
laws ; 

(2) The registration must be subsisting under said laws; 
and 

(3) The certificate issued under the old laws must have been 
surrendered to the Patents Office within one year from 
the time Republic Act No. 166 went into effect, which 
was on June 20, 1947. 


There is no question that the above requirements Nos. (1) 
and (3) have been complied with by the petitioner. 


The question is whether the condition required under No. (2) 
exists in favor of the petitioner. 


The respondent Director of Patents contends that the orig- 
inal registration of the trademark under Act No. 666 was ‘‘null 
and void ab initio’’ because the word cosMopoLITE is descriptive 
and, therefore, the registration thereunder is not subsisting. 

Is the word cosmopo.itTE descriptive? Section 13 of Act No. 
666 provides that ‘‘* * * But no alleged trademark * * * shall be 
registered which is merely the name, quality or description of 
the merchandise upon which it is to be used * * *. In an applica- 
tion for registration, the Director of the Bureau of Commerce 
shall decide the presumptive lawfulness of claim to the alleged 
trademark.”’ 

The word cosmoro.ite does not give the name, quality, or 
description of the canned fish for which it is used. It does not 
even describe the place of origin, for it does not indicate the 


country or place where the canned fish was manufactured. It is 
a very general term which does not give the kind or quality of the 


goods. For example, a dealer in shoes cannot register as trade- 
mark LEATHER SHOES because that would be descriptive and it 
would be unjust to deprive other dealers in leather shoes of the 
right to use the same words with reference to their merchandise. 


The Court is, therefore, of the opinion that the registration 
of the trademark cosmopo.ite under Act No. 666 is valid and is 
subsisting. The Director of Patents should not for light and 
unsubstantial reasons reverse the ruling of the former officer in 
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charge of trademark registrations, which has been accepted and 
in force since 1917 up to the present. 


In view of the foregoing, the ruling of the respondent Director 
of Patents is set aside and he is ordered to issue to the petitioner a 
new certificate of registration of the trademark in exchange for the 
old one No. 1881 surrendered to him on June 18, 1948. Without 
pronouncement as to costs. 
So OrpERED. 
(Sev.) Fernanpo Juco 
We Concur: 
(Sep.) Ricarpo P. Aras 
‘¢ GuILterMo F. Paso 
‘¢ Cresak BENGZON 
‘¢  Saprno Papi.a 
‘¢  Pepro Tvason 
‘¢  Atex. RryeEs 
‘6 Feurx Bautista ANGELO 
‘¢  Atgeso LABRADOR 


LS 
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NOTES FROM THE PATENT OFFICE 


Separation of Elements of Composite Trade-Marks 


By Katharine |. Hancock* 


Many trade-marks presented for registration involve a com- 
posite of design features in association with words. Frequently 
either the design feature, or the word, separate from the other, 
is presented for registration. Such a presentation is sometimes 
accepted; at other times it is not. Formulating a flat rule for 
determining acceptability would be almost impossible. Various 
factors must be considered and weighed in the light of the facts 
in each situation, and the decision depends upon the exercise of 
considerable judgment. 

Sec. 1 of the Trade-Mark Act of 1946 sets forth the procedure 
by which the owner of a trade-mark may secure the protection of 
the statute. The section does not define what shall comprise a 
trade-mark. Sec. 45 of that Act defines the term ‘‘trade-mark’’ 
as including any word, name, symbol, or device, or any combina- 
tion thereof, adopted and used by a manufacturer or merchant 
to identify his goods and distinguish them from those manufac- 
tured or sold by others. This is more detailed than See. 1, but 
it still does not specifically delimit what a trade-mark may com- 
prise. However, it would appear to be a fair interpretation that 
the word ‘‘used’’ refers to a mark, name, symbol, or device, each 
by itself, or to some combination of such features as a complete 
unit; and that the wording does not contemplate the separation of 
integral features of a composite mark. 

The basis of the rights of trade-marks in this country, both 
common law and statutory, lies in their use. No rights are ac- 
quired until use has built a foundation for protection, and no 
rights are acquired beyond the particular mark used. With this 
in mind, the pertinent rules governing registration of trade-marks 
have been built on the interpretation of Sees. 1 and 45 that a 
mark proposed for registration must be the mark as used. Both 
the drawing and the specimens submitted with an application for 
the purpose of showing the mark in the form in which it is used, 
the specimens displaying the mark in the exact context in which 


* Trade-Mark Examiner, U. 8. Patent Office; Member of District of Columbia Bar. 
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the public sees it, and the drawing representing an exact duplica- 
tion of the mark on the specimens. 

In applying this principle to composite marks, the problem 
is encountered of whether one portion of a combination shown 
on specimens can be regarded as the mark as used. It is essen- 
tially a question of deciding whether the various elements of a 
composite mark are so integrated and so entirely dependent upon 
each other as to form one unitary mark, or whether there are 
actually a number of individual trade-marks, which have merely 
been fortuitously associated together. In the former situation, 
no one element would have any significance alone and would not 
be a trade-mark as used; in the latter situation, the various ele- 
ments could be separated into the original independent trade- 
marks without doing violence to the principle that a complete 
mark as used must be presented for registration. 


It is necessary to rely upon the specimens submitted in reach- 
ing a decision, for they represent the mark as it is used and as 
it is seen by the purchasing public. How the public interprets 
what it sees on the specimens, and what the public is likely to 
recognize as the trade-mark is the test of whether the mark pre- 
sented is the mark as used. 


An estimate of probable public reaction to a mark shown on 
specimens involves consideration of a number of factors. One is 
the degree to which the design and the words are tied together, 
for example, whether they are intertwined or run together, or 
whether the design is merely a background for enhancing the at- 
tractiveness of the composite arrangement. In addition to form, 
the relation of the meaning of the design and the words must be 
considered, for instance, whether the design is merely visual repe- 
tition of the words with the intention that one shall reinforce the 
other as a unit. The individual nature of the elements which 
have been combined may sometimes point to independence, as 
where one element is recognizable as a house mark which retains 


its identity even though associated with various specific marks 
for specific goods. Another important factor is the distinctive- 
ness of the design itself—whether it is sufficiently unique to be 
recognized by itself as a trade-mark or whether it is a decora- 
tive device or a geometric form which has been used often by 
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others. However, although a design may be sufficiently unique to 
be capable of being a trade-mark, it cannot be accepted as such 
unless the specimens show a manner of use which in and of itself 
creates a commercial impression such that the public will be likely 
to recognize it as a mark of origin when standing alone. 


The attitude toward separating a design from a composite 
mark is somewhat different than toward separating words and 
presenting them for registration. It is usually possible to detach 
a word mark from a composite mark on the basis that the word 
is the essence of the composite mark. Such is not always the 
ease with a design feature, for designs usually have little sig- 
nificance apart from the composite arrangement. This naturally 
follows from the fact that words as a general rule have more 
significance than designs, for words as a part of language are 
the basis of communication. Designs, on the other hand, cannot 
be readily communicated. They are usually complicated, seldom 
have any specific name, and must be described in laborious fashion. 
Goods are ordinarily purchased by the shortcut of the spoken 
word, and design normally is completely secondary. As a re- 
sult, it is seldom certain that the public would recognize a design 
element as an independent trade-mark after having seen it only in 
combination with other and more significant elements in a com- 
posite mark. 

Several decisions may be helpful in illustrating registration 
practice with regard to this point. In Ex parte Valley Paper 
Company, 98 USPQ 286, 44 TMR 93, it was determined that the 
color design presented for registration was merely a background 
which would be recognized by the public only as background, that 
is, as decorative motif behind the trade-mark proper. The de- 
sign did not attain trade-mark stature upon being disassociated 
from the other features of the composite mark. In Ez parte 
Hillerich & Bradsby Co., 92 USPQ 185, 42 TMR 269, even the 
presentation of additional examples of use were not adequate to 
prove that the oval design which was used as a frame around 
the word mark was recognized by itself as a trade-mark. Dis- 
associated from the composite mark, the oval was meaningless 
to the public. In Ez parte Fruit Dispatch Company, 70 USPQ 
41, it was held that the design presented for registration was 
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obviously intended to be associated with the word mark. The 
design as such had not been used as a trade-mark; only the com- 
posite mark had been used as a trade-mark. 

Because of the complexity which is inherent in composite 
marks in varying degrees, composite marks should be studied 
carefully before being presented for registration, in order to as- 
certain exactly what constitutes the mark and in order not to 


present for registration a mutilated portion which has no trade- 


mark significance in itself. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Opposition Proceedings 


The Law Officer, affirming an appeal decision of the Deputy 
Registrar of Trade Marks, allowed registration of the trade- 
mark J.P. SIMPLEX in respect of ‘‘lawn mowers including power- 
driven lawn mowers, and parts thereof’’, providing that ‘‘internal 
combustion engines’’ be specifically excluded, over the opposers’ 
prior registration of the trade-mark smtp Lex in respect of ‘‘in- 
ternal combustion engines’’, despite evidence that it was the 
custom among some manufacturers of machinery to place upon 
the same not only their own trade-mark, but also the trade-mark 
of the actuating motor thereof, purchased from other manufac- 
turers. The Law Officer held that stmpLex was a ‘‘weak’’ trade- 
mark the addition to which of the letters 3.p. sufficed to avoid the 
likelihood of confusion, and further that evidence that confusion 
had not actually arisen in the course of trade subsequent to the 
date of the J.P. stmpLex application was admissible. 


Canada 
New Canadian Trade-Marks Act 


The new Trade Marks Act (see 43 TMR 546) will come into 

force on July 1, 1954. 
Acquired Distinctiveness 

On an application to register the trade-mark WEAR-EVER in 
respect of aluminum wares, the Exchequer Court of Canada 
found the trade-mark prima facie descriptive of the wares, but 
held that unlike purely laudatory epithets the mark was not in- 
capable of ever becoming adapted to distinguish, and upon evi- 
dence that the trade-mark was in fact distinctive of the applicants’ 
goods among consumers and the trade, reversed the Registrar 
of Trade Marks and directed registration. Aluminum Goods Ltd. 
v. Registrar of Trade Marks, 19 C.P.R. 93. 


Germany 
Trade-Marks in East Germany 


A new Trade Marks Law promulgated by the Government of 
Kast Germany under date of February 20, 1954 declares the Ger- 
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man Trade Marks Act of 1936, to be still in effect and further 
decrees that all trade-mark registrations obtained in Germany 
on or before May 8, 1945, shall remain in force in East Germany 
provided a petition for their maintenance is filed in the Patent 
Office of East Germany before July 12, 1954. 
New applications may also now be filed with the East German 
Patent Office, and will be regularly examined. 
Great Britain 
Geographical Words 
The Yorkshire Copper Case which was discussed by Dr. 
Derenberg at 43 TMR 242 has been affirmed by the House of 
Lords. 
India 
Revision of Laws Relating to Infringements 
and Fraudulent Imitations 
The Government of India has appointed a Trade Marks En- 
quiry Committee to consider changes in the several Indian Acts 
(Trade Marks Act, Merchandise Marks Act, Indian Penal Code, 
and Drugs Act) which contain provisions relating to infringe- 
ments, fraudulent imitations of trade-marks, and similar unfair 
trade practices. According to an Editorial appearing in 10 Pat- 
ent, Design and Trade Mark Review 18, ‘‘it is well admitted by 
all that our country at present, has been flooded with spurious 
goods and imitation marks and all efforts by the aggrieved manu- 
facturers and trade-marks owners have failed to control such 
anti-social activities through law courts with its existing system.’’ 
Among the suggestions made to the Committee is the establish- 
ment of Special Courts which would hear cases exclusively in 
this field, and which would have both the power and the personnel 
to investigate complaints. The Committee has not yet rendered 
its report. Meanwhile, at the Government’s suggestion, owners 
of trade-marks have formed a Trade Marks Owners Association, 
which is supposed to make possible the taking of concerted ac- 
tion. Several American companies have joined this Association. 


Opposition Proceedings 


The Registrar of Trade Marks upheld an opposition filed by 
the owners of the trade-mark mouLaNna against an application 
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to register MouLAVI, both parties dealing in lungies and sarongs. 
At the Hearing, it was shown that the applicants (distant rela- 
tives of the opposers) had falsely alleged use of their trade-mark 
since 1930; had falsely alleged that their open and extensive use 
of their trade-mark had been known to the opposers for a number 
of years; had falsely alleged that the trade-mark mMovu.Lavi had 
been registered with the Southern India Chamber of Commerce 
in 1924; and had fabricated an entry on the Southern India Cham- 
ber of Commerce Register by pasting over another mark a piece 
of paper bearing the word moutavi. Apart from the foregoing, 
the Registrar stated that there are other circumstances which 
cast doubt on the applicants’ good faith. 


Opposition Proceedings 


On an application to register trade-mark GLUviTA in re- 
spect of ‘‘biscuits’’, opposed by the proprietors of the trade-mark 
ceLucoviTa registered in respect of ‘‘dextrose and glucose pow- 
der’’ (I) on the ground that use of the trade-mark applied for 
would be likely to deceive or cause confusion within the mean- 
ing of Section 8(a) of the Indian Act, and (IL) on the ground 
that the goods of the eLuvira application were of the same 
description as the goods of the GLucovita registration, and 
that the two trade-marks so nearly resembled each other as to 
be likely to deceive or cause confusion, within the meaning of 
Section 10(1) of the Act, the Deputy Registrar of Trade Marks 
held for the applicants on both grounds. On appeal to the Bom- 
bay High Court, the decision was reversed on the ground of Sec- 
tion 8(a), under which it is not material, though it may be rele- 
vant, to show that the goods of the same description, no further 
consideration being given to the Section 10(1) ground. On fur- 
ther appeal to the High Court of Judicature at Bombay, the de- 
cision was reversed again, on the ground that under Section 8(a), 
unlike under Section 10(1), the Court will not consider the likeli- 
hood of deception or confusion with reference to all circumstances 
in which the marks might reasonably be used, but only with refer- 
ence to the actual conditions of the use of the marks as proven 
in Court, and in the instant case opposers had failed to show 
that their trade-mark had in fact acquired a reputation from 
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which the Court might infer the likelihood of deception or confu- 
sion among purchasers and consumers. 


Italy 


Rights of an Exclusive Licensee 


On an action for infringement, the Court of Genoa by deci- 
sion dated December 24, 1953, held that Plaintiff, grantee of an 
exclusive license to use in Italy the paumo.ive trade-marks 
registered in that country, is entitled to prevent the sale of im- 
ported goods bearing those trade-marks, manufactured by the 
licensees of the trade-marks in the countries from which the goods 
were exported. The exclusive licensee for Italy is entitled to 
exclude from the Italian market all goods so trade-marked not 
originating with it. Palmolive S.P.A. v. Burlando. 


Trade-Mark Infringements 


The Court of Appeal of Milan on June 16, 1953 in the ease of 
Siade v. Gandini held that the marks via cot vento (Gone with 
the Wind) and vELE aL vento (Sails in the Wind) were confus- 
ingly similar. The Court pointed out that if any one of the ele- 
ments of a trade-mark is so dominant that the imitation thereof 
is sufficient to render the marks confusingly similar, there should 
be no hesitation to hold that there is an infringement no matter 
how much the other component elements may differ from one 
another. Because of the identity of the final word and because 
both marks had four syllables having identical accents, the Court 
concluded that the marks are to be held confusingly similar as a 


whole. 
Trade-Mark Rights and Health Regulations 


By decision handed down on July 14, 1953, the Court of 
Appeal of Milan held that failure to obtain a sale permit under 
the Health Regulations for a pharmaceutical product designated 
by a registered trade-mark does not affect the right of the regis- 
tered owner of the trade-mark to exclude others from the use 
of that trade-mark; and conversely, the grant of a sale permit 
for a pharmaceutical specialty does not constitute sanction for 
the use of the trade-mark in violation of the rights of prior regis- 
trants of conflicting trade-marks. 
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RECENT PUBLICATIONS IN THE ANTI-TRUST FIELD 


FeperRAL Antitrust Laws. Lectures delivered at University 
of Michigan Law School June 17-19, 1953. Foreword by 
S. Chesterfield Oppenheim. Ann Arbor, Michigan, Uni- 
versity of Michigan Law School, 1953. Pp. xiii, 321. $7.00. 
The subject of the antitrust laws and their revision is cur- 

rently examined by the Attorney General’s Nationa] Commit- 

tee to Study the Antitrust Laws under the co-chairmanship of 

Assistant Attorney General Stanley N. Barnes and Professor 

S. Chesterfield Oppenheim. It is not surprising, then, that the 

subject, including its effects on patents, copyright and trade- 

marks, has received the widest attention in recent months. 

Outstanding among the more comprehensive studies in this 

field is a symposium held last Summer at the University of 

Michigan under the chairmanship of Professor Oppenheim and 

just published in unusually attractive book form by the Uni- 

versity. A number of experts have contributed articles on 
all aspects of the antitrust laws, including their relationship 
to patents and trade-marks, the fair trade acts, the Robinson- 

Patman Act and many other subjects. Of particular interest 

is the so-called clinic on practical antitrust problems at the 

end of the book. Perhaps even more interesting to trade- 
mark owners engaged in international operations is that part 
of the book which deals with antitrust problems of American 
companies abroad. These problems are discussed in an article 
by Herbert A. Bergson entitled ‘‘ Manufacture Abroad and the 

Sherman Act’’, which includes a thorough analysis of the much 

discussed case of U. S. v. Timken. The book is ‘‘must”’ read- 

ing for anyone interested in current antitrust law problems. 





Recent Antitrust DeveLopmMENts. By Milton Handler. The 
Record of the Association of the Bar of the City of New 
York, vol. 9, no. 4, April 1954, p. 171. 

This valuable annual survey by Professor Handler of recent 
developments in this field has just been published. 





A recent issue of the Yale Law Journal, vol. 63, no. 3, January 
1954, devotes practically the entire publication to antitrust 
problems. Among the articles in that issue are ‘‘A Legal and 
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Economic Appraisal of the ‘New’ Sherman and Clayton Acts,’’ 
by Alfred E. Kahn, of Cornell University; ‘‘The ‘Rule of 
Reason’: Workable Competition or Workable Monopoly?’’ by 
Walter Adams, of Michigan State College, and an article en- 
titled ‘‘Intra-Enterprise Conspiracy Under the Sherman Act.’’ 
Notes include ‘‘ Definition of the Market in Tying Arrange- 
ments: Another Aspect of Times-Picayune’’ and ‘‘The In- 
vestment Bankers Case: The Use of Semantics to Avoid the 
Per Se Illegality of Price Fixing.’’ 

An unusually interesting article was published in a recent issue 
of the Michigan Law Review by Homer Clark, ‘‘The Treble 
Damage Bonanza: New Doctrines of Damages in Private 
Antitrust Suits,’’ vol. 52, no. 3, p. 363 (January 1954). 


New York University Law Review, vol. 29, February 1954, 
includes a reprint of the article on Trade Regulation by Walter 
J. Derenberg to be published in the ‘‘1953 Annual Survey of 
American Law. 


The Section of Antitrust Law of the American Bar Associa- 
tion has announced the publication of ‘‘A Symposium on the 
the Trial of an Antitrust Case by The Department of Justice 
and the Hearing of an Antimonopoly Complaint by The 
Federal Trade Commission.’’ Copies can be obtained from 
the American Bar Association, Section of Antitrust Law, 1140 
North Dearborn Street, Chicago 10, Illinois. Price per copy 
$2.50. 


The Annual Symposium on the Antitrust Laws of the New 
York State Bar Association has not yet been published but 
publication in book form is expected at an early date, prob- 
ably during May 1954. 
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BOOK REVIEW 


Tue Otp Country Store. By Gerald Carson. New York, Oxford 

University Press, 1954. Pp. xvi, 330. Illus. $5.00. 

While, at first glance, it may seem strange to review a book 
of this type in THe Trape-Mark Reporter, the reader will soon 
find justification for such a review after having read those chap- 
ters of the book which are entitled ‘‘One for a Man, Two for a 
Horse’’ and ‘*The Old Store Gets a New Look’’. The latter 
chapter is a rather unique and interestingly written account of 
the gradual development of brand names and trade-marks and 
their effect upon the economic fate of the old country store. The 
author relates the interesting story of the origin of the Procter & 
Gamble trade-mark tvory, of National Biscuit Company’s uNEEDA, 
and several others. The origin of the quaker oats trade-mark is 
also discussed in some detail. In the preceding chapter there is 
an interesting discussion of the origin of so-called ‘‘patent’’ medi- 
cines and their effect upon the prosperity of the country store. 
There is a discussion of such old names as Hostetter’s Celebrated 
Stomach Bitters, Dr. Stoughton’s Elixir, Kickapoo Indian Sag- 
waw and other old-time panaceas. The book is illustrated and 
extremely readable. Mr. Carson is a former executive of some 
of our leading advertising agencies and his book reflects his fa- 
miliarity not only with the immediate subject but with the prob- 
lems with which retailers and manufacturers have been faced in 
the past and from which many valuable lessons can be gleaned 
with regard to advertising methods and policies of today. We 
feel certain that our readers, laymen and lawyers alike, will get 
a great deal of enjoyment from Mr. Carson’s book. 


The TRADE-MARH REPORTER 


Part Il 


SUNBEAM CORPORATION v. SPEAR, 
doing business as SUNBEAM ELECTRIC CO. et al 


No. 9807—D.C., E.D. Pa.—May 19, 1953 


TRADE-MARK OF 1946—CONSTRUCTION—IN GENERAL 
Despite absence of literal reference to doctrine of weak trade-marks in 1946 
Act, it still has vitality. However, where trade-mark has acquired secondary mean- 
ing, and element of confusion is present, it should be afforded some degree of 
protection. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Existence of difference between goods or absence of direct competition is not 
always controlling in determining whether plaintiff should be denied relief; con- 
fusion as to business identity and source of origin is also recognized by the law. 
That goods are non-competing is insufficient reason to deny protection. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 


Plaintiff, manufacturer of electrical appliances, is entitled to judgment enjoin- 
ing defendant from use of trade-mark SUNBEAM in conjunction with sale and 
advertising of lighting fixtures. 


Action by Sunbeam Corporation v. Bernard J. Spear. doing business 
as Sunbeam Electric Co., Sunbeam Electric Mfg. Co., and Sunbeam Elec- 
tric Manufacturing Company, for trade-mark infringement and unfair 
competition. Judgment for plaintiff. 


Woodson, Pattishall & Garner, of Chicago, Illinois (Beverly W. Pattishall) 
and Robert T. McCracken and C. Russell Phillips, of counsel, of Phila- 
delphia, Pennsylvania for plaintiff. 


Henry N. Paul, Jr., and Harry A. Rutenberg, of Philadelphia, Pennsyl- 
vania for defendant. 


GANEY, District Judge. 


The action here involved was brought to restrain the defendant from 
using the registered trade mark SUNBEAM. Defendant does not contest 
plaintiff’s title to its trade marks containing that name, nor the validity of 
those marks, insofar as they are applied to goods of the character made by 
plaintiff. He claims that the trade mark sUNBEAM is a weak mark, and for 
that reason plaintiff may not prevent him from using the mark in connec- 
tion with his business or on goods which are not of the kind manufactured, 
or upon which the mark is actually used by it. In addition he asserts as a 
defense to the action that no confusion exists between his and plaintiff’s 
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goods, and that such goods are non-competing. To resolve these issues, the 
court, from the evidence presented to it, makes the following special 


FINDINGS OF Facts 
I. Plaintiff 


1. Plaintiff, Sunbeam Corporation, is an Illinois corporation. Since 
1912 it has continuously engaged in the manufacture and sale of various 
electrical products. It presently owns and operates a large manufacturing 
establishment in Chicago; its business is national in scope. 


2. Plaintiff has never manufactured lighting fixtures. At one time it 
made therapeutic lamps, but it has since 1932 ceased making those items 
and abandoned its trade mark in connection with them. 


3. In 1921, plaintiff, then named the Chicago Flexible Shaft Company, 
registered the trade mark SUNBEAM, written in a distinctive script, for 
electric flatirons. From time to time additional registrations of the trade 
mark SUNBEAM were obtained by it on various household appliances and 
other tools or utensils, most of which were electrically operated. 


4. As the Chicago Flexible Shaft Company developed its SUNBEAM 
electrical appliances, it applied in its promotional program the use of other 
key words used in connection with some of its products. These were 
‘‘master,’’ such as in MIXMASTER, SHAVEMASTER, IRONMASTER and COFFEE- 
MASTER, and ‘‘ Automatic,’’ which was applied generally. 


5. Plaintiff sells its Sunbeam household products through some 1200 
wholesalers and more than 100,000 retailers throughout the United States 
under resale price maintenance contracts. The trade mark is prominently 
displayed on each item. 


6. The annual volume of business done by plaintiff under the trade 
mark SUNBEAM amounts to many millions of dollars. Since 1921 it has sold 
over four hundred million dollars worth of products bearing that trade 
mark. 


cd 


7. As the trade mark became increasingly popular, plaintiff has been 
very aggressive in its efforts to preempt the mark and prevent other manu- 
facturers in the electrical field from using it on their products. It has 
bought trade marks containing the name SUNBEAM from others and then 
permitted the registrations of such marks to expire. 


8. At present it annually spends millions of dollars in advertising its 
products sold under the trade mark suNBEAM through newspapers and 
prominent magazines of general circulation. Since 1921 it has spent in 
excess of sixteen million dollars in such advertising. Plaintiff’s typical 
advertising today stresses the words, SUNBEAM, automatic and master. 
However, it has emphasized the trade mark SUNBEAM over the others in all 


its advertising, sales promotions and displays. In addition, many millions 
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of dollars have been spent by retailers on a local scale in advertising and 
displaying plaintiff’s products bearing the trade mark SUNBEAM. 


9. Plaintiff has been known by the trade and public by the various 
names Sunbeam, Sunbeam Electric, Sunbeam Company, Sunbeam Manu- 
facturing Company for many years prior to 1946, the year in which it 
changed its corporate name to Sunbeam Corporation. 


10. Plaintiff’s products bearing the trade mark sUNBEAM are of high 
quality, excellent style, dependable, and of exceptional utility; they are 
entitled to full public confidence. 


11. Plaintiff’s products are sold to the general public primarily on the 
basis of its trade mark and the reputation for those characteristics men- 
tioned in paragraph 10 above. 


II. The Trade Mark 


1. SUNBEAM, and other similar trade marks having sUN as a prefix, 
have been registered as trade marks in the United States Patent Office over 
2,000 times since 1890. 


2. SUNBEAM has been registered as a trade mark 128 times upon a 
variety of goods including products in lighting and other electrical fields. 
Not counting plaintiff, sunBEAM has been registered by others for lighting 
and electrical goods twelve times since 1891. 


3. Plaintiff has no trade mark registeration of SUNBEAM in connection 
with lighting fixtures, either fluorescent or incandescent. 


4. The word SUNBEAM is used commonly in connection with business 
names throughout the United States in the electrical manufacturing and 
selling field, and many other diversified fields. It has been used in this 
manner prior to plaintiff’s adoption of the word in connection with its 
business in 1921. 


5. The word SUNBEAM is highly suggestive ;? it brings to mind such 
physical phenomena as bright light, warmth and speedy but silent motion. 
It is therefore particuraly well adopted to electric lighting fixtures, and its 
selection for such use is a natural and appropriate one. As a trade mark 
it is not fanciful, unique or distinctive. 


6. By plaintiff’s persistent efforts and expenditures of large sums of 
money, the trade mark SUNBEAM, in connection with household electrical 
products, has acquired prior to 1945 a distinctiveness or secondary meaning 
with the trade and public in Pennsylvania and other states as indicating 
and identifying plaintiff’s products or the source where such products 
originate. 


1. Sunbeam Lighting Co. et al. v. Sunbeam Corporation, C.A.9, 1950, 183 F.2d 
969, 973 [40 TMR 669]. 
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7. Plaintiff has not given defendant its consent to use the trade mark 
SUNBEAM. He has never used the words, ‘‘master’’ or ‘‘automatic’’ in 
connection with any of his products. 


III. Defendant 


1. Defendant, Bernard J. Spear, is a citizen of Pennsylvania. Since 
October 22, 1945, he has conducted his business under the fictitious names: 
Sunbeam Electric Co., Sunbeam El. Mfg. Co., Sunbeam Manufacturing 
Company. The latter name is duly registered according to the laws of 
Pennsylvania. 

2. He manufactures and sells fluorescent and incandescent lighting 
fixtures. He does not make or sell household or other electrical products. 
At one time he engaged, in a limited extent, in the manufacture of portable 
desk and table lamps, but this side line was discontinued by him in 1947, 
two years prior to the filing of the complaint in the action here involved. 


3. His fixtures are of the permanent variety. They are not expensive 
products and are easy to install once the building in which they are to be 
placed has been wired for electric lighting fixtures. 


4. Heselis his products primarily to approximately 800 establishments 
throughout the country classified as wholesalers. These wholesalers deal 
principally in lighting fixtures. No control is placed upon such outlets by 
defendant in their distribution of his products. 


5. Defendant’s wholesale customers prefer that there be no reference to 
the manufacturer on the fixtures; they would rather sell lighting fixtures 
as their own make rather than as branded articles. This is one of the 
reasons why he places his business designation on his manufactured fixtures 
by means of a small sticker which may be easily removed. This sticker is 
not observable when the fixture is affixed to a wall or ceiling. However, the 
boxes in which the fixtures are packed sometimes bear the name SUNBEAM 
ELECTRICAL MFG. CO. in large letters. 


6. Defendant does not advertise for the benefit of the general public, 
but only for the wholesale trade by means of the mail, circulars and adver- 
tisements in selected trade journals such as ‘‘Lighting and Lamps’’ and 
‘Catalog and Directory of the Lighting and Lamp Industry 1951-1952.’’ 
Although these magazines are intended for the lighting fixture trade, a 
small portion of the buying public peruse them. In these advertisements, 
defendant is designated as the Sunbeam Electric Mfg. Co., and the slogan, 
SUNBEAM LIGHTS THE WORLD, appears. 


7. His products are soild primarily on the basis of their style, decora- 
tive appearance and low prices. 


8. Defendant’s products are usually selected and purchased by build- 
ers or electrical contractors for installation in newly built or remodeled 
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houses. Occasionally such products are directly purchased and installed 
by the ultimate consumer. 


IV. Confusion 


1. Trade marks are used by various manufacturers in connection with 
the advertisement and sale of lighting fixtures. Many of these products 
are purchased because of the reputation of such trade marks. 


2. Through the normal channels of trade defendant’s lighting fixtures 
are placed on sale by retail stores in Pennsylvania which handle plaintiff’s 
products and other similar household electrical products. No special effort 
is made by the retailers to separate or segregate plaintiff’s products from 


those of defendant’s when they are placed on view for the buying public. 


3. It is common practice in the trade for sales people to show prospec- 
tive customers catalogues and advertising material similar to that sponsored 
by defendant, so that they may choose from a broad selection of makes and 
styles. 


4. The label on defendant’s goods and containers conveys the same 
impression as the trade mark on plaintiff’s products. The effect of his use 
of the trade mark SUNBEAM as part of his identifying mark in connection 
with his products creates the likelihood that ordinary purchasers will sup- 
pose that such products originate with plaintiff or a concern associated 
with it or that plaintiff has expanded its business to include this line of 
goods and purchase them under that impression. 


5. Defendant’s products are of such a character and sold under such 
circumstances, the likelihood indicated in the preceding paragraph is a 
reasonable one. 

6. Wholesalers and retailers of the particular trade classify plaintiff’s 
products as electrical traffic appliances and those of defendant’s as lighting 
fixtures. 


7. Defendant has received many communications, both by telephone 
and by mail concerning plaintiff’s products which were meant for plaintiff. 


8. Defendant adopted and continued the use of the mark SUNBEAM as 
part of his identifying mark on his fixtures with full knowledge of plain- 
tiff’s prior extensive use of that mark and with knowledge of its registra- 
tion in the United States Patent Office, and that the trade and public 
associate and identify SUNBEAM in the household electrical field with 
plaintiff’s products. 


V. Competition 


1. The parties to the action here involved are not in competition with 
each other; that is, purchasers are not induced to buy defendant’s products 
instead of plaintiff’s. 
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2. Defendant has never employed the script form of SUNBEAM with 
the circular line. SUNBEAM appeared as part of his identifying mark on a 
small label applied inside the fixtures. 


VI. Discussion 


Section 32(1) of the Trade Mark Act of 1946, 15 U.S.C. § 1114(1) pro- 
vides, in part, as follows: ‘‘ Any person who shall, in commerce, (a) use, 
without the consent of the registrant, any reproduction, counterfeit, copy 
or colorable imitation of any registered mark in connection with the sale, 
offering for sale or advertising of any goods or services in or in connection 
with which use is likely to to cause confusion or mistake or to deceive pur- 
chasers as to the source of origin of such goods or services * * * shall be 
liable to a civil action by the registrant for any and all of the remedies 
hereinafter provided * * *’’ (Emphases supplied.) 


Defendant argues that plaintiff’s mark is a weak trade mark and is, 
therefore, not entitled to protection beyond the goods on which the mark is 
actually used or registered. The defendant uses the expression ‘‘weak 
trade mark’’ as denoting a mark the protection of which will be afforded 
to the owner only in the narrow and restricted field in which it has been 
applied. The doctrine of weak trade marks appears to have been enunciated 
in American Steel Foundries v. Robertson, Commissioner, et al., 269 U.S. 
372 (1926). Despite the absence of any literal reference to it in the Trade 
Mark Act of 1946, as amended, the doctrine still has vitality. See Majestic 
Mfg. Co. v. Majestic Electric Appliance Co., Inc. (6th Cir. 1949), 172 F.2d 
862 [39 TMR 311]; Sunbeam Lighting Co. et al. v. Sunbeam Corporation 
(C.A. 9, 1950), 183 F.2d 969 [40 TMR 669] ; Sunbeam Furniture Corp. et 
al. v. Sunbeam Corporation (C.A. 9, 1951), 191 F.2d 141, 144 [41 TMR 
818]. In our opinion, however, where the trade mark has acquired a sec- 
ondary meaning as plaintiff’s mark undoubtedly has,? and the element of 
confusion is present, it should be afforded some degree of protection, and 
this protection should not be limited to only those products of plaintiff and 
to the extent for which the word SUNBEAM may be descriptive. 


Concerning the second issue this court has found that defendant’s 
goods bearing the names SUNBEAM are likely to cause confusion. Defendant 
claims that we cannot make this finding because the products manufactured 
by him are different from those made by plaintiff. We agree that there is 
a difference—as indicated by our finding that the goods of the parties are 
noncompeting. But the existence of a difference between goods or the 
absence of direct competition is not always controlling in determining 

2. Callmann states: ‘‘A weak mark may become a strong mark, apart from the 
instanee where its distinctiveness is attributable to a particular display connected 
therewith, when the trade mark, by dint of labor and expense, acquires a secondary 
meaning. The popularity of the mark, of course, is of decisive significance in any 


appraisal of the likelihood of confusion.’’ 2 Callmann, Unfair Competition and Trade 
Marks, § 82.1, p. 1234. 
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whether a plaintiff should be denied relief. A confusion as to business 
identity and source of origin is also recognized by the law.® 


In the instant action, the parties’ products are so related and sold in 
a common market under such conditions that purchasers were and still are 
likely to be deceived either into the belief that defendant’s products were 
made by plaintiff or that there was some connection between the manufac- 
turers. The fact that people in the trade classify plaintiff’s products as 
electrical traffic appliances and defendant’s goods as lighting fixtures and 
they were not deceived into believing that all the products in question 
bearing the name SUNBEAM originated from the same source is of no signifi- 
cance here. All that is necessary is the existence of the reasonable likeli- 
hood that the public will be confused. Nor is it reason enough to deny 
protection because the goods are noncompeting. Wall v. Rolls-Royce of 
America (3rd Cir. 1925), 4 F.2d 333; Vogue Co. v. Thompson-Hudson Co. 
(6th Cir. 1924), 300 F. 509; Telechron v. Telicon Corporation (C.A. 3, 
1952), 198 F.2d 903 [42 TMR 832]; 2 Callmann, Unfair Competition and 
Trade Marks, § 84.2(a). 

It would appear at first blush that the depriving of defendant of the 
use of the trade mark SUNBEAM in connection with his products would be 
a severe blow to his business. But this we believe will not be the case. He 
has admitted that most of his customers prefer that his identifying label 
be omitted from his goods. In those instances when his identifying label 
was attached, it could easily be removed at the wish of the wholesaler or 
retailer. Moreover, on a number of occasions he has shipped his goods in 
boxes bearing no manufacturer’s identifying mark. 


ConcLusIons oF LAw 


1. This court has jurisdiction over the subject matter and the parties 
to this action. 


2. The use by defendant of the trade mark SUNBEAM in connection 
with the sale of his lighting fixtures and advertising therewith constitutes 
an infringement of such mark and unfair competition. 


3. Plaintiff is entitled to a judgment enjoining the defendant, his 
agents, successors and assigns from using the trade mark SUNBEAM in con- 
nection with the sale of his lighting fixtures and the advertising of such 
fixtures. 


4. Plaintiff is not entitled to a judgment requiring the defendant to 
account for all profits realized by him by reason of his use of the trade mark 
SUNBEAM. 


Accordingly, the plaintiff may prepare and submit an order for judg- 
ment in accordance with the foregoing findings and conclusions of law. 


3. See 2 Callmann, Unfair Competition and Trade Marks, §§ 80.1, 80.2. 
4. Contra: Sunbeam Lighting Co. et al. v. Sunbeam Corporation, C.A.9, 1950, 183 
F.2d 969, 972 [40 TMR 669]. 


———— 
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NEHI CORPORATION v. MISSION DRY CORPORATION 
No. 1417—D.C., D. Delaware—December 9, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

In decision involving trade-marks used on soft drinks, court allows for factors 
of small price, types of purchasers, and places of sale. 

Test of confusing similarity is not analytical difference between marks of two 
competing products when placed in juxtaposition, but whether a sensory difference 
will be recognized by ordinary purchaser when he does not have opportunity for 
comparison. 

TRADE-MARK AcT or 1946—REGISTRABILITY—IN GENERAL 
ROYAL CROWN is a valid trade-mark for soft drinks and concentrates. 
ROYAL PUNCH is a valid trade-mark for soft drinks and concentrates. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

ROYAL PUNCH, for soft drinks and concentrates, is not confusingly similar to 
ROYAL CROWN, for like goods. 

Action under 35 U.S.C. 146 by Nehit Corporation v. Mission Dry Cor- 
poration, trade-mark Registration No. 381,897 issued October 15, 1940. 
Complaint dismissed. 

Case below reported at 41 TMR 724. 


Henry M. Canby and Richards, Layton & Finger, of Wilmington, Delaware, 
Raymond A. Walsh, of Washington, D. C. and Ellis W. Leavenworth, 


of New York, N. Y. for plaintiff. 


Morris, Steel, Nichols & Arsht and William 8S. Megonigal, Jr., of Wilming- 
ton, Delaware and Albert J. Fihe, of Burbank, California for de- 
fendant. 


Leany, Chief Judge. 


Plaintiff seeks to cancel defendant’s registered trade mark for soft 
drinks and concentrates, ROYAL PUNCH, No. 381,897 in the U. S. Patent 
Office, dated October 15, 1940. Action is founded on § 21 of the Trade 
Mark Act of 1946 and 35 U.S.C. § 146 (formerly R.S. § 4915). The ground 
for cancellation is likelihood of confusion in view of plaintiff’s prior and 
extensive use of the trade mark for soft drinks and concentrates, ROYAL 
CROWN, registered in the U. 8S. Patent Office as No. 351,710 November 2, 
1937. 


1. Plaintiff petitioned the Patent Office to cancel defendant’s mark. 
The Examiner of Interferences granted the petition. Upon defendant’s 
appeal to the Commissioner of Patents, this decision was reversed [41 TMR 
724], and the petition dismissed. Plaintiff elected to bring this action 
instead of appealing to the Court of Customs and Patent Appeals and filed 
its complaint here, both parties being Delaware corporations. Upon stipu- 


1. 60 Stat. 427, 15 U.S.C. §1051 et seq. 
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lation of the parties, the case was tried upon the record in the Patent Office 
proceeding (Cancellation No. 5370). 


Both trade marks are applied to goods of the same descriptive prop- 
erties, soft drinks—although the two flavors differ so widely the most care- 
less fancier of the carbonated beverage would at first sip be startled by the 
consternation of a palate, prepared for cola but supplied with grape. 
Plaintiff’s registration is not limited to cola, nor is defendant’s registration 
to grape. I make allowance in decision for the facts and circumstances 
attendant upon the ordinary retail purchase of soft drinks, viz., small price, 
types of purchasers, and places of sale. 


The crucial issue is whether ROYAL PUNCH so simulates ROYAL CROWN 
as to confuse the ordinary, reasonable purchaser to buy the former as the 
product of the owner of the second mark. Unless confusion is likely among 
reasonably careful purchasers, plaintiff can not prevail. As stated in a prior 
decision of this court,? where the authorities are cited, the test ‘‘is not an 
analytical difference between marks of two competing products when placed 
in juxtaposition, but whether a sensory difference will be recognized by the 
ordinary purchaser when he does not have the opportunity for comparison 
—i.e., whether a deceptive similarity exists when average buyer is unable 
to distinguish defendant’s name or mark from his recollection of plaintiff’s 
mark. Short of this, resemblance constituting infringement is incapable of 
exact definition.’’ My application of this test results in the finding here 
there is no confusing similarity between the two marks. 


Each of the marks contains two words. Although the first word of 
each is identical, each mark must be viewed as a whole, since ‘‘ Combined 
they constitute a trade mark which is the subject of protection by the 
law.’”® I think there is a sufficient dissimilarity in appearance of the two 
marks, their pronunciation or sound, and their suggestiveness so that the 
ordinary purchaser would not confuse them.* Cf. Viscol Co. v. Socony- 
Vacuum Oil Co., Inc., 90 F.Supp. 499 [40 TMR 426]. On sight, the iden- 
tity of the first word of each mark does not overcome the dissimilar impact 
of the two integrated marks. Indeed, defendant’s mark is used only on 
bottle caps whose design, color scheme and word content are vastly different 
from plaintiff’s. The bottles are likewise completely different. To the ear, 
the complete marks do not sound alike; the second word of each has a tonal 
quality unlike the other, although both comprise a single syllable. There 
is no similarity of suggestion to the prospective purchaser’s memory of the 
two marks. The record shows no evidence, or even intimation of defend- 
ant’s intent to derive benefit from the reputation of plaintiff’s trade mark, 
and I believe there was none. Dissimilarity is not destroyed by considera- 


2. Telechron, Inc. v. Telicon Corp., 97 F.Supp. 131 at 142 [41 TMR 418]. 

3. Q-Tips, Inc. v. Johnson §& Johnson, 3 Cir., 206 F.2d 144 [44 TMR 39]. 

4. The record is bare of any instance of actual confusion which, while not an essen- 
tial of plaintiff ’s case, at least does not detract from the finding. 
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tions of the marketing methods for the soft drinks or by the calibre of 
consumers’ powers of perception.® 


2. With this pivotal finding of fact, the decision is complete. To 
gratuitously tackle the matter of laches would be sheer obiter and a truly 
quixotical venture. 

FINDINGS OF Fact 


1. Each of the parties hereto is a Delaware corporation engaged in the 
business of manufacturing soft drinks and concentrates for making the 
same, plaintiff’s main office and plant being located at Columbus, Georgia, 
and defendant’s at Los Angeles, California.® 


2. Plaintiff and its predecessors have used the trade mark ROYAL 
CROWN on soft drinks and concentrates continuously since 1906’ and regis- 
tered the mark November 2, 1937, in the U. S. Patent Office, No. 351,710.° 


3. Defendant has used the trade mark ROYAL PUNCH on a grape fla- 
vored soft drink and concentrates for same continuously since December 
1937° and registered the mark in the U. 8S. Patent Office on October 15, 
1940, No. 381,897, disclaiming apart from the mark the word PUNCH as 
descriptive.*® 

4. The soft drinks of each of the parties are bottled and widely sold 
to the public by franchised bottlers located in various parts of the United 


States, plaintiff’s being much the larger business.”' 


5. The trade mark ROYAL CROWN was originally used on a general line 
of soft drink flavors, but is now being used by plaintiff on a cola drink 
exclusively.’” 


6. The trade mark ROYAL PUNCH is and always has been used on a 
grape flavored drink exclusively.** 


7. Plaintiff’s mark ROYAL CROWN is applied to both bottles and bottle 


caps.** 
8. Defendant’s mark ROYAL PUNCH is applied only to bottle caps.’® 


9. The trade marks ROYAL CROWN and ROYAL PUNCH are not confus- 
ingly similar. 


5. The factors suggested by § 729, Restatement of Torts, in determining questions 
of confusing similarity have been considered. See Q-Tips, Inc. v. Johnson & Johnson, 
supra, Note 3. 

6. Complaint, par. 1; Answer, pars. 1, 2. 

7. Petitioner’s Record in Patent Office (hereinafter P.R.), pp. 5, 14, 15. 

8. Petitioner’s Exhibit No. 9. 

9. Respondent’s Record in Patent Office (hereinafter R.R.), p. 2. 

10. Petition for Cancellation, Exhibits C, D. 

11. P.R., pp. 16-19; Ex. 13, R.R., pp. 4, 8-12 

12. P.R., p. 25. 

13. R.R., p. 2. 

14. Ex. A to complaint; Ex. No. PX 17 (added at trial by agreement to the Patent 
Office record). 

15. Respondent’s Ex. 1. 
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CONCLUSIONS OF LAW 


1. The court has jurisdiction of this action. 
2. ROYAL CROWN is a valid trade mark for soft drinks and concentrates 
for making the same, and plaintiff is the owner thereof. 


3. ROYAL PUNCH is a valid trade mark for soft drinks and concentrates 
for making the same, and defendant is the owner thereof. 


4. Confusing similarity of trade marks is such simulation as to be 
likely to deceive or cause confusion as to origin of products to the ordinary, 
reasonably careful prospective purchasers. 


5. The test of confusing similarity of trade marks is not the side by 
side comparison made in court but the conclusion as to the probable result 
of a memory comparison of the marks by reasonably careful prospective 
purchasers. 

6. Plaintiff is not entitled under the law to a decree directing cancel- 
lation of defendant’s trade mark registration No. 381,897. 


Complaint dismissed upon presentation of order on notice. 


AVON SHOE CO., INC. v. DAVID CRYSTAL, INC., et al 
No. 89-29—D.C., $.D. N.Y.—December 23, 1953 


CouRTS—PRELIMINARY INJUNCTION 

Where owner of registered mark HAYMAKER used on gloves and shoes seeks a 
preliminary injunction restraining the use of the same mark on noncompeting goods 
in the same field of feminine apparel consisting of blouses, shirts, shorts and suits, 
fact that HAYMAKER may have had descriptive use on other goods does not effect 
arbitrary use in apparel field; but in view of conflicting affidavits which create 
issue of fact, and failure of plaintiff to show need of urgency since it permitted a 
long period to elapse between protest and commencement of action and its failure 
to show damage in view of noncompetitive aspect of goods, a preliminary injunc- 
tion is denied. 


Avon Shoe Co., Inc., and Haymaker Shoe Corp. v. David Crystal, Inc., 
Haymaker Sports Inc., B. Altman & Co., Best & Co., Inc. and John Wana- 
maker. Action for trade-mark infringement and unfair competition. On 
plaintiff’s motion for preliminary injunction. Motion denied. 

Coudert Brothers and Seligman & Seligman, of New York, N. Y. (Alexis 
Coudert and Edward F. Seligman, of New York, N. Y., and A. Michael 
Frothingham of counsel) for plaintiffs. 

Arnold M. Grant, of New York, N. Y. (Bernard A. Saslow of counsel; 
Harold A. Azel on the brief) for defendants. 


Murpary, District Judge. 


This is an application for temporary injunction by plaintiffs alleging 
trade mark infringement and unfair competition arising out of defendants’ 
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use of the registered mark HAYMAKER on non-competing goods. Plaintiffs, 
New Jersey and Massachusetts corporations, respectively, and related com- 
panies under the Lanham Act,’ are exclusive owners of four trade marks: 
THE HAYMAKER, registered for gloves and first used in 1940; HAYMAKER 
registered for gloves in 1942 and first used in 1936; HAYMAKERS, regis- 
tered for shoes in 1952 and first used in 1941; and HAYMAKERS BY AVON, 
registered for shoes in 1953 and first used in 1951. Defendants, David 
Crystal, Inc. and Haymaker Sports, Inc., New York corporations, appear 
to be closely related manufacturers who advertise, distribute and sell 
various items of feminine apparel such as blouses, shirts, skirts, shorts 
and suits under the name HAYMAKER. These defendants are owners of the 
registered trade marks, HIT MAKER (1945) and CYNTHIA OF HAYMAKER 
(1952). The remaining defendants are retailers selling the defendant 
manufacturers’ goods who have offered no independent defense to this 
motion. 

Plaintiffs insist that they have used the HAYMAKER mark since 1940, that 
their wholesale annual business in shoes thus denominated exceeds one mil- 
lion dollars, that the mark has been nationally advertised at a cost of ‘‘hun- 
dreds of thousands of dollars,’’ and that they were completely ignorant of 
defendants’ use of HAYMAKER until February, 1952. They have, plaintiffs 
assert, licensed use of the mark on handbags and presently contemplate its 
extension to women’s gloves. Defendants’ bad faith, according to plain- 
tiffs, is manifest by appropriation not only of the trade mark but also the 
major features of plaintiffs’ distinctive advertisements. In addition defend- 
ants are alleged to use plaintiffs’ mark without other identification of the 
source, thus enhancing the probability of palming off, and also to make use 
of the mark with the legend subscribed ‘‘Trade Mark Reg.’’, although 
defendants are aware that they have not registered such mark. Confusion 
arises, it is claimed, from sale of merchandise of both parties in the same 
shops. 

For their part, defendants claim use of the HAYMAKER mark on their 
merchandise since 1943, and its use as a corporate name since 1945. They 
deny copying the mark or its distinctive advertisement from plaintiffs 
and insist that HAYMAKER was independently conceived for them in 1943 
by one of their advertising agents. Defendants allege their use was inno- 
cent of prior or concurrent use by plaintiffs until receipt of such informa- 
tion by letter on March 7, 1952. By affidavits of some of their retail out- 
lets, defendants deny confusion and point out that in volume their sales of 
HAYMAKER merchandise exceeds that of plaintiffs. 

It may indeed be difficult ‘‘for the seller of a steam shovel to find 
ground for complaint in the use of his trade mark on a lipstick,’’? but the 
situation presented by use of infringing marks on non-competing goods in 


1. 15 U.S.C.A. § 1055. 
2. L. E. Waterman & Co. v. Gordon, 2 Cir., 72 F.2d 272, 273 [24 TMR 347]. 
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the same field of feminine apparel must be appraised in more sympathetic 
light. The Continental theory of protection of a trade mark against the 
draining of its glamour by use on non-competing goods* has been recognized 
in Anglo-American courts when the likelihood of confusion is such that 
possible practices of the second user ‘‘may stain the owner’s reputation in 
the minds of his customers’’* and there is the present possibility of future 
expansion by such owner into the market exploited by the second user. 
Such protection in our courts has long antedated the Lanham Act.®° Under 
that statute which has made the test for protection one of ‘‘likely to cause 
confusion or mistake or to deceive purchasers as to the source of origin of 
such goods or services,’’® non-competing goods using an infringing mark 
have been enjoined.” Indeed should the substantive law of New York be 
invoked on the basis of diversity of citizenship to govern the disposition of 
this cause,* such protection could be similarly assurred against the non-com- 
peting goods.® 


Certainly one factor involved in estimating the likelihood of confusion 
in the instant case is the distinctiveness of the trade mark HAYMAKER. De- 
fendants allege that this mark has been registered for farm seeds as early 
as 1929 and for hay storage bins in 1937, and that as a ‘‘dictionary word’’ 
it is descriptive. The distinction between strong, relatively attractive 
marks on one hand and diluted ones on the other hand, such as BLUE RIBBON, 


3. See Schechter, ‘‘ Rational Basis of Trade Mark Protection,’’ 40 Harv.L.Rev. 
813, 825, 831 (1927). 

4. See S. C. Johnson § Son, Inc. v. Johnson, 2 Cir., 175 F.2d 176, 179 [39 TMR 
557], certiorari denied, 338 U.S. 860. 

5. Aunt Jemima Mills Co. v. Rigney §& Co., 2 Cir., 247 F. 407 (pancake flour v. 
syrup); Vogue Co. v. Thompson-Hudson Co., 6 Cir., 300 F. 509 (magazine v. hats) ; 
Rosenberg Bros. & Co. v. Elliott, 3 Cir., 7 F.2d 962 (men’s clothing v. hats and caps) ; 
Wall v. Rolls-Royce, 3 Cir., 4 F.2d 333 (automobiles v. radio tubes) ; Yale Electric Corp. 
v. Robertson, 2 Cir., 26 F.2d 972 (locks v. flashlights); Cluett Peabody §& Co., Inc. Vv. 
Denver M. Wright, C.C.P.A., 36 F.2d 711 [21 TMR 130] (belts v. collars, shirts) ; 
Kotabs, Inc. v. Kotex Co., 3 Cir., 50 F.2d 810 [21 TMR 592] (drug tablets v. sanitary 
pads); L. E. Waterman & Co. v. Gordon, 2 Cir., 72 F.2d 272 [24 TMR 347] (fountain 
pens v. razor blades); In re Keller, Heumann §& Thompson Co., Inc., C.C.P.A., 81 F.2d 
399 [26 TMR 83] (men’s shoes v. men’s suits and coats); California Fruit Growers 
Exchange v. Windsor Beverages, 7 Cir., 118 F.2d 149 [36 TMR 121] (fruits v. car- 
bonated beverages) ; Standard Brands, Inc. v. Smidler, 2 Cir., 151 F.2d 34 [35 TMR 
277] (vegetable juice v. vitamin tablets); Rice-Stix Dry Goods Co. v. Industrial Under- 
garment Corp., C.C.P.A., 152 F.2d 1011(piece goods v. ready-made rayon slips). 

6. 15 U.S.C.A. § 1114(1). 

7. Hanson v. Triangle Publications, 8 Cir., 163 F.2d 74 [37 TMR 645] (magazines 
v. dresses); Triangle Publications v. Rohrlich, 2 Cir., 167 F.2d 969 [38 TMR 516] 
(magazine v. ladies’ garments) ; Cook Chemical Co. v. Cook Paint & Varnish Co., 8 Cir., 
185 F.2d 365 [41 TMR 143] (paint v. insect spray and weed killer) ; Sunbeam Furniture 
Corp. v. Sunbeam Corp., 9 Cir., 191 F.2d 141 [41 TMR 818] (furniture v. electrical 
appliances) ; Admiral Corp. v. Penco., Inc., 2 Cir., 203 F.2d 517 [43 TMR 616] (ranges 
and refrigerators v. sewing machines and vacuum cleaners); Pan American World 
Airways v. Clipper Van Lines, Inc., E.D.N.Y., 98 F.Supp. 524 [41 TMR 832] (air carrier 
v. truck earrier). 

8. Cf. Franke and Franke v. Wiltschek et al., 2 Cir., — F.2d — (decided December 
9, 1953). 

9. Tiffany § Co. v. Tiffany Productions, Inc., 147 Mise. 679, aff’d 262 N.Y. 482 
(jewelry v. motion pictures); Long’s Hat Stores Corp. v. Long’s Clothes, Inec., 224 
App.Div. 497 (haberdashery v. men’s clothing); Forsythe Co. v. Forsythe Shoe Corp., 
234 App.Div. 355, mod. 259 N.Y. 248 (haberdashery v. ladies’ shoes). 
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GOLD MEDAL and FEDERAL, however non-descriptive their use may be, is a 
significant one in delimiting the scope of protection in non-competitive lines 
of goods.’® Applied to HAYMAKER this distinction would hardly leave it in 
the category of a weak mark by dint of its prior and somewhat descriptive 
use for seeds and bins. And while the mark is capable of generic use, its 
affixation to feminine apparel in the instant case is arbitrary and fanciful. 


Again the circumstance of identical marketing channels and common 
purchasers for women’s shoes on one hand, and their blouses and skirts, 
on the other, is a factor conducive to likelihood of confusion in this case, 
and significantly favorable to judicial protection.” 


These are factors which should weigh heavily in an ordinary proceed- 
ing for injunctive relief. But in an extraordinary one, such as the instant 
application for a preliminary injunction before trial of issues of fact, such 
factors may often be insufficient. A number of conflicting inferences remain 
unresolved after perusal of the ‘‘evidence’’—limited as it is to affidavits 
in this case. Some of these might well be put aside as remotely material, 
such as the flat opposition of the affidavits on the matter of actual confu- 
sion. But there remains the allegations vis a vis on respective commence- 
ment of use and volume of use, as well as defendants’ overwhelming good 
faith or the total lack of it, depending on the affidavit in hand. These 
matters would have significant bearing on the preferred defense of laches.’” 
Significant, too, in view of plaintiffs’ claim of utmost urgency, is the appar- 
ently conceded fact that although notice was first sent to defendants on 
March 7, 1952, concerning use of the contested mark, this action was not 
commenced until October 28, 1953. 

These questions may be resolved favorably for judicial protection after 
trial; they are by no means sufficiently free from doubt to justify disposi- 
tion upon comparison of affidavits. 

There is finally no showing by plaintiffs that any damages which may 
be suffered before the case can be tried on its merits will be irreparable. 
No diversion of custom, no loss of trade and no surrender of a current 
specific opportunity for expansion of use by plaintiffs into the market 
exploited by defendants is alleged and supported on this application. This, 
in addition, is reasonable ground for denial of the relief sought." 


Motion for preliminary injunction is denied. 


Settle order on notice. 

10. See Sunbeam Furniture Corp. v. Sunbeam Corp., 9 Cir., 191 F.2d 141, 144 [41 

TMR 818]. And ef. Federal Telephone and Radio Corp. v. Federal Television Corp., 2 
Cir., 180 F.2d 250 [40 TMR 219]. 

11. Aunt Jemima Mills Co. v. Rigney & Co., 2 Cir., 247 F. 407. And see In re 
Keller, Heumann & Thompson Co., Inc., C.C.P.A., 81 F.2d 399, 401 [26 TMR 83]; 
Admiral Corp. v. Penco., Inc., 2 Cir., 203 F.2d 517, 521 [43 TMR 616]. 

12. Cf. Emerson Electric Manufacturing Co. v. Emerson Radio & Phonograph Corp., 
2 Cir., 105 F.2d 908, 911 [29 TMR 514] certiorari denied 308 U.S. 616. 

13. See Huber Baking Co. v. Stroehmann Bros. Co. et al., 2 Cir., — F.2d —, [44 
TMR 429], (Decided December 7, 1953). 
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METRO ASSOCIATED SERVICES, INC. 
v. THE WEBSTER CITY GRAPHIC, INC. 


No. 565—D.C., N.D. lowa, Central Div.—December 31, 1953 


COPYRIGHTS 

Where owner of advertising service furnishes monthly advertising booklet with 
illustrations and printed matter to be used by exclusive publisher in each area as an 
aid and source of material and ideas by its advertisers, and incorporates in its 
material copyright notice consisting of ‘‘c’’ in a circle surmounted by ‘‘M’’ but 
without name as copyright proprietors and owner of service had knowledge that 
subscribers did not print owner’s name in connection with their publication of 
illustrations, fact that material was validly copyrighted by notice and subsequent 
registration of each monthly issue of service does not prevent subsequent dedication 
to the public by publishing without proper copyright notice and innocent and 
irregular use of material by another publisher subsequent to said dedication does 
not constitute copyright infringement nor constitute unfair competition. 

Newspaper advertisements and illustrations used therein are proper subjects of 
copyright and monthly advertising service is copyrightable under 17 U.S.C. 5 (b) 
and its components are individually copyrightable under 5 (k). 

Intent is immaterial if infringement appears. Every reproduction of a copy- 
righted item must under Section 10 bear copyright notice. ; 

Copyright notice consisting of ‘‘c’’ within circle surmounted by ‘‘M’’ without 
name of plaintiff as copyright proprietor is insufficient and dedicates material to 
public. 

A defective copyright notice is not rendered legally effective as to particular 
alleged infringer by circumstances affording alleged infringer knowledge of copy- 
right or source from which such information might be obtained. 


UNFAIR COMPETITION—BASIS OF RELIEF 


The systematic appropriation of another’s uncopyrighted work product con- 
stitutes unfair competition but intent is material as is regularity of use and 
knowledge. 


Action for copyright infringement and unfair competition by Metro 
Associated Services, Inc. v. The Webster City Graphic, Inc. Judgment 
for defendant. 


Maxwell E. Sparrow, of New York, N. Y. and Stewart Lund and Lund & 
Lund, of Webster City, Iowa for plaintiff. 

Max M. Hemingway, Whitley M. Hemingway and Burnstedt, Hemingway 
& Hemingway, of Webster City, Iowa for defendant. 


GrRAVEN, District Judge. 

The plaintiff, Metro Associated Services, Inc., in this action charges 
the defendant, The Webster City Graphic, Inc., with violation of copy- 
rights and unfair competition. The complaint is in nine counts. The first 
eight counts relate to violation of copyrights and the ninth count relates to 
unfair competition. Jurisdiction as to the first eight counts is based upon 
Section 1338(a), Title 28, U.S.C.A., and as to the ninth count upon Section 
1338(b), Title 28, U.S.C.A. The plaintiff is a New York Corporation 
which provides newspapers and other periodicals with illustrations and 
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other materials for use in connection with advertising. Its service is nation- 
wide. It will be hereafter referred to as Metro. During the times here 
material William Schak, frequently referred to in the record as Schak, was 
the General Manager of Metro. Metro publishes the ‘‘Metro Newspaper 
Service’’ hereafter referred to as the Metro Service. The Metro Service, 
which is published monthly, is a large, bound, slick-paper booklet, the pages 
of which are approximately 17 inches by 22 inches. Each issue consists 
of approximately 50 pages. Each page contains from 10 to 30 or more 
illustrations, advertising headings, or combinations of those with a mat 
number for each illustration. During the period of time here involved 
approximately 50,000 illustrations appeared in the Metro Service. The 
Metro Service is subscribed to by approximately 3500 newspapers. A news- 
paper which subscribes to the Metro Service makes use of the illustrations 
and other advertising materials in preparing advertisements for its adver- 
tisers. It appears that it is common practice for such subscribers to allow 
its advertisers to examine the Metro Service for suitable illustrations. 
When an illustration has been selected for use in an advertisement, the 
subscribing newspaper selects the mat for that illustration from the set of 
mates accompanying the printed volume and reproduce the illustration 
from the mat by ordinary printing processes. Metro sells its service to 
only one newspaper in a locality. This is done to avoid duplicate publica- 
tion of the same illustration in the same locality and to induce newspapers 
to subscribe because of the resulting exclusive use of the Metro Service. 
The subscriptions are on a yearly basis. The standard Metro subscription 
contract, which is used by Metro generally and which was used by it in 
its contracts with the particular subscribers here involved, contains the 
following clause: ‘‘ We are to have exclusive use of said service in the city 
of and shall not use, loan or sell service, or any part thereof, outside 
of the territory.’’ The Metro copyright symbol, generally printed along 
with a mat number beneath each illustration in the Metro Service, consists 
of a small ‘‘c’’ in a circle surmounted with a capital ‘‘M’’. 


The defendant, Webster City Graphic, Inc., is an Iowa corporation 
engaged in the publishing business at Webster City, lowa. Since March, 
1951, it has published a newspaper known as the Webster City Graphic. 
The defendant and its publication are hereafter referred to as the Graphic. 
William L. Matthew has been the President and General Manager of the 
Graphic since its inception. All of the stock in the defendant is owned 
by him and the members of his family. He is hereafter referred to as 
Matthew. For many years prior to March, 1951, and since that time there 
has been a daily paper published at Webster City, Iowa, known as the 
Webster City Freeman-Journal, hereafter referred to as the Freeman- 
Journal. For a period of time prior to March 1951, Matthew was in 
the employ of the Freeman-Journal as Advertising Manager. During 
all of the period of time here material the Freeman-Journal was the 
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exclusive subscriber to the Metro Service in Webster City. On January 
19th, 1950, and February 13th, 1951, Matthew, in his capacity as Adver- 
tising Manager of the Freeman-Journal, signed annual subscriptions 
with Metro. Matthew was familiar with the Metro Service and its 
exclusive use feature. Shortly prior to March Ist, 1951, Matthew left the 
employ of the Freeman-Journal and started the Graphic. The Graphic is 
printed by ‘‘photo-offset’’ process rather than by conventional printing 
methods made use of by most newspapers, including the Freeman-Journal. 
Conventional printing methods require the use of mats for illustrations. 
The ‘‘photo-offset’’ method does not necessitate the use of mats for the 
printing of illustrations. The Graphic began as a weekly, delivered or 
mailed free of charge to residents of Webster City and surrounding area. 
It has developed into a semi-weekly paper carrying some local news and 
some features. Its circulation exceeds that of the Freeman-Journal. The 
Graphic is in competition with the Freeman-Journal for advertising, and 
its advertising rates are lower than those of the Freeman-Journal. The 
Graphic has not at any time been a subscriber to Metro Service. 


During the period of time here material, the Graphic was a sub- 
seriber to a specialized service known as the Multi-Use Ad Builder, pub- 
lished by Multi-Ad Services, Inec., of Peoria, Illinois. The published and 
the publication will be hereafter referred to as Multi-Ad and the Multi-Ad 
Service. The Multi-Ad Service is similar to the Metro Service except that 


it provides its subscribers with borders, headings, and ‘‘attention com- 


?? 


pellors’’ rather than with actual advertising illustrations. The Multi-Ad 
Service furnishes mats to its subscribers. The Graphic, not needing mats 
because it printed by ‘‘photo-offset,’’ merely cut out the desired material 
from the Multi-Ad Service. Commencing in 1945 Metro had given Multi- 
Ad permission to demonstrate the use of Multi-Ad’s borders and headings 
with illustrations from Metro Service. This permission was given upon 
the condition that each page on which the Metro illustrations were used 
should carry a warning that only those Multi-Ad subscribers who were also 
subscribers to Metro Service could avail themselves of the Metro illustra- 
tions. As a practical matter this warning was needed only as to those 
Multi-Ad subscribers who printed by ‘‘photo-offset’’ since Multi-Ad did 
not furnish mats for the Metro illustrations and the cost to those news- 
papers which were printed by conventional means of reproducing Metro’s 
illustrations without mats would not be economically feasible. Multi-Ad 
agreed to the condition specified by Metro in connection with the use of 
Metro material. When any Metro material appeared in Multi-Ad the 
Metro symbol appeared below the item used and on the same page in the 
lower right corner there appeared the following: ‘‘ Material from the Metro 
Service which appears on this page is available to Metro Subscribers only.’’ 
Matthew did not know that Metro material was appearing in Multi-Ad 
until his attention was specifically called to it by Schak of Metro following 
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a claimed copyright infringement by the Graphic. The Metro material 
was the proper subject of copyright and all of the material here involved 
was copyrighted. From the numerous pages of newspapers introduced 
into evidence in this case it appears the material was of the type and kind 
used generally in advertisements. Metro does not copyright each illustra- 
tion separately but by notice and subsequent registration secures a copy- 
right for each monthly issue of Metro Service. 


In Count One of its complaint the plaintiff charges the defendant with 
copyright infringement in connection with the use of the illustration which 
was accompanied by the words ‘‘Come To The Fair.’’ That illustration 
with the accompanying words appeared in the Metro Service of July, 1951. 
That issue was copyrighted by the plaintiff. Webster City is located in 
Hamilton County, Iowa. In July, 1951, the Freeman-Journal published a 
booklet for the Hamilton County Fair Association known as the Hamilton 
County Fair Book. The Freeman-Journal made use of the illustration and 
accompanying words. It was published by that newspaper without the 
Metro symbol and without any notice of copyright. The Fair Association 
had not placed any advertisements for the fair in the Graphic. Matthew 
of the Graphic spoke to the Secretary of the Fair Association about it. 
The Secretary of the Fair Assocation authorized Matthew to run an 
advertisement of the fair and gave Matthews the Fair Book which had 
been published by the Freeman-Journal and told him to select whatever 
material he wished for the advertisement. Matthew selected the illus- 
tration with the accompanying words ‘‘Come To The Fair’’ and used it 
in connection with an ‘‘unpaid filler’’ advertisement for the fair pub- 
lished in the issue of the Graphic of August 29th, 1951. That publication 
by the Graphic is the basis for Count One. At the time the illustration 
was published Matthew did not know the illustration had come from 
the Metro Service. On September 7th, 1951, and on November 14th, 1951, 
Schak of Metro wrote Matthew claiming infringements of Metro’s copy- 
rights by the Graphic. By letter dated November 23rd, 1951, Matthew 
answered Schak and admitted two infringements of the Metro Service. 
Matthew then had the erroneous impression that the illustration in ques- 
tion was part of the Metro material which had appeared in Multi-Ad and 
that the Graphic had taken the illustration from Multi-Ad without noticing 
it was Metro material. It does not appear that the illustration in question 
ever appeared in Multi-Ad, and it finally was ascertained that the illustra- 
tion had come from the Fair Book. 


In Count Two of its complaint the plaintiff charges the defendant with 
copyright infringement in connection with an illustration ‘‘Let’s Talk 
Turkey.’’ The illustration consisted of those words printed in a distine- 
tive manner. It was published in the Metro Service of November, 1950. 
That issue was copyrighted by the plaintiff. The Ames Daily Tribune 
published at Ames, Iowa, published the illustration in its issue of Decem- 
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ber 19th, 1950, without the Metro symbol and without any notice of copy- 
right. That newspaper was a subscriber to the Metro Service. The illus- 
tration was published in the September, 1951, issue of Multi-Ad Service 
with the Metro symbol printed beneath it and with a legend in small type 
in the lower right hand corner of the page containing it, stating ‘‘ Material 
from the Metro Service which appears on this page is available to Metro 
Subscribers only.’’ Shortly prior to November 7th, 1951, a Mr. Fischer, 
the proprietor of a meat market in Webster City and a regular advertiser 
in the Graphic, desired to place an advertisement in the Graphic. He will 
hereafter be referred to as Fischer. Fischer consulted with James Michel- 
son, a ‘‘layout artist’’ for the Graphic, as to the proposed advertisement. 
Michelson did not ordinarily take advertising for the Graphic, but he did 
from time to time assist Fischer with his advertisements. The Graphic had 
issues of Multi-Ad Service available, including the issue of September, 
1951, containing the illustration ‘‘Let’s Talk Turkey’’ from the Metro 
Service. Michelson and Fischer went over Multi-Ad issues and selected 
that illustration for use in connection with Fischer’s advertisement. 
Fischer’s advertisement containing the illustration was published in the 
Graphic on November 7th, 1951. That publication by the Graphic is the 
basis of Count Two. Matthew had previously warned Michelson that he 
could not use Metro material. Matthew did not know that the illustration 
taken from Multi-Ad came from the Metro Service. On November 14th, 
1951, and on November 20th, 1951, Schak of Metro wrote Matthew claiming 
infringements of Metro’s copyrights by the Graphic. 


In Counts Three and Four of its complaint the plaintiff charges the 
defendant with copyright infringement in connection with an illustration, 
‘‘Turkeys, Ducks and Chickens.’’ The illustration consisted of those and 
related words printed in a distinctive manner. The illustration was pub- 
lished in the Metro Service of November, 1950. In that issue each of the 
words carried the Metro symbol and there was a mat for each word. That 
issue was copyrighted by the plaintiff. On November 16th, 1950, the illus- 
tration was published in the Freeman-Journal without the Metro symbol 
and without any notice of copyright. It was published in connection with 
an advertisement of Mr. Fischer, the proprietor of a meat market in Web- 
ster City. He is the same Mr. Fischer who was referred to in connection 
with the claimed copyright infringement charged in Count Two. On 
November 20th, 1950, that portion of the illustration consisting of the 
words ‘‘Turkeys’’ and ‘‘Chickens’’ was published in the Ames Daily 
Tribune at Ames, Iowa, without the Metro symbol and without any notice 
of copyright. The Ames Daily Tribune was at the time a subscriber to 
the Metro Service. The illustration was published in the September, 1951, 
issue of Multi-Ad Service with the Metro symbols beneath the words and 
with a legend in small type at the lower right hand corner of the page 
stating, ‘‘ Material from Metro Service which appears on this page is avail- 
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able to Metro Subscribers only.’’ Shortly prior to November 14th, 1951, 
Fischer came to James Michelson, the ‘‘layout artist’’ of the Graphic. 
Fischer brought with him the advertisement he had run in the Freeman- 
Journal the year before. That advertisement contained the illustration 
‘‘Turkeys, Dueks and Chickens.’’ He asked Michelson to reproduce the 
advertisement for publication in the Graphic. Michelson reproduced the 
advertisement and it was published in the Graphic on November 14th, 1951. 
That publication is the basis of Count Three. The same advertisement was 
published in the Graphic on December 19th, 1951. That publication is the 
basis of Count Four of the plaintiff’s complaint. On November 20th, 1951, 
Schak of Metro wrote Matthew warning generally as to infringements and 
charging that on November 14th, 1951, the Graphic published ‘‘some cap- 
tions’’ in an advertisement for ‘‘Swartz.’’ The ‘‘Swartz’’ advertisement 
contained no Metro material and Matthew was not then aware of any con- 
troversy as to the Fischer advertisement. 


In Count Five of the plaintiff’s complaint the plaintiff charges the 
defendant with copyright infringement in connection with an illustration 
referred to as ‘‘Linoleum.’’ The illustration portrayed rolls of linoleum. 
It also contained some text. The illustration appeared in Metro Service 
of January, 1952. That issue was copyrighted by the plaintiff. The Boone- 
News-Republican published at Boone, Iowa, published the illustration on 
February 14th, 1952, without the Metro symbol and without any notice of 
copyright. That newspaper was a subscriber to Metro Service. One Mr. 
Chapman was the proprietor of the Chapman Furniture Company of Web- 
ster City. On February 25th, 1952, the illustration was published by the 
Freeman-Journal without the Metro symbol and without any notice of 
copyright in an advertisement for the Chapman Furniture Company. 
Shortly prior to March 26th, 1952, a Mr. Frederickson, an advertising 
salesman, consulted Mr. Chapman for an advertisement in the Graphic. 
Mr. Chapman agreed to purchase an advertisement in the Graphic and 
gave Mr. Frederickson a copy of the ‘‘Linoleum”’ illustration to be used 
in connection with the advertisement. The illustration did not have any 
copyright symbol or copyright notice on it. Mr. Chapman was under the 
impression that the illustration was one which had been sent him by a 
linoleum supplier. However, it came from a copy of the advertisement in 
the Freeman-Journal furnished to Mr. Chapman by it. On March 26th, 
1952, the ‘‘Linoleum’’ illustration was published in the Graphic as a part 
of the Chapman Furniture Store advertisement. This publication is the 
basis of Count Five of the plaintiff’s complaint. At the time of its publi- 
cation neither Mr. Chapman nor Mr. Frederickson nor anyone connected 
with the Graphic knew that the illustration had appeared in the Metro 
Service. 


In Count Six of the plaintiff’s complaint the plaintiff charges the 
defendant with copyright infringement in connection with illustrations 
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known as the ‘‘ Dollar Days’’ illustrations. Two illustrations with a frame 
suggestive of the outer border of a dollar bill, identified except for size, 
were published in the Metro Service of July, 1952. The same issue con- 
tained an illustration portraying a young woman in a summer dress. These 
three illustrations are known as the ‘‘Dollar Days’’ illustrations. The 
Perry Daily Chief of Perry, Iowa, published the ‘‘Dollar Days’’ illustra- 
tions on July 30th, 1952, in an advertisement for ‘‘ Woodward’s’’ store in 
Perry, Iowa. The Perry Daily Chief was a subscriber to the Metro Service. 
In this advertisement the Metro symbol was not printed beneath the 
smaller ‘‘dollar’’ frame. The symbol appeared within the border of the 
larger ‘‘dollar’’ frame. The symbol was obscure. The Metro symbol had 
been removed from the illustration of the young woman. A tear sheet con- 
taining this advertisement was sent by ‘‘Woodward’s’’ store in Perry to 
Mr. Mason, the manager of ‘‘ Woodward’s’’ store in Webster City. Mr. 
Mason clipped the ‘‘ Woodward’s’’ advertisement from the tear sheet from 
the Perry Daily Chief and gave it to Matthew to be run as an advertise- 
ment in the Graphic. The advertisement with the dollar frame and the 
young woman illustrations was published by the Graphic on August 14th, 
1952. That publication is the basis of Count Six of the plaintiff’s com- 
plaint. At the time of the publication neither Mr. Mason nor Matthew 
nor anyone connected with the Graphic knew that the illustration had come 
from the Metro Service. 


In Count Seven of its complaint the plaintiff charges the defendant 
with copyright infringement in connection with an illustration known as 
the ‘‘Community Chest,’’ illustration. That illustration portrayed a man 
reading a newspaper accompanied by the words ‘‘Community Chest’’ and 


9? 


‘*Give.’’ That illustration was published in the Metro Service of October, 
1951. That issue was copyrighted by the plaintiff. The Fremont Guide 
and Tribune published in Fremont, Nebraska, published the illustration 
on October 20th, 1951, without the Metro symbol and without any notice 
of copyright. The Fremont Guide and Tribune was a subscriber to the 
Metro Service. A Mr. Hill of Webster City had formerly lived at Fremont, 
Nebraska, and was a subscriber to the Fremont Guide and Tribune. Mr. 
Hill was a director of the Webster City Chamber of Commerce in the fall 
of 1952 and was assisting in the Webster City Community Chest Drive. 
Mr. Hill clipped the ‘‘Community Chest’’ illustration from the Fremont 
Guide and Tribune and gave it to Matthew and requested that it be printed 
in the Graphic. The illustration was published in the Graphic on Novem- 
ber 10th, 1952. This publication is the basis of Count Seven of plaintiff’s 
complaint. At the time of the publication neither Mr. Hill nor Matthew 
nor anyone connected with the Graphic knew that the illustration had 
come from the Metro Service. 


In Count Eight of its complaint the plaintiff charges the defendant 
with copyright infringement in connection with illustrations known as the 
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‘*Wrestling’’ illustrations. The illustrations portrayed two wrestlers in a 
wrestling grapple. The only difference in the illustrations was as to size. 
The illustrations appeared in Metro Service of February, 1944. That issue 
was copyrighted by the plaintiff. Sometime prior to November 21st, 1951, 
the Freeman-Journal printed a quantity of handbills advertising a wrest- 
ling show being held under the auspices of the Webster City Chamber of 
Commerce. The handbills contained one of the ‘‘ Wrestling’’ illustrations. 
The illustration was printed by the Freeman-Journal without the Metro 
symbol and without any-notice of copyright. The Secretary of the Web- 
ster City Chamber of Commerce took one of the handbills to Matthew and 
asked that it be run as an advertisement in the Graphic. It was published 
in the Graphic on November 21st, 1951. At the time of the publication 
neither the Secretary of the Webster City Chamber of Commerce nor Mat- 
thew nor anyone connected with the Graphic knew that the illustration 
had come from the Metro Service. 


During the period of time here material neither Matthew nor anyone 
connected with the Graphic had any access to the Metro publications here 
involved and none of the illustrations here involved were copied directly 
from the Metro Service. Neither Matthew nor anyone connected with the 
Graphic had actual knowledge that any of the illustrations came from 
Metro Service until after publication. Neither Matthew nor anyone else 
connected with the Graphic at any time represented to anyone that the 
Graphic was authorized to use material from the Metro Service. Metro 
requested that the newspapers subscribing to its service send it the pages 
from their newspapers in which Metro material appeared. Those pages 
are known and referred to as tear.sheets. A considerable number of such 
tear sheets containing advertisements in which Metro illustrations were 
used were put in evidence by the parties. The tear sheets introduced by 
the plaintiff showed that the Metro symbol was printed in connection with 
the illustrations. The tear sheets introduced by the defendant showed that 
the Metro symbol had been omitted from the illustrations. Newspaper 
publishers who were subscribers to the Metro Service testified as to their 
practice in the matter of publishing the Metro symbol in connection with 
the publication of Metro illustrations. They testified that it was their 
practice to remove the Metro symbol from the mat except in cases where 
the symbol appeared in the border of an illustration and could not be 
removed without marring the illustration. 


Each of the issues of Metro Service here involved was properly copy- 
righted under 17 U.S.C.A., See. 5(b), and the component parts of the 
service and the illustrations were properly separately copyrighted under 
17 U.S.C.A., See. 5(k), and as such are within the terms of 17 U.S.C.A., 
See. 3. Each illustration here involved was protected by the copyright of 
the whole service. Therefore, the unauthorized publication of any one of 
the illustrations while the copyright was still subsisting would constitute 
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an infringement even though the illustration involved might bear a minute 
proportion to the whole of the Metro Service. The ‘‘material and substan- 
tial’’ test of copyright infringement is not applicable to individual items 
coming under 17 U.S.C.A., See. 3. Markham vy. A. E. Borden Co. (1st Cir. 
1953), 206 F.2d 199. As to the ‘‘material and substantial’’ test see Toks- 
vig v. Bruce Pub. Co. (7th Cir. 1950), 181 F.2d 664, 667. The situation 
is that each of the illustrations here involved was properly copyrighted by 
the plaintiff and each was subsequently published by the defendant without 
authorization. The question presented is whether any intervening event or 
events operated to effect a dedication to the public by the plaintiff of those 
illustrations. It is the defense of the defendant that such dedication was 
effected. If there was no intervening dedication and the Metro copyright 
was still subsisting as to a particular illustration at the time it was pub- 
lished by the Graphic, such publication would constitute an infringement 
of the plaintiff’s copyright by the defendant. This would be true despite 
the fact that the defendant was without knowledge of plaintiff’s copyright 
at the time it published the illustrations in question. ‘‘Intention is imma- 
terial if infringement appears.’’ Toksvig v. Bruce Pub. Co. (7th Cir. 
1950), 181 F.2d 664, 666; De Acosta v. Brown (2d Cir. 1944), 146 F.2d 
408, 411, certiorari denied (1945) 325 U.S. 862, 65 S.Ct. 1197, 89 L.Ed. 
1983. Lack of intent to violate another’s copyright does not excuse one 
from liability for so doing. Advertisers Exchange Inc. v. Hinkley (D.C. 
Mo. 1951), 101 F.Supp. 801, affirmed (8th Cir. 1952), 199 F.2d 313, cer- 
tiorari denied (1953), 344 U.S. 921, 73 S.Ct. 388, 97 L.Ed. 286. 


When published singly in an advertisement an illustration from the 
Metro Service is a copyrightable printed advertisement, 17 U.S.C.A., See. 
5(k). Every reproduction of a copyrighted item must under Section 10, 
17 U.S.C.A., bear the statutory notice. Deward & Rich, Inc. v. Bristol 
Savings & Loan Corporation (4th Cir. 1941), 120 F.2d 537. Section 19 
of 17 U.S.C.A. prescribes the form of notice of copyright. The pertinent 
portion of that Section provides as follows: 


‘The notice of copyright required by section 10 of this title shall 
consist either of the word ‘Copyright’ or the abbreviation ‘Copr.’, 
accompanied by the name of the copyright proprietor, * * *. In the 
case, however, of copies of works specified in subsections (f) to (k), 
inclusive, of section 5 of this title, the notice may consist of the letter C 
inclosed within a circle, thus ©, accompanied by the initials, mono- 
gram, mark, or symbol of the copyright proprietor: Provided, That 


on some accessible portion of such copies * * * his name shall appear. 
* *# @)?) 


In the case of Booth v. Haggard (8th Cir. 1950), 184 F.2d 470, 471, 
the United States Court of Appeals for this Circuit stated ‘‘To be legally 
effective the notice must satisfy the prescriptions of the statute.’’ 

At the trial the plaintiff introduced a considerable amount of evidence 
bearing upon the matter of the presence or absence of the Metro symbol 
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in connection with the publication of Metro illustrations by its subscribers 
and devoted a portion of its argument to that matter. It is apparently the 
contention of the plaintiff that the publication of the Metro symbol in con- 
nection with the publication of its illustrations by its subscribers consti- 
tuted proper and legal notice of copyright. In the case of Goes Litho- 
graphing Co. v. Apt Lithographing Co., Inc. (D.C. N.Y. 1936), 14 F.Supp. 
620, the situation was that the plaintiff who was the owner of a copy- 
righted picture entitled ‘‘Found’’ published the picture with a small ‘‘c’’ 
in a circle. The initials of the plaintiff appeared in the circle but the 
plaintiff’s name as copyright proprietor did not otherwise appear. The 
Court stated (p. 621): ‘‘By the statute the notice must disclose the iden- 
tity of the proprietor. * * * I agree that the statute should be applied 
without undue rigidity as to the proprietor’s name in the notice. But the 
proprietor’s name must be declared in some fashion, and here there is no 
name.’’ The Court dismissed the plaintiff’s action. In the case of Smith 
et al. v. Bartlett (D.C. Me. 1937), 18 F.Supp. 35, the plaintiffs were the 
copyright proprietors of a work containing cartoons intended for use in 
connection with advertisements by those subscribing to their service. Those 
subscribing to their service received cuts of the cartoons to be used by the 
subscribers for the publication of the cartoons. The cuts contained a small 
circle with the letter ‘‘c’’ inside. The plaintiffs’ initials appeared in the 
circle but the names of the plaintiffs as copyright proprietors did not other- 
wise appear. The cartoons were published by a subscriber of plaintiffs 
with only the circle and the encircled letters appearing thereon. The 
defendant innocently came into the possession of one of the cuts and pub- 
lished the cartoon which was portrayed by the cut without knowledge of the 
plaintiffs’ copyright. The Court stated (p. 37): 


‘‘* * * Copyright holders are given certain monopolistic rights 
by statute, but they can be maintained only by complying with the 
terms of the statute, which provides, as to notice, for the benefit and 
protection of third persons, that the notice of copyright shall be affixed 
to each copy published or offered for sale in the United States by 
authority of the copyright proprietor, the required notice to contain 
either the word ‘copyright’ or its abbreviation, accompanied by the 
name of the proprietor or, if the work comes within the category of 
drawings, photographs, prints, or pictorial illustrations, it may consist 
of the letter ‘‘c’’ inclosed within a circle accompanied by the initialed, 
monogram, mark, or symbol of the copyright proprietor; but, in that 
ease, the name of the proprietor must appear ‘on some accessible 
portion of such copies or of the margin, back, permanent base, or 
pedestal, or of the substance on which such copies shall be mounted.’ 
U\S.C.A., title 17, §§ 9 and 18. 

‘¢ <The provisions of the statute, as to notice, must be complied 
with in making and selling a copyrighted article, or otherwise there 
is a dedication to the public and the copyright protection is lost. 

‘¢ *Pyblieation with notice of copyright is the essence of compli- 
ance with the statute, and publication without such notice amounts to 










THE TRADE-MARK REPORTER Vol. 44 T. M. R. 





a dedication to the public sufficient to defeat all subsequent efforts 
at copyright protection.’ Universal Film Mfg. Co. v. Copperman 
(D.C.), 212 F. 301.’ Fleischer Studios v. Freundlich (C.C.A.), 73 
F.2d 276, 277.”’ 

The copyright symbol of the plaintiff in the present case, as heretofore 
noted, consisted of a small ‘‘c’’ in a circle surmounted by a capital ‘‘M’’. 
It is the holding of the Court that such symbol appearing without the name 
of the plaintiff as copyright proprietor does not meet and fulfill the statu- 
tory requirements as to notice of copyright. 

The plaintiff conceded that its name as the copyright proprietor was 
never printed by any of its subscribers in connection with their publication 
of Metro illustrations. That means that the plaintiff knew that none of its 
3500 subscribers were publishing its name as the copyright proprietor in 
connection with the publication of Metro illustrations. The standard 
form of subscription contract used by the plaintiff contained no provision 
relating to the publication of the Metro symbol or its name as copyright 
proprietor in connection with the publication of Metro illustrations. 
There is no evidence that the plaintiff ever requested or advised its 
subscribers to publish its name as the copyright proprietor of the Metro 
illustrations, and the plaintiff does not claim that it did. The plain- 
tiff’s subscribers were authorized to publish the Metro illustrations and 
there is no claim on the part of the plaintiff that the publication by 
its subscribers of Metro illustrations without the name of the plaintiff 
appearing in connection therewith as the copyright proprietor was an 
unauthorized form of publication. Further, the mats furnished by the 
plaintiff to its subscribers for publishing Metro illustrations did not contain 
the name of the plaintiff on the portions designed to be used for publica- 
tion. The obvious conclusion would seem to be that plaintiff’s subscribers 
were authorized to publish Metro illustrations in the form provided by the 
mats. It must be concluded and it is concluded and found that the pub- 
lication of the Metro illustrations here involved by plaintiff’s subscribers 
without the name of the plaintiff appearing ‘‘on some accessible’’ portion 
was ‘‘by authority’’ of the plaintiff. Each illustration here involved prior 
to its publication by the Graphic had been previously published by a news- 
paper which was a subscriber to the Metro Service without the name of the 
plaintiff appearing as the copyright proprietor. It is the holding of the 
Court that such publication effectuated a dedication to the public of those 
illustrations. It should be noted that all the illustrations here involved 
save one, prior to its publication in the Graphic, had previously been pub- 
lished without even the Metro symbol by a newspaper which was a sub- 
seriber to the Metro Service. The one exception was the so-called ‘‘ Dollar 
Days’’ illustrations referred to in Count Six. In the ‘‘dollar’’ frame 
illustration used in the ‘‘Woodward’s’’ store advertisement published by 
the Perry Daily Chief, a very small Metro symbol appears obscurely in the 
border of the frame. The Metro Service of July, 1952, sets forth ‘‘Ad 
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Ideas’’ which consisted of a display of illustrations from that issue in a 
format suitable for a full page newspaper advertisement. In the suggested 
form of advertisement the Metro symbol had been uniformly removed, 
even from the ‘‘Dollar Days’’ dollar frame discussed in connection with 
Count Six. 


The plaintiff apparently claims that even though notice by copyright 
symbol did not meet the statutory requirements, yet it could be sufficient 
as to one experienced in advertising and familiar with its material and 
symbol. That claim is based upon the assumption that Matthew of Graphic 
had such a background that he could identify any one or more of the 
50,000 illustrations published by Metro during the period of time in ques- 
tion even when published ‘‘unmarked,’’ as were all but one of the illustra- 
tions here involved. That claim as to the one illustration involved in which 
the Metro symbol appeared in the previous publication is based upon the 
assumption that those who were connected with the Graphic had actual 
knowledge of the Metro symbol which appeared obscurely in the border of 
one of the ‘‘Dollar Days’’ illustrations. The record does not sustain 
either assumption. The plaintiff claims that even though those connected 
with the Graphic did not actually know that the illustrations involved were 
Metro illustrations, yet the cireumstances were such as to put them on 
notice and make it their duty to ascertain the situation as to copyright. 
The case of Mifflin v. R. H. White Co. (1903), 190 U.S. 260, 23 S.Ct. 771, 
47 L.Ed. 1043, involved a similar question. In that case the defendant, a 
published, was sued for copyright infringement for the unauthorized 
publication of some writings of Oliver Wendell Holmes which had appeared 
in a copyrighted issue of the Atlantic Monthly. There were a number of 
questions involved. The issue did not carry the name of Dr. Holmes as the 
copyright proprietor and the notice was held to be a defective notice. The 
plaintiff contended that even though the copyright notice was defective 
yet the fame and reputation of Dr. Holmes was such that the defendant 
was put on notice to make inquiry as to the copyright situation. The 
United States Supreme Court rejected that contention, stating (p. 264 
U.S.) : ‘‘It is incorrect to say that any form of notice is good which calls 
attention to the person of whom inquiry can be made and information ob- 
tained, since the right being purely statutory, the public may justly demand 
that the person claiming a monopoly shall pursue, in substance at least, 
the statutory method of securing it. A copyright notice which does not 
comply in substance with the statutory requests is legally ineffective. A 
copyright notice which is legally ineffective is not rendered legally effective 
as to a particular alleged infringer by the fact that the circumstances were 
such as to afford such alleged infringer actual knowledge of the copyright 
or by the fact that the circumstances were such as to direct his attention 
to sources from which information as to the copyrights might be obtained. 


The publication of copyrighted material without the statutory notice 
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of copyright vitiates the copyright of it and renders it public property. 
Mifflin v. Dutton (1903), 190 U.S. 265, 23 S.Ct. 771, 47 L.Ed. 1043. The 
strictness of the rule is exemplified by the cases of Booth v. Haggard (8th 
Cir. 1950), 184 F.2d 470; Group Publishers, Inc. v. Winchell et al. (D.C. 
N.Y. 1949), 86 F.Supp. 573, and Wildman v. N. Y. Times Co. (D.C. N.Y. 
1941), 42 F.Supp. 412. In the case of Group Publishers, Inc. v. Winchell 
copyright protection of a publication was held to have been lost because 
the name of the assignee of the copyright was given in the notice as pro- 
prietor before the recordation of the assignment. The Court stated (p. 
577): ‘** * * failure fully to conform with the form of notice prescribed 
by the act results in abandonment of the right and a dedication of one’s 
work to the public. * * * The Congressional policy reflected in the statute 
is that the notice of copyright shall contain, as proprietor, the name of the 
holder of record; * * *.’’ In the case of Wildman v. New York Times Co., 
the plaintiff was held to have lost his copyright protection of a poem 
because the copyright notice omitted the date of the copyright although 
sufficient in all other respects. The Court stated (p. 414): ‘‘Publication 
with notice of the copyright is the essence of compliance with the statute, 
and publication without proper notice amounts to a dedication to the 
public sufficient to defeat all subsequent efforts at copyright protection.’’ 
In the case of Booth v. Haggard, it was held that publication of the copy- 
right notice on the third page of a booklet instead of on the title page or 
on the page immediately following as specified by Section 20 of 17 U.S.C.A. 
resulted in loss of copyright protection. 


Copyright protection of advertising is of comparatively recent origin. 
The first case in which copyright protection was given an advertisement is 
the case of Bleistein v. Donaldson Lithographing Co. (1903), 188 U.S. 239, 
23 S.Ct. 298, 47 L.Ed. 460. That case involved a circus poster portraying 
people connected with the circus and circus acts. The plaintiffs had com- 
plied with the statutory provisions as to copyright. When they sued the 
defendant for infringement of copyright in connection with the poster he 
set up the defense that it was not the subject of copyright. The United 
States Court of Appeals for the Sixth Circuit upheld that defense. The 
decision of that Court was reversed by the United States Supreme Court 
which held that the material contained in the advertisement was a proper 
subject for copyright. Two Justices dissented. The majority opinion was 
written by Justice Holmes. It is now well settled that advertisements are 
a proper subject of copyright. An interesting and informative law review 
article on copyright of advertising is ‘‘Copyright of Advertising’’ by Mary 
Garner Borden, 35 Kentucky Law Journal 205 (1947). The author states 
that copyright is not often sought for advertisements. 


In Count Nine of its complaint the plaintiff charges the defendant with 
unfair competition in publishing the seven illustrations here involved. In 
the case of Heuer v. Parkhill (D.C. Ark. 1953), 114 F.Supp. 665, in which 
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the plaintiffs charged the defendant with simulation of their folder adver- 
tisements, the Court set forth the law relating to copying of advertising 
material as follows (p. 670): 

‘* «The general rule is that the appropriation of another’s adver- 
tising matter or method is not of itself unfair competition, although 
it may become such where it induces or may induce the public to 
suppose that in dealing with the appropriator they are dealing with or 
obtaining the product or services of the originator * * *’, 52 Am. 
Jur., Trade Marks, Trade Names, and Trade Practices, Section 116, 
Page 595. 

‘**Unfair competition begins where imitation results in the de- 
ception of the customers of the party complaining.’ International 
Heating Co. v. Oliver Oil Gas Burner & Machine Co., 8 Cir., 288 F. 
708, 711, 30 A.L.R. 611.’ ”’ 


The plaintiff and the defendant are not in competition. Each deals with 
wholly different and independent groups of customers who are purchasing 
dissimilar things. The defendant did not represent that it was the plain- 
tiff or a subscriber to plaintiff’s service or authorized to use plaintiff’s 
material. However, there is another phase of unfair competition. The 
systematic appropriation of another’s uncopyrighted work product con- 
stitutes unfair competition. International News Service v. Associated Press 
(1918), 248 U.S. 215, 39 S.Ct. 68, 63 L.Ed. 211. In that case the United 
States Supreme Court held that the systematic appropriation by one news 
service of the news items of another news service would be enjoined. The 
doctrine of that case has been referred to as the ‘‘free ride’’ doctrine. 
Copyright of Advertising, supra, p. 209. See also Associated Press v. 
KVOS (9th Cir. 1934), 80 F.2d 575, certiorari denied (1936), 298 U.S. 
650, 56 S.Ct. 938, 80 L.Ed. 1379. While, as heretofore noted, lack of intent 
is immaterial where a copyright has been infringed, yet intent is one of 
the matters that may be considered where unfair competition is charged. 
There may also be considered in that connection whether the conduct com- 
plained of has been regular, systematic, and deliberate in character. The 
feature of knowledge or lack of knowledge on the part of the claimed 
offender of the ownership of the items claimed to have been wrongfully 
appropriated is of importance. In the present case the publication of 
Metro’s illustrations by the Graphic was irregular and inadvertent. At 
the time the publications in question were made, the defendant did not 
know that the illustrations used were Metro illustrations. There has not 
been and there is not now any intent on the part of the defendant to appro- 
priate the Metro illustrations. The situation of which the plaintiff com- 
plains was largely occasioned by the plaintiff authorizing or acquiescing in 
the publication of its illustrations without notice of ownership or indication 
as to their source. The record does not sustain the charge that the defend- 
ant has been guilty of unfair competition and the Court finds that the 
defendant has not been guilty of unfair competition. 

Ir 1s ORDERED that judgment be entered in favor of the defendant. 
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Under the provisions of Section 17 of 17 U.S.C.A., a reasonable attorney’s 
fee may be made to the prevailing party in a copyright infringement action. 
Such an award is discretionary with the Court. Toksvig v. Bruce Pub. Co. 
(7th Cir. 1950), 181 F.2d 664, 668. This Court is of the view and holds 
that no award of attorney’s fee should be made to the defendant. 


GOLD SEAL COMPANY v. 
WEEKS AND S. C. JOHNSON & SON, INC. 


No. 11631—C.A.D.C.—January 7, 1954 


TrR4DE-MARK AcT oF 1946—APPEALS—R.S. 4915 


In an action brought under R.S. 4915 seeking the registration of the trade-mark 
GLASS WAX as a cleaner for glass the complaint alleged that the work was not 
‘“merely descriptive’’ or ‘‘deceptively misdescriptive’’ under section 2(c) and that 
the mark had acquired a secondary meaning under section 2(f) and that the Patent 
Office had erred in refusing to grant the registration under either or both sections. 
On motion the District Court dismissed such part of the complaint as alleged right 
to relief under section 2(f) since the application had not originally been presented 
under section 2(f) and applicant appeals under FRCP 54(b) but appeal is not 
proper and must be dismissed since the complaint does not state two or more 
separate claims for relief; each set of allegations seeks to remedy the same wrong— 
the refusal to register the mark and therefore claim for relief under section 2(f) is 
not a claim separate and distinct from claim under section 2(e) and hence the 
dismissal is not a final judgment of a distinct claim appealable under FRCR 54(b). 

TRADE-MaRK AcT OF 1946—IN GENERAL 


Trade-Mark Act creates a statutory right of registration of a mark if certain 
conditions set forth in the act are complied with. It is alleged wrongful breach of 
which applicant seeks to remedy. 

Appeal from District Court for District of Columbia. Action by 
Gold Seal Company v. Sinclair Weeks, Secretary of Commerce, and 8. C. 
Johnson & Son, Inc., application, Serial No. 541,384 filed December 16, 
1946. Plaintiff appeals from judgment under FRCP 54(b) on motion by 
S. C. Johnson & Son, Ine. to dismiss appeal. Motion granted. 

Case below reported at 40 TMR 1016 and 41 TMR 1024. 

Edward B. Beale, of Washington, D. C. (Maurice M. Moore, of Minneapo- 
lis, Minnesota on the brief) for appellant. 

Francis C. Browne (William E. Schuyler, Jr. and Andrew B. Beveridge 
on the brief), of Washington, D. C. for S. C. Johnson & Son, Ine. 

E. L. Reynolds for Weeks and Watson. 

Before STEPHENS, Chief Judge and MILLER and PRETTYMAN, Circuit 

Judges. 

STEPHENS, Chief Judge. 


This is a motion by the appellee, 8. C. Johnson & Son, Inc., hereafter 
referred to as Johnson & Son, to dismiss an appeal from a purported final 
judgment of the United States District Court for the District of Columbia 
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entered purportedly, in accordance with 28 U.S.C. § 1291 (Supp. 1952) 
and Rule 54(b) of the Federal Rules of Civil Procedure, as a final judg- 
ment upon one of a plurality of claims for relief. The judgment was 
entered in an action, filed by the appellant Gold Seal Company, hereafter 
referred to as Gold Seal, under Rev. Stat. § 4915, 35 U.S.C. § 63 (1946) (in 
its present form 66 Stat. 803 (1952), 35 U.S.C.A. §145 (1952 Supp.), and 
under 60 Stat. 435 (1946), 15 U.S.C. § 1071 (1946), seeking an adjudica- 
tion authorizing the Commissioner of Patents to register a trade mark. The 
motion to dismiss the appeal is upon the ground that the judgment does not 
finally adjudicate one of a plurality of claims for relief within the meaning 
of Rule 54(b) and is not a final decision within the meaning of that phrase 
as used in Title 28, Section 1291, i.e., is not a final disposition of the entire 
action. The appellant contends that the judgment satisfies the require- 
ments of 28 U.S.C. § 1291 and Rule 54(b). The dispute in essence reduces 
itself to the question whether or not the action presents a plurality of 
claims upon one of which, as a distinct claim, the judgment sought to be 
reviewed was entered. For the reasons set forth below, we conclude that 
the appeal must be dismissed. 

I. An understanding of the question presented requires an acquaint- 
anceship with certain of the provisions of the Trade Mark Act of July 5, 
1946, 60 Stat. 427, hereafter sometimes referred to as the Act, and with the 
pleadings and proceedings in the District Court which led to the entry of 


the judgment in question. The pertinent provisions of the Act are set forth 
in the margin.’ Primarily involved are the provisions of Section 2(e) (1), 


1. Section 1. The owner of a trade mark used in commerce may register his trade 
mark under this Act on the principal register hereby established: 
(a) By filing in the Patent Office— 

(1) a written application, in such form as may be prescribed by the Commis- 
sioner, verified by the applicant, or by a member of the firm or an officer of the 
corporation or association applying, specifying applicant’s domicile and citizenship, 
the date of applicant’s first use of the mark, the date of applicant’s first use of 
the mark in commerce, the goods in connection with which the mark is used and the 
mode or manner in which the mark is used in connection with such goods, and 
including a statement to the effect that the person making the verification believes 
himself, or the firm, corporation, or association in whose behalf he makes the veri- 
fication to be the owner of the mark sought to be registered, that the mark is in 
use in commerce, and that no other person, firm, corporation, or association, to the 
best of his knowledge and belief, has the right to use such mark in commerce either 
in the identical form thereof or in such near resemblance thereto as might be 
calculated to deceive: * * * 

(2) a drawing of the mark; and 

(3) such number of specimens or facsimiles of the mark as actually used as 
may be required by the Commissioner. 

(b) By paying into the Patent Office the filing fee. 

(ce) By complying with such rules or regulations, not inconsistent with law, as may 
be prescribed by the Commissioner. 

(d) * * 

See. 2. No trade mark by which the goods of the applicant may be distinguished 
from the goods of others shall be refused registration on the principal register on 
account of its nature unless it— 

(a) Consists of or comprises immoral, deceptive, or scandalous matter; or matter 
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which, when read in connection with the introductory language of that 
section, forbids refusal of registration of a trade mark by which the goods 
of the applicant may be distinguished from the goods of others unless it, 
when applied to the goods of the applicant, is merely descriptive or is 
deceptively misdescriptive of them, and the provisions of Section 2(f) 
providing that, except as expressly excluded in paragraphs (a), (b), (c) 
and (d) of the Section, nothing therein shall prevent the registration of a 
mark used by the applicant which has become distinctive of his goods in 
commerce. 

The complaint of Gold Seal filed in the District Court alleges, so far 
as here pertinent, in substance and effect that: 


Gold Seal, a corporation of North Dakota, is the sole owner of a 
trade mark, GLASS WAX, acquired [at a date not made certain in the 
complaint] from certain predecessors in interest. Such predecessors 
and Gold Seal prior to September 1945, and Gold Seal alone there- 
after, offered for sale and sold in commerce a certain glass cleaner and 
polish under the trade mark described, the same having been adopted 
as an ‘‘arbitrary, fanciful and distinctive’’ word combination or sym- 
bol to designate said glass cleaner and polish. Gold Seal and its 
predecessors widely advertised and promoted the sale of the glass 
cleaner and polish under said trade mark and the same is associated 
with Gold Seal’s goods and means, and is understood to mean, that the 
goods described come from Gold Seal; and the goods so sold under said 
trade mark have acquired a wide and enviable reputation. The trade 
mark GLASS WAX is ‘‘arbitrary, fanciful and distinctive’’ of Gold Seal’s 
goods in commerce, has a secondary meaning in the trade, and means 
only Gold Seal’s goods and distinguishes the same from the goods of 
others—all within the meaning of Section 2 of the Act. The mark is 


which may disparage or falsely suggest a connection with persons, living or dead, insti- 
tutions, beliefs, or national symbols, or bring them into contempt, or disrepute. 

(b) Consists of or comprises the flag or coat of arms or other insignia of the 
United States, or of any State or municipality, or of any foreign nation, or any simula- 
tion thereof. 

(ce) Consists of or comprises a name, portrait, or signature identifying a particular 
living individual except by his written consent, or the name, signature, or portrait of a 
deceased President of the United States during the life of his widow, if any, except by 
the written consent of the widow. 

(d) Consists of or comprises a mark which so resembles a mark registered in the 
Patent Office or a mark or trade name previously used in the United States by another 
and not abandoned, as to be likely, when applied to the goods of the applicant, to cause 
confusion or mistake or to deceive purchasers: 

+ . * * 7 

(e) Consists of a mark which, (1) when applied to the goods of the applicant is 
merely descriptive or deceptively misdescriptive of them, or (2) when applied to the 
goods of the applicant is primarily geographically descriptive or deceptively misdescrip- 
tive of them, except as indications of regional origin may be registrable under section 4 
hereof, or (3) is primarily merely a surname. 

(f) Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this 
section, nothing herein shall prevent the registration of a mark used by the applicant 
which has become distinctive of the applicant’s goods in commerce. The Commissioner 
may accept as prima facie evidence that the mark has become distinctive, as applied to 
the applicant’s goods in commerce, proof of substantially exclusive and continuous use 
thereof as a mark by the applicant in commerce for the five years next preceding the 
date of the filing of the application for its registration. 
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not, such a mark as is precluded from registration on the Principal 
Register by any provision of the Act. 


In 1947 (December 16) Gold Seal filed in the Patent Office an 
application for registration of the trade mark aLass wax and in 1948 
(February 16) filed a ‘‘ Petition to Make Case Special’’ informing the 
Commissioner of Patents that Gold Seal was seeking registration of 
GLASS WAX under Section 2(f) of the Act. Thereafter, GLAss WAX was 
held registrable by the Patent Office and was published in the Official 
Gazette. Johnson & Son then filed a Notice of Opposition, and Oppo- 
sition No. 27543 was instituted. Gold Seal filed an answer and counter- 
claim in the Opposition, and proceedings were taken in the Patent 
Office including the taking of depositions by Gold Seal and by Johnson 
& Son. Thereafter the Examiner of Interferences ruled as follows: 


‘‘* * * it is the examiner’s opinion that the opposer was 
entitled to institute this proceeding, and that the opposition must 
be sustained for the reason that the application now before the 
examiner seeks registration of the word GLAss WAX as a technical 
trade mark,? without having been presented under Section 2(f) of 
the Act of 1946, under which section alone, in the examiner’s 
opinion, applicant’s mark might qualify for the principal register. 
Accordingly, the opposition is hereby sustained and it is further 
adjudged that the applicant is not entitled to the registration of 
the word GLASS WAX as sought in the present application.’’ 


Finally the Commissioner of Patents, hereafter referred to as the 
Commissioner, in the following terms, affirmed the decision of the 
Examiner of Interferences: 


‘* Applicant is not precluded by the decision in this case from 
applying for registration under Section 2(f) of the Act on a new 
application appropriately worded for this purpose, and the deci- 
sion herein is without prejudice to consideration of registrability 
of the mark on such an application. The decision of the Examiner 
of Interferences sustaining the opposition is affirmed.’’ 


Pursuant to the described proceedings, the Commissioner and the 
Secretary of Commerce, hereafter referred to as the Secretary, refused 
to register the trade mark GLass wax and refused to issue to Gold Seal 
a Certificate of Registration. 


The complaint contains also certain argumentative material which may 
be summarized as follows: 


This decision of the Commissioner and the Secretary unlawfully 
denies to Gold Seal registration of the trade mark Guass wax. The 
decision is erroneous in ruling that that trade mark is not registrable 
in view of Section 2(e) of the Act because if it contains wax it is 
descriptive and if it does not it is deceptively misdescriptive; and is 
erroneous in ruling that it is not registrable under Section 2(f) of the 
Act because the application filed by Gold Seal can not be considered 
an application under Section 2(f) ; and is erroneous in ruling that the 
question of distinctiveness was therefore not in issue, and that nothing 


2. By a ‘‘technical trade mark’’ is meant, in trade mark parlance, a mark regis- 
trable because it complies with the conditions of the Act other than that condition set 
forth in Section 2(f). 
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was presented to the examiner to show a right to register the trade 
mark on the basis of Section 2(f). 


Upon the basis of the foregoing allegations and charges of error, the 
complaint prays for a decree by the District Court that Gold Seal is entitled 
to registration of GLASS WAX as a trade mark and to receive a Certificate of 
Registration therefor. 


To the complaint thus filed by Gold Seal the Commissioner and the 
Secretary filed an answer in which they assert that Gold Seal is not entitled 
to the registration of GLAss wax; the detail of the answer is not here per- 
tinent. An answer was filed also by Johnson & Son in which that defendant 
asserts that Gold Seal, because of failure to show compliance with the con- 
ditions of Section 2(a), (e), and (f) or with any of the conditions of the 
Act, is not entitled to the registration of GLASS WAX as a trade mark; the 
detail of that answer is also not here pertinent. Johnson & Son also filed 
a counterclaim; its terms are not material to the issue presently before 
this court. Johnson & Son also filed a cross-claim against the Secretary 
and the Commissioner. The cross-claim alleges, so far as here pertinent, 
in substance and effect that: 

The words GLAss WAX sought to be registered by Gold Seal have 
been used on goods which in fact contain no wax, and the words thus 
comprise deceptive matter and therefore registration is prohibited by 
Section 2(a) of the Act. The words aLass wax have not been used by 
Gold Seal to identify its goods and distinguish them from those manu- 
factured or sold by others, and therefore the words are not a trade 
mark within the meaning of Sections 1 and 45 of the Act. The words 
GLASS WAX when applied to the goods of Gold Seal are descriptive, or 
are deceptively misdescriptive, and therefore registration is prohibited 
by Section 2(e) of the Act. The application by Gold Seal was not filed 
under the provisions of Section 2(f) and therefore the Commissioner 
and the Secretary cannot register GLASS WAX thereunder on the basis 
of the present application. Section 2(f) can not be relied upon to 
overcome the prohibition of Section 2(a), and can not be relied upon to 
make the words GLASS WAX a trade mark within the meaning of Section 
1 or within the definition of Section 45 of the Act. 


The cross-claim prays for a declaration by the District Court that the words 
GLASS WAX as used by Gold Seal do not constitute a lawful trade mark and 
that Gold Seal is not entitled to register the same. The cross-claim prays 
also that the Secretary and the Commissioner be restrained from register- 
ing GLASS WAX as a trade mark under any of the provisions of the Act, and 
that they be restrained from granting to Gold Seal a Certificate of Regis- 
tration. 


The Secretary and the Commissioner filed a motion to dismiss the cross- 
claim. When that motion came on for hearing before a motions judge in 
the District Court a colloquy occurred between the judge and counsel for 
the Secretary and the Commissioner and counsel for Johnson & Son, with 
counsel for Gold Seal present and occasionally participating, but doing so, 
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apparently, without basis in the pleadings since no motion had been filed 
against Gold Seal’s complaint. In the course of the colloquy it was asserted 
that the complaint sought to compel registration of GLAss wax not only 
upon the theory that the conditions of Section 2(a) and (e) of the Act 
were fulfilled, but also upon the theory that even if the provisions of See- 
tion 2(e) were not fulfilled, the words are registrable under Section 2(f) 
as distinctive, i.e., as having acquired a secondary meaning. It was asserted 
further that in the Patent Office itself no consideration was given under the 
application as filed by Gold Seal to registrability of auass wax under See- 
tion 2(f) of the Act. In view of this the motions judge raised the question 
whether or not, in view of Gilbert v. Marzall, 87 U.S. App. D.C. 1, 182 
F.2d 389 (D.C. Cir. 1950), Cherry-Burrell Corporation v. Coe, 79 U.S. App. 
D.C. 124, 143 F.2d 372 (D.C. Cir. 1944), and Lucke v. Coe, 63 App. D.C. 
61, 69 F.2d 379 (D.C. Cir. 1934), the District Court could properly consider 
the complaint insofar as it sought relief under Section 2(f).* Finally the 
motions judge, acting sua sponte, expressed a willingness to sign an order 
eliminating from the case any consideration of Section 2(f) under either 
the complaint of Gold Seal or the cross-claim of Johnson & Son, but leaving 
the pleadings otherwise standing. Counsel for the Secretary and the 
Commissioner indicated that such an order would satisfy them. As a result, 
the judgment which is the subject of the present appeal and the present 
motion to dismiss was entered, in the following terms: 

**ORDERED AND ADJUDGED that the Plaintiff’s complaint and the 
cross-claim of the Defendant, 8S. C. Johnson & Son, Inc., insofar as 
both relate to the claim of Plaintiff, Gold Seal Company, to a registra- 
tion of the alleged trade mark GLASS wax under the provisions of 
Section 2(f) of the Trade Mark Act of July 5, 1946, be and the same 
hereby are dismissed. 

‘The Court finds that there is no just reason for delay and this 
order constitutes a final judgment as to that part of Plaintiff’s com- 
plaint and that part of the cross-claim of the Defendant, 8. C. Johnson 
& Son, Inc., which relate to Plaintiff’s claim to a registration under 
the provisions of Section 2(f) of the Trade Mark Act of July 5, 1946, 
within the provisions of Rule 54(b) Federal Rules of Civil Procedure.’’ 
II. Rule 54(b) of the Federal Rules of Civil Procedure provides: 

‘‘Judgment Upon Multiple Claims. When more than one claim 
for relief is presented in an action, whether as a claim, counterclaim, 


cross-claim, or third-party claim, the court may direct the entry of a 
final judgment upon one or more but less than all of the claims only 


3. The cases referred to in the text rule that in an action under Rev. Stat. § 4915 
(in its present form 66 Stat. 803 (1952), 35 U.S.C.A. § 145 (Supp. 1952)) the court will 
determine the patentability only of such claims in a patent application as have been 
determined by the Patent Office. The motions judge was apparently of the view that a 
claim for relief under the Federal Rules of Civil Procedure parallels a patent claim 
required by the patent statutes to be stated as a part of an application for a patent, 
and the motions judge apparently thought also that in view of the cases referred to the 
District Court was forbidden to consider the Section 2(f) aspect of the complaint until 
the Patent Office had ruled upon a Patent Office application by Gold Seal for registra- 
tion of GLASS WAX under Section 2(f) of the Act. Upon the correctness of these views 
of the motions judge we make no decision. 
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upon an express determination that there is no just reason for delay 
and upon an express direction for the entry of judgment. In the 
absence of such determination and direction, any order or other form 
of decision, however designated, which adjudicates less than all the 
claims shall not terminate the action as to any of the claims, and the 
order or other form of decision is subject to revision at any time before 
the entry of judgment adjudicating all the claims.’’ 


As construed and applied by the courts Rule 54(b) is applicable only in 
instances in which more than one claim for relief is presented in an action, 
and in which the claim upon which a final judgment is to be entered under 
the Rule is itself a claim distinct from the other claim or claims. Reeves v. 
Beardall, 316 U.S. 283 (1942) ; Town of Clarksville, Va. v. United States, 
198 F.2d 238 (4th Cir. 1952), cert. denied, 344 U.S. 927 (1953) ; Western 
Contracting Corp. v. National Surety Corp., 163 F.2d 456 (4th Cir. 1947) ; 
Collins v. Metro-Goldwyn Pictures Corp., 106 F.2d 83 [29 TMR 126] (2d 
Cir. 1939). In Reeves v. Beardall a complaint embraced three counts, the 
first containing a claim upon a promissory note executed by the respond- 
ent’s decedent; the second containing a claim seeking specific performance 
or damages under an alleged contract between the petitioner and the re- 
spondent’s decedent whereby the latter, in consideration of the petitioner’s 
return of certain securities and of the petitioner’s agreement not to press 
for payment of the note, agreed not to change her will; the third contain- 
ing a claim for an accounting against a third party who was alleged to 
hold certain assets of the decedent to which the petitioner was entitled by 
reason of the contract on which the second count was based. A judgment 
dismissing the second count was held appealable under Rule 54(b) as a 
final judgment upon a claim distinct from the claims in the first and third 
eounts. In Town of Clarksville, Va. v. United States the Court of Appeals 
for the Fourth Circuit ruled that a claim for compensation for a condemna- 
tion taking of a sewer system and a claim for the cost of construction of a 
sewage treatment plant and for the cost of operation and maintenance of 
lift stations not needed under that system were separate claims so that an 
adverse judgment upon the latter claim was the proper subject of an 
appeal in view of Rule 54(b). In Western Contracting Corp. v. National 
Surety Corp. the Court of Appeals for the Fourth Circuit ruled that the 
claim of a surety of non-liability upon its secondary obligation is not a 
claim distinct from that of the principal of non-liability on its primary 
obligation, and that therefore an adjudication of non-liability of the surety 
prior to a judgment as to the liability of the principal was not appealable 
as a final judgment on one of a plurality of claims under Rule 54(b). In 
Collins v. Metro-Goldwyn Pictures Corp. the Court of Appeals for the 
Second Circuit regarded as distinct, one from the other, within the purview 
of Rule 54(b), two claims, one of which was for an infringement of a copy- 
righted book called TEST PILOT by a motion picture of the same name, and 
the other of which was for unfair competition in using the title TEsT PILOT 
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as the title of the picture. The court ruled that an order dismissing the 
infringement claim when the court below had not disposed of the unfair 
competition claim was appealable. 


The claim for relief referred to in Rule 54(b) is of course the claim 
for relief referred to in Rule 8(a) of the Federal Rules of Civil Procedure. 
As such it must show that the claimant is ‘‘entitled to relief.’’ That is to 
say, the claim for relief must indicate the existence of a cause of action. 
By cause of action in this context is meant a claim that facts exist 
which, under our legal system are recognized as entitling the claimant to 
judicial action in vindication of a right or in remedying a wrong. Patten 
v. Dennis, 134 F.2d 137 (9th Cir. 1943), cited with approval in Pierce v. 
Wagner, 134 F.2d 958 (9th Cir. 1943). In Patten v. Dennis the Court of 
Appeals for the Ninth Circuit affirmed, because it was impossible to spell 
out from various petitions and motions filed by the appellant Patten as 
plaintiff in the action any ‘‘clear theory of liability,’’ a judgment dismiss- 
ing the appellant’s case. In so doing the court said: 


‘*Rule 8, Federal Rules of Civil Procedure, 28 U.S.C.A. following 
section 723c, provides that a pleading which sets forth a claim for 
relief shall contain ‘(1) a short and plain statement of the grounds 
upon which the court’s jurisdiction depends, unless the court already 
has jurisdiction and the claim needs no new grounds of jurisdiction 
to support it, (2) a short and plain statement of the claim showing that 
the pleader is entitled to relief, and (3) a demand for judgment for 
the relief to which he deems himself entitled’. In Baltimore 8.8. Co. 
v. Phillips, 274 U.S. 316, 321, 47 S. Ct. 600, 602, 71 L. Ed. 1069, it is 
said: ‘A cause of action does not consist of facts, but of the unlawful 
violation of a right which the facts show’. See also: Hurn v. Oursler, 
289 U.S. 238, 246, 53 S. Ct. 586, 77 L. Ed. 1148 [23 TMR 267]. 


‘‘The requirements of a complaint may be stated, in different 
words, as being a statement of facts showing (1) the jurisdiction of 
the court; (2) ownership of a right by plaintiff; (3) violation of that 
right by defendant; (4) injury resulting to plaintiff by such violation; 
and (5) justification for equitable relief where that is sought. See: 
United States v. Humboldt Lovelock Irr. Light & P. Co., 9 Cir., 97 
F.2d 38, 42; United States v. McIntire, 9 Cir., 101 F.2d 650, 653. The 
complaint is completed by a demand for relief’’ (134 F.2d at 138). 


A view that a claim for relief need not state a cause of action as above 
defined, would be an abandonment of a fundamental premise of our system 
of law, to wit, that the courts administer justice not according to the per- 
sonal notions of the judge but according to law. Courts are not authorized 
to require a party defendant to defend against a ‘‘cause’’ not recognized 
by law as involving the vindication of a legal right or the remedying of a 
legal wrong. We take note of the statement in Reeves v. Beardall, supra, 
that the Rules make it clear that it is ‘‘ differing occurrences or transactions, 
which form the basis of separate units of judicial action.’’ We take note 
also of the concurring opinion of Judge Clark in Atwater v. North American 
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Coal Corporation, 111 F.2d 125, 126 (2d Cir. 1940), from which that lan- 
guage was taken. Also we have in mind the statement by Judge Clark in 
Dioguardi v. Durning, 139 F.2d 774, 775 (2d Cir. 1944), to the effect that 
under the Rules ‘‘there is no pleading requirement of stating ‘facts suffi- 
cient to constitute a cause of action’ but only that there be a ‘short and 
plain statement of the claim showing that the pleader is entitled to relief.’ ”’ 
But we do not understand these statements to mean that a claim for relief 
need not state facts which, under our legal system, are recognized as 
entitling the claimant to judicial action in vindication of a right or in 
remedying of a wrong.* 


III. In ruling that the instant action presents more than one claim for 
relief, and in directing the entry of the judgment sought to be reviewed in 
this appeal, the motions judge was apparently of the view that the allega- 
tions in the complaint relating to Section 2(f) of the Act, ie., the allega- 
tions that the words GLAss wax had acquired a distinctive or secondary 
meaning identifying Gold Seal’s goods and distinguishing them from the 
goods of others, and the allegations of the complaint relating to Section 2(e) 
of the Act, i.e., the allegations that the words GLASS WAX are neither merely 
descriptive nor deceptively misdescriptive, constitute statements of two 
separate and distinct claims for relief either one of which might, under Rule 
54(b), be made the subject of a final judgment. Presumably the motions 
judge was applying a conventional test to determine whether or not two 
‘‘causes’’ are the same, to wit, will the same evidence support both; if it 
will, the two ‘‘causes’’ are the same, otherwise not. Stone v. United States, 
64 F. 667, 671, (9th Cir., 1894), aff’d 167 U.S. 178 (1896), quoting from 
1 Freeman on Judgments §259 (1892) ; 2 Black on Judgments § 726, page 
1089 (2d ed. 1902). Obviously the evidence under the Section 2(f) 
‘‘elaim’’ would be different from the evidence under the Section 2(e) 
‘‘elaim.’’ That would end the dispute as to the existence of a plurality of 
claims if the conventional ‘‘same evidence’’ test were under all circum- 
stances valid. 


But by claim for relief, i.e., cause of action, for the purpose of this test 
of identity, is meant the same in gist or material elements. As said in 
Baltimore 8.8. Co. v. Phillips, 274 U.S. 316, 321 (1927) : 


‘‘The thing, therefore, which in contemplation of law as its cause, 
becomes a ground for action, is not the group of facts alleged in the 


4. For further discussion of the meaning of the term ‘‘cause of action’’ in our 


system of law see: United States v. Memphis Cotton Oil Co., 288 U.S. 62 (1933); Geor- 
gia R. §& Banking Co. v. Wright, 124 Ga. 596, 606, 53 S.E. 251, 256 (1906); Hale v. 
Stimson, 198 Mo. 134, 149, 95 S.W. 885, 889 (1906); Zenith Bathing Pavilion v. Fair 
Oaks S.S. Corp., 240 N.Y. 307, 311, 148 N.E. 532, 533 (1925); Columbia Bank v. Equi- 
table Life Assurance Society, 79 App. Div. 601, 609, 80 N.Y. Supp. 428, 434 (1st Dept. 
1903); East Side Mill & Lumber Co. v. Southeast Portland Lumber Co., 155 Ore. 367, 
372, 64 P.2d 625, 628 (1937). See also: Notes and Comments, 23 Phil. L.J. 523 (1948) ; 
Wheaton, The Code ‘‘Cause of Action’’: Its Definition, 22 Corn. L.Q. 1 (1936). 
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declaration, bill or indictment, but the result of these in a legal wrong, 

the existence of which, if true, they conclusively evince.’” 
To the same effect see United States v. California and Oregon Land Co., 
192 U.S. 355 (1904); Werlein v. New Orleans, 177 U.S. 390 (1900) ; 
McKnight v. Minneapolis St. Ry., 127 Minn. 207, 149 N.W. 131 (1914). In 
each of those cases it was contended that differing allegations of fact in 
two successive suits so differentiated the causes of action involved as to 
make inapplicable in the second a plea of res judicata based upon the deci- 
sion in the first. But in each of those cases it was held that since the facts 
alleged in the second suit, although different from those asserted in the 
first, nevertheless lent support to the same cause of action as was sued on 
in the first, the doctrine of res judicata was applicable. Those decisions 
put it beyond doubt that where in two successive suits between the same 
parties it is sought in the second to defeat, upon the ground that the causes 
of action are different, a plea of res judicata based upon the first, the test 
of identity, i.e., whether the same evidence will support each charge, must 
be applied not in terms of the mere facts, theories or pleadings specifically 
relied upon in each, but in terms of the ultimate wrong sued on. It is of 
course true that the question what wrong is sued on must be determined 
from the allegations in the respective plaintiff’s pleadings. But if from 
the four corners of the pleadings in each of the two suits it appears that the 
wrong sued on in each is the same, then the assertion in the second suit of 
facts different from those asserted in the first will not defeat the plea. In 
short, the ‘‘same evidence’’ test, if applied with complete literalness, is 
valid as a positive but not as a negative test for determining the identity 
vel non of causes. Obviously, if exactly the same items of evidence would 
be requisite to the establishment of a plaintiff’s case as pleaded in each of 
two suits between the same parties, the two causes relied upon must be the 
same—because the allegations would be identical and therefore could de- 
scribe but one and the same legal wrong. But, as illustrated in the cases 
cited, the same legal wrong may be found relied upon in each of two suits 
despite the fact that the pleadings may differ—in that in one the wrong is 
described in terms of the assertion of but a part of the facts actually 
available to establish it, whereas in the other those facts are omitted and 
the remainder stated. In such event, obviously, the evidence admissible 
under the pleadings in the two suits will be different; yet the causes of 
action are the same. Putting this still otherwise: There is a totality of facts 
out of which every legal wrong grows; but a single wrong cannot be made 

5. This statement is quoted from Chobanian v. Washburn Wire Co., 33 R.I. 289, 
302, 80 Atl. 394, 400, 29 Ann. Cases 730, 735 (1911), the opinion in which was quoting 
from Columbus v. Anglin, 120 Ga. 785, 48 S.E. 318 (1903), the opinion in which, in 
turn, was quoting from Sibley, Right to and Cause for Action, 48. 

6. The cases referred to are stated and pertinent portions of the opinions are 
quoted in the separate opinions of the present writer in United States v. United States 
Gypsum Co., 51 F.Supp. 613, 615-639. See in particular pages 621 to 626, including 


footnote 17 at pages 623-626. The discussion in the present opinion of the cases 
referred to also appears in that separate opinion. 
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the basis of a plurality of actions by alleging in one case but a part of that 
totality and in another or other cases the remainder thereof. <A fortiori, a 
single wrong cannot be made the basis of a plurality of actions by alleging 
in one case but a part of the totality of facts out of which the wrong grows 
and in another alleging that part plus the remainder. As said in Baltimore 
S.S. Co. v. Phillips: 
‘‘The number and variety of the facts alleged do not establish more 
than one cause of action so long as their result, whether they be con- 
sidered severally or in combination, is the violation of but one right by 
a single legal wrong. * * * ‘The facts are merely the means and not 


the end. They do not constitute the cause of action, but they show its 
existence by making the wrong appear. * * *’’’ (274 U.S. at 321). 


While in the cases cited the question of identity of causes of action 
arose under pleas of res judicata filed in the second of two separate suits, 
whereas in the instant case the question arises, under the present motion 
to dismiss, in respect of different allegations in the same complaint in the 
same suit, and while the subject matter of the actions in the cases cited and 
in the instant case are different, nevertheless the theory underlying the 
decisions in the cases cited is fundamental in our system of law. And the 
reasonings and rulings in those cases are obviously as fully applicable to 
different allegations in the same complaint in the same suit as they are to 
different allegations in complaints in successive suits, if the legal wrong 
sued on is the same. 


If we apply the reasoning and rulings reviewed to the question arising 
under the present motion to dismiss the appeal, the answer, is we think, 
clear that the Section 2(f) allegations in Gold Seal’s complaint to the effect 
that the words GLAss WAX have acquired a secondary or distinctive meaning, 
and the Section 2(e) allegations therein to the effect that the words GLass 
WAX are neither merely descriptive nor deceptively misdescriptive, do not 
state separate claims for relief. For patently the legal wrong sought to be 
remedied under each of the two sets of allegations is one and the same, to 
wit, the allegedly wrongful refusal of registration as a trade mark of the 
words GLASs WAX. Putting this in terms of legal ‘‘right’’ and legal ‘‘duty’”’ 
the Trade Mark Act creates a statutory right of registration of a mark, 
certain conditions set forth in the Act being complied with; it is this right 
which Gold Seal seeks to vindicate. The Act imposes a correlative duty 
upon the Commissioner and the Secretary to register a mark if the statu- 
tory conditions are complied with. It is this duty a wrongful breach of 
which Gold Seal seeks to remedy. The allegations of compliance with 
Section 2(e) of the Act and the allegations of compliance with Section 2(f) 
are but the statement of two different grounds for vindication of the same 
statutory right of registration, or of two different grounds for the remedy- 
ing of the same statutory wrong—refusal of registration. The ‘‘claim for 
relief’’ under the Section 2(f) allegations is therefore not a claim for relief 
separate and distinct from the other claim or claims presented in the action 
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and is not, therefore, the proper subject of a final judgment under Rule 
54(b). 

The fact that the motions judge, in the order sought to be reviewed, 
characterized the same as a final judgment upon a separate claim can not 
make the order such a judgment or the claim such a claim, if the claim 
fails to meet the standard of separateness or distinctness required by law 
and the judgment fails to meet the standards of finality so required. 
Flegenheimer v. General Mills, 191 F.2d 237 (2d Cir. 1951) ; Audi Vision, 
Inc. v. RCA Mfg. Co., 136 F.2d 621 (2d Cir. 1943). Cf. Federal Trade 
Commission in Minneapolis-Honeywell Regulator Co., 344 U.S. 206 (1952). 
For a contrary ruling see Bendix Aviation Corp. v. Glass, 195 F.2d 267 
(3d Cir. 1952). With due deference to our colleagues in the United States 
Court of Appeals for the Third Circuit we feel obliged to follow the 
position taken in the cases decided in the Second Circuit. 


The motion to dismiss the appeal is granted. 


THE MADERA BONDED WINE & LIQUOR COMPANY 
v. R W L WINE & LIQUOR COMPANY, INC. 


Maryland Circuit Court No. 2, Baltimore City—Januvary 12, 1954 


REMEDIES—INFRINGEMENT—COLORABLE IMITATIONS 
Where plaintiff’s mark mT. zion for kosher wines was adopted in 1935, and 
continuously used since with increasing advertising and sales and was subsequently 
registered in the Patent Office in 1945, the recent use by defendant of the terms 
MT. SIANI OF MT. SINAI on kosher wines will be enjoined since plaintiff has estab- 
lished secondary meaning and the evidence shows defendant to be guilty of unfair 
competition. 
ComMoN LAW TRADE-MArRKS—NATURE OF RIGHTS 
A trade-mark, as part of the good will of the business with which it is identified, 
is a property right at common law and the substantive rights of the owner are not 
changed by registration under the Federal statutes. 
Prior AcTs—1905 
Requirement of 1905 Act under the ten year clause did not necessarily prevent 
a geographical name from acquiring a secondary meaning. 
Registration of mark is prima facie evidence of ownership and validity of mark. 
MT. ZION is not geographically descriptive or deceptively misdescriptive of the 
goods. 
REMEDIES—INFRINGEMENT— EVIDENCE 
Secondary meaning may exist even though buyer does not know the name or 
location of manufacturer or seller. 
Ordinary purchaser is likely to be confused or misled by names MT. SIANI or 
MT. SINAI since the terms are applied to identical goods which are sold through 
same channels. 
Evidence of plaintiff’s shoppers accepted as credible indicating either conscious 
or unintentional substitution. 
While plaintiff has no exclusive right to MT. this does not permit defendant to 
so combine it with other words as to cause confusion. 
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Disagreement between president and vice president of defendant as to pro- 
nunciation of terms deemed significant. 
EFFECT OF REGISTRATION—ACT OF 1920 
Action of Patent Office examiners is only prima facie correct and is not binding 
on the courts. Act of 1920 required registration of all marks used in commerce for 
not less than one year unless they were identical with marks already in use on goods 
of the same descriptive properties. 
UNFAIR COMPETITION—IN GENERAL 


The fraudulent intent necessary in unfair competition causes may be inferred 
from all the facts and circumstances. Defendant adopted marks with full knowl- 
edge of popularity of plaintiff’s mark and addition of prefix MT. to ‘‘balance’’ the 
mark is significant. 

Lack of confusion of retailer no defense since defendant has placed in his 
hands means to confuse the ultimate purchaser. 


Action by The Madera Bonded Wine & Liquor Company v. R W L 
Wine & Liquor Company, Incorporated, for trade-mark infringement and 
unfair competition. Decree for plaintiff. 

Solomon Liss, of Baltimore, Maryland for plaintiff. 


Wilson K. Barnes and Anderson, Barnes & Coe, of Baltimore, Maryland 
for defendant. 


WARNKEEN, Judge. 


This is a trade mark and unfair competition suit in which plaintiff 
seeks to enjoin defendant from using the name MT. SIANI or MT. SINAI in the 
sale of wine because of plaintiff’s prior and extensive use of the name MT. 
ZION in the sale of wine. the relevant facts are rather brief. The dispute 
between the parties depends upon the findings to be made from all the evi- 
dence in the case as to (a) the similarity between said opposing trade marks 
or names and (b) the purpose and effect of defendant’s selection of the 
name MT. SIANI. 


As both corporate parties are successors of their respective presidents, 
they thereby carry the beginning of their business back to 1914 as to the 
plaintiff and 1933 as to the defendant. Both parties have their principal 
place of business in Baltimore. 


Plaintiff adopted and began to use the name MT. z1on for kosher wine 
in 1935. It registered the trade mark or label with the Secretary of State 
at Annapolis, Maryland, March 28, 1940. Application for registration of 
MT. ZION as a trade mark was filed with the Commissioner of Patents, 
Washington, D. C., on July 21, 1944, and the latter issued a certificate of 
registration thereof on September 4, 1945. The mT. zion trade mark is 
applied to five different kinds of kosher wine, such as grape, blackberry, 
eherry, which plaintiff purchases in bulk from producers in New York and 
New Jersey (except blackberry, which plaintiff manufactures in Balti- 
more) and, after aging, bottles it at its plant in Baltimore. Plaintiff sells 
MT. ZION wine through its salesmen directly to retailers in Maryland. It 
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also sells to wholesalers in a number of eastern states. MT. ZION is the 
leader in sales of kosher wine in Maryland. The price to the retailer is 
$8.25 a case, twelve bottles (fifths). mT. sIANI price is $6.55. To the con- 
sumer the established price for a fifth is 98¢ and 79¢ respectively ; 60¢ and 
49¢ for a pint. 

The advertising of MT. ZION wine has progressively increased. It was 
by newspapers and point display until 1951 when plaintiff began to use the 
radio. The cost of advertising for recent years is: 

1949— $4,895 to June 30th. 
1950— $8,542 to June 30th. 
1951— $11,996 to June 30th. 
1952— $42,453 to June 30th. 
1953—$105,032 to June 30th. 


The sales of MT. ZION wine in recent years is as follows. 


In Maryland In Other States Total 
Gallons Gallons Gallons 
1951 21,329 $ 73,371 4138 $ 9,911 25,467 $ 83,282 
1952 30,042 103,344 5,409 12,981 35,451 116,325 
1953 57,022 196,155 8,253 19,807 65,275 215,962 

In 1940 defendant adopted the word sinar for kosher wine, but dis- 
continued using the word after the Passover of 1940. In 1948, according to 
Mr. Hertzback, defendant’s vice-president, there was a conference of de- 
fendant’s officers with reference to entering the kosher field and in the 
latter part of 1949 they decided to do so. In order to bottle wine it was 
necessary to register the label and have it approved by the Alcohol and 
Tobacco division of the Treasury Department. The latter is said to have 
disapproved use of the word stnal because the wine did not come from Mt. 
Sinai. Defendant misspelled or corrupted the word to stant. Mr. Herts 
back testified that the artist for the label manufacturer, in preparing a 
sketch of the proposed new label, suggested the addition of the abbreviated 
word MT., So as to give it better balance, which resulted in adoption of the 
name MT. SIANI. There is no corroboration of Mr. Hertzback with refer- 
ence to the reason for adopting the prefix mt. The artist was not produced 
and there is no correspondence between defendant and the label manufac- 
turer about said addition. 

Although the mrt. sIAN1 label was designed in February, 1950, defend- 
ant withheld entry into the kosher wine field because there were discussions 
with Schenley relative to becoming distributor of the latter’s L’cHAIM 
kosher wine. Defendant did become distributor of L’cHam in 1950 and 
still acts as such. During the discussions about entering the kosher wine 
field, the officers of defendant considered various names as a trade mark 
and they were familiar with the mT. zion brand and all other brands of 
kosher wine. Indeed defendant’s president said they knew that for the last 
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three or three and one-half years the plaintiff had made a splurge with it. 
Defendant finally bottled kosher wine under the MT. sIANnI label in October, 
1952 and made the first shipment of it November 13, 1952. Plaintiff, 
through its solicitor, by letter dated November 7, 1952, protested to defend- 
ant about its use of the name MT. sIANI because of its similarity to MT. ZION, 
but defendant insisted upon its right to use said name and has continued 
to do so. This suit for injunction was then filed on December 2, 1952. Very 
recently, November 19, 1953, defendant began selling its kosher wine under 
the name MT. SINAI. 

From October 1, 1952 to October 31, 1953, defendant has spent $842 
advertising its MT. SIANI wine. None of the advertising was by radio. 
During the same period its sales have been 3,669 gallons in Maryland and 
600 gallons in other states. What this amounts to in dollars was not stated. 

Purchasers of the wines involved in this case are not limited to Jewish 
people or those who desire it for sacramental purposes. A salesman for 
plaintiff stated that he called on 130 to 140 retailers each week tv whom he 
sold 40 cases a week, and that 80% of his sales are in Negro sections against 
20% in Jewish sections. 

On four days since this suit was filed, May 5, 20, June 3 and November 
20, two investigators, engaged by plaintiff, shopped four retailers with 
varying results. They asked for a pint of MT. ZION on some occasions and 
MT. SION on others. At a tavern in the 100 block MeMechen Street, which 
did not handle mt. zion, they were always given MT. SIANI. At a package 
goods store in the 1700 block Pennsylvania Avenue, they were given MT. 
SIANI On one occasion and MT. ZION on two other occasions. In one of two 
other taverns the bartender said he did not have MT. zion but had MT. SIANI 
‘‘which is practically the same thing,’’ and in the other the keeper said he 
was out of MT. ZION at the present time. In all instances the article fur- 
uished was put in a brown paper bag and handed to the purchaser by the 
seller. The prices were currect for the article furnished. In this paragraph 
no effort has been made to indicate whether in the particular instance mT. 
ZION OF MT. ZION was used by the shopper because I consider them virtually 
indistinguishable and doubt whether the court reporter always knew 
which word was being used. It takes studied effort to speak them so that 
the hearer will differentiate between them. 

The reference in this opinion to Nims, Unfair Competition and Trade 
Marks, is to the fourth edition (1947). 

The defendant makes two principal contentions, viz., (1) that, as the 
name MT. ZION isa geographical name, it cannot constitute a trade mark and, 
therefore, the suit cannot be maintained on the basis of infringement of a 
trade mark, and (2) the evidence does not establish that the defendant is 
engaged in unfair competition. As to each of these points defendant also 
contends that the similarity between the two names is not such that it is 
probable there will be confusion on the part of an unwary or ordinary 
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purchaser or that the defendant’s product can be palmed off for the 
plaintiff’s. 

Most of the cases involving trade mark infringement and unfair com- 
petition have been tried in the Federal Courts. There have been so many 
of such cases that it will only be feasible in this opinion to refer to a few of 
them. A substantial body of Federal case law on unfair competition has 
been built up in the Federal jurisdiction, but since Erie Railroad v. Tomp- 
kins, 304 U.S. 64, the Federal courts in such controversies must apply the 
state statutes or state case law. In Maryland, the common law has been 
summarized and stated in the rather recent case of Baltimore Bedding 
Corp. v. Moses, 182 Md. 229 [34 TMR 17] (1943). However, the Lanham 
Trade Mark Act (passed July 5, 1946 and effective July 5, 1947, U. S. Code 
Title 15, Sections 1051-1127) gives to citizens and residents of the United 
States certain protection against unfair competition, U. 8. Code Title 15,. 
Section 1126 and Commentary on Lanham Trade Mark Act, Title 15, page 
285, and permits invocation of the Federal jurisdiction for that purpose. 


A trade mark, as part of the good will of the business with which it is 
identified, is a property right at common law. Prior to the Lanham Act 
registration of a trade mark under the Federal statutes did not change the 
substantive rights of the owner but gave him certain procedural advan- 
tages, such as (a) the right to proceed in the Federal courts for redress 
irrespective of diversity of citizenship and the amount involved and (b) 
prima facie presumption of ownership and validity of the registered trade 
mark. Prior to the Lanham Act, the Act of 1905, set forth in Nims begin- 
ning at page 739, and the Act of 1920, Nims, page 737, constituted the 
Federal law under which trade marks were registered. Both were sup- 
planted by the Lanham Act. MrT. zion was registered September 4, 1945. 
At that time Section 5 of the Act of 1905 (Nims, p. 751) provided that a 
mark which consists of merely a geographical name or term shall not be 
registered unless it has been in actual and exclusive use as a trade mark by 
the applicant or his predecessors for ten years next preceding February 20, 
1905. The proviso was predicated on the assumption that the name has 
lost its geographical significance and had acquired a secondary meaning. 
This was rather arbitrary because a name which did not meet said ten year 
requirement by a few days or a few months could not be registered, 
although in the intervening period since its first use it could have been 
exclusively used for approximately 51 years up to the effective date of the 
Lanham Act, which became effective July 5, 1947. 


The fact that a geographical name could not be registered unless it met 
requirements of the ten year clause of the Act of 1905, did not necessarily 
prevent the name from having acquired a secondary meaning. 

The only prohibition now against the registration of a geographical 
name is that, when applied to the goods of the applicant, it is primarily 
geographically descriptive or deceptively misdescriptive of them. Title 15, 
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section 1052(e). A geographical name is also registrable under section 
1052(f) if the mark has become distinctive of the applicant’s goods in com- 
merce, and the Commissioner may accept as prima facie evidence that the 
mark has become distinctive, as aforesaid, proof of substantially exclusive 
and continuous use thereof as a mark by the applicant in commerce for the 
five years next preceding the date of the filing of the application for its 
registration. This is an important change in legislative policy toward 
geographical names used in interstate commerce. 

Prior to the effective date of the Lanham Act, in many of the cases 
involving geographical names in which the defendant was found to be 
engaged in unfair competition, it was not essential to decide whether the 
name was a technical trade mark. Often the question was passed over by 
assuming that it was not, or by stating that a geographical name cannot be 
a valid technical trade mark without considered discussion as to the reason 
therefor. Of course, one should not be permitted to appropriate to his 
exclusive use a geographical name which others have a right to use to state 
true facts about their goods. Lackawanna for coal is a classic example. 
On the other hand if the geographical name is not descriptive of or decep- 
tive with respect to the goods, should it not be usable as a trade mark? 
And should not use, or simulation, of it by another, without adequate rea- 
son, be considered an infringement, the same as use or simulation of a trade 
mark consisting of a coined word? Nims, p. 1099 and compare Thaddeus 
Davids Co. v. Davids, 233 U.S. 461, 468. These queries are forthrightly 
discussed and decided in the recent case of LaTouraine Coffee Co. v. Lor- 
raine Coffee Co., 157 F.2d 115 [36 TMR 271] (C.C.A. 2, 1946), certiorari 
denied 329 U.S. 771. In this case, LaTouraine (the latter word being the 
name of an ancient French province) was held not geographical as applied 
to coffee, that it is a valid trade mark and is infringed by the word Lor- 
raine. The court pointed that its judicial determination has received 
legislative approbation and refers to U. 8S. Code Title 15, section 1052(e), 
mentioned above. 

Section 16 of the 1905 Act provides that registration of a trade mark 
shall be prima facie evidence of ownership. In view thereof the courts 
hold such registration also means that prima facie it is a valid trade mark. 
Nims, p. 814; Chapin Sacks Mfg. Co. v. Hendler Creamery Co., 254 F. 553 
(C.C.A. 4, 1918). There is no similar presumption under the 1920 Act. 
Federal courts have held that registration thereunder is not prima facie 
evidence of ownership nor validity. Nims, p. 737. MT. ZION was registered 
under the 1920 Act. 


If the principle of law announced and applied in LaTouraine Coffee 
Company case, supra, is followed in this state, MT. ZION should be considered 
a technical trade mark, but it is not necessary to decide that question in 
this case. It seems quite clear that MT. zION has acquired a secondary mean- 
ing with respect to wine sold by the plaintiff. The plaintiff has used the 
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name MT. ZION since March, 1935. It could have been registered in 1947, 
and since then, under the Lanham Act because, from the evidence in this 
ease, all the requirements of sub-sections (e) and (f) of section 1052, above 
mentioned, could be met. Such registration would be prima facie evidence 
of the validity of the registration, registrant’s ownership of the mark and 
of registrant’s exclusive right to use the mark in commerce. Title 15, sec- 
tion 1057(b) and section 1115. Such registration may eventually make the 
registrant’s right to use the mark incontestable. Title 15, section 1065. 


At the time the Act of 1905 was enacted, the legislative policy was 
that names which were merely geographical should not be permitted to be 
registered unless they had been in use by the applicant for at least the ten 
years preceding February 20, 1905. This obviously was a recognition that 
such period of use was prima facie evidence that the name had acquired a 
secondary meaning. As heretofore mentioned, this was quite arbitrary 
and, while it did not prevent the user of such a geographical name from 
establishing, in an appropriate proceeding, the fact of secondary meaning, 
it did prevent the owner of such names from obtaining the procedural 
benefits which ensue from registration. It also made no provision for 
geographical names which have been exclusively used for long periods of 
time since, which could have started as early as one day less than ten years 
next preceding February 20, 1905. The legislative policy since 1946, as 
above stated, has been that a geographical name is registrable if it is not 


primarily geographically descriptive or deceptively misdescriptive of the 
goods, or, if it has become distinctive of the applicant’s goods, and that the 
latter fact may be prima facie established by proof of five years exclusive 
and continuous use thereof. The latter is clearly a recognition that the 
otherwise unregistrable geographical name has, prima facie, acquired a 
secondary meaning. 


As the name MT. ZION does not even suggest that the wine which it 
identifies came from MT. ZION (the label expressly states that the wine came 
from New York State), and the name does not profess to have any relation 
to the place of manufacture, or the place of sale, it is not geographically de- 
scriptive or deceptively misdescriptive of the goods. Perhaps, therefore, in 
view of the use of the name in interstate commerce, it is entitled to the sta- 
tus of a trade mark in this proceeding, but not entitled to the procedural 
benefits that come from registration. In any event, it would seem that the 
court would be justified, in determining the question of secondary meaning 
in this case, to take into consideration the tests which Congress has adopted 
in the Lanham Act (section 1052(e)(f)) of determining whether a geo- 
graphical name is a valid trade mark. The word MT. zion has not only 
been used exclusively and continuously by the plaintiff since 1935, but the 
advertisements and sales of it have progressively increased, so that in the 
fiscal year ending June 30, 1953, it was popularized by advertising to the 
extent of $105,000, and its sales during the same period amounted to 
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$216,000. This history and record clearly establishes, in my opinion, apart 
from statute, that MT. zION has acquired a secondary meaning. Secondary 
meaning may exist even though the buyer does not know the name or loca- 
tion of the manufacturer or seller. Nims, p. 169. Many consumers do not 
know or remember the owner of some of the principal brands of cigarettes, 
liquors and other products nationally advertised. 


I find from all the evidence in the case that there is such a similarity 
in the sound of the names MT. SIANI or MT. SINAI and MT. ZION as to prob- 
ably cause confusion on the part of the ordinary purchaser or to make it 
possible for the latter to be misled or deceived. These names are not only 
applied to the same class of goods—wine, but the great bulk of the sales 
are made in the same locality and in the same retail establishments. The 
test, for the purpose of this proceeding is not whether the names are iden- 
tical or whether the labels on the bottles are similar. Rather the question 
is whether it is probable that unwary or ordinary purchasers, giving only 
such attention to the matter as such a purchaser usually gives, might be 
confused or deceived into purchasing the defendant’s wine when he desired 
the plaintiff’s. Also involved in the test of similarity is whether a retailer 
could probably intentionally palm off or, because of the similarity of sound, 
mistakenly furnish the goods of the defendant to a purchaser who asked 
for MT. zION. I accept as credible the evidence of the witnesses Todd and 
Spencer, and therefore find, that there has been either conscious or unin- 
tentional substitution by retailers. I have given due consideration to the 
fact that these witnesses are investigators and were employed to seek evi- 
dence for the purpose of the case. The narration of their shopping efforts 
impressed me as being truthful. In most such cases evidence of substitu- 
tion is not available and is not necessary, and it is seldom that evidence of 
substitution is communicated by the ultimate consumer to the plaintiff in 
such eases. The method adopted by the plaintiff is acceptable, Hennessy, 
et al. v. Wine Growers Assn., 212 F. 308 (D.C., S.D.N.Y., 1914); Julius 
Kessler & Co. v. Goldstrom, 177 F. 392 (C.C.A. 8, 1910). It was not 
feasible, or necessary, to shop each of the 1,800 to 2,000 retail dealers who 
defendant deals with in Baltimore. 


If the substitution is unintentional, then as was said in Kresge Co. v. 
Winget Kickernick Co., 96 F.2d 978, 987 [28 TMR 342] (C.C.A. 8, 1938), 
where Kickernick and Kickaway were held to be too similar, if the clerks 
who sell the product are confused by selling one product for the other, such 
is evidence of the probability of confusion by customers. The clerk, who 
acts intentionally, can use the excuse, ‘‘I thought you said mT. srInal, if the 
customer discovers or returns the article furnished him. 


While the appearance of the pint and half pint bottles are virtually 
indistinguishable when viewed from the side or back because of the shape 
of the bottles, red celoseal at the neck and color of the wine, no person of 
reasonable intelligence should, from the labels alone, mistake one for the 
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other. The present day extensive use of the radio for advertising makes 
probability of confusion and deception simpler and greater than formerly. 
Similarity of sound is the important element in this case, SIANI is a rather 
complex word for the ordinary person and in view of ‘‘the common slovenly 
pronunciation of the English language,’’ Nims, p. 701, note 20, I think the 
last ‘‘i’’ will, very frequently, either be slurred over, softened or omitted 
in actual speech. However pronounced, I think the expression in the 
LaTouraine Coffee Co. case, supra, p. 117, ‘‘except on the tongues of pre- 
cisionists, both sound alike,’’ is substantially applicable here. And I do 
not believe the very recent switch to sINAI materially changes the situation. 
The prefix mT. not only actually makes the opposing words more alike, but 
it increases the auditory similarity. 


I agree with defendant that plaintiff does not have the exclusive right 
to use MT., but not, as it contends, because it has been used in association 
with other words as a trade mark by others. Defendant has the right to 
use MT. but not in a combination so as to produce the sound effect above 
mentioned. The same contention with reference to the word ‘‘Old’’ was 
rejected in Brown-Forman Dist. Co. v. Bloch Liquor Importers, 99 F.2d 
708, 710 [28 TMR 579] (C.C.A. 7, 1938) as follows: 


‘*Defendant correctly insists that the word ‘Old’ considered alone 
cannot be the subject of infringement. But when the word ‘Old’ is a 
part of the trade mark which is claimed to be infringed and is also 
used as a part of the allegedly infringing trade mark, we must consider 
the word ‘Old’ as an element in the claimed similarity, both visual and 
auditory. The presence of ‘Old’ as the first word of both marks gives 
a common element which easily blends visually and phonetically with 
both ‘Forester’ and ‘Foster’.’’ 


By the same token the letters of the alphabet may be freely used, but 
they cannot be combined in such a way as to produce a sound that is similar 
to the trade mark of another. Esso Inc. v. Standard Oil Co., 98 F.2d 1, 5 
[28 TMR 386] (C.C.A. 8, 1938), which held Esso was infringed by 8. O. 
Defendant’s effort to distinguish the words on the basis of the number of 
letters and syllables is, as said in LaTouraine Coffee Co. case, supra, p. 117, 
a ‘‘form of technical gymnastics’’ which ‘‘is not determinative.’’ I was 
impressed by the fact that defendant’s president, while on the witness 
stand, became confused in the pronunciation of the words, and defendant’s 
vice-president disagreed with his president’s pronunciation of MT. SIANI in 
the pre-trial depositions. The president pronounced MT. SIANI as though 
it were spelled, Mt. See-Annie. The vice-president testified it should be 
pronounced sinal (as though it were spelled Sini). He explained that the 
‘*a’’ is silent in sIANI, although there is nothing on the label to so inform 
or guide the public in its pronunciation. The element of similarity betwen 
marks is discussed by Nims at page 699. 


The decided cases adequately justify the conclusion reached here with 
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respect to the degree of similarity. Reference to a few, not already cited, 
and extracts from some of them, should suffice. 

N. K. Fairbank Co. v. Luckel, King & Cake Soap Co., 102 F. 327, 331 
(C.C.A. 9, 1900). 


‘‘There are many cases where respondent’s packages and labels 
are to the eye so distinctive and unlike the packages of complainant as 
not to deceive purchasers exercising ordinary care, who are accustomed 
to the size of the packages and the general characteristics of the label. 
But how about the stranger who knows nothing about the packages or 
of the labels, but has read the advertising, and remembers the name 
GOLD pusT? Is it not fair to assume in a case like this that a decided 
majority of the purchasers would not ask for a specific size of a pack- 
age with a certain designated label? Would they not call for the 
article by name? * * * so far as the name GOLD DUsT is concerned, 
the dissimilarity of the labels, size of packages, and character of sym- 
bols can make no essential difference. * * * The trade name differs 
from the trade mark in this: That one appeals to the ear more than to 
the eye. The advertisements of the name were for the purpose of 
having the inteuded purchaser ask for GOLD DUST without his having 
any knowledge of the character of the label on the package he was to 
receive, and in this sense the fact that the infringer of the name used 
different devices and symbols would have no great force. * * * It is 
not unusual for a certain specific article advertised extensively, of 
reputed excellence, to become publicly known and called for by the 
name which is more readily retained in the memory”’ (p. 331). 

‘‘Tt may be said that if one stops to reflect upon the names GOLD 
DUST and GOLD DROP and listens to the sound, he will discover that the 
names are not entirely similar. A layman, as well as a lawyer or a 
judge, might so decide upon a careful inspection and reading of the 
names. But in determining that question we must put ourselves in the 
place of a purchaser of ordinary caution, who asks for a washing 
powder called GoLp pust, and from his standpoint determine whether 
he would be liable to be misled or deceived by the name GOLD DROP’’ 
(p. 332). 


Brown-Forman Distilling Co. v. Arthur M. Bloch Liquor Importers, 
Inc., 99 F.2d 708 [28 TMR 579] (C.C.A. 7, 1938). OLD FORRESTER and OLD 
FOSTER. 


‘¢ “Whether there is an infringement of a trade mark does not 
depend upon the use of identical words, nor on the question as to 
whether they are so similar that a person looking at one would be de- 
ceived into the belief that it was the other; but it is sufficient if one 
adopts a trade name or a trade mark so like another in form, spelling, 
or sound that one with a not very definite or clear recollection as to 
the real trade mark is likely to become confused or misled.’ 

* * * 


‘* Also, in the instant case, there was evidence that much of plaintiff’s 
product was sold in taverns where it is served by the drink, and that 
Whiskey served in that manner is bought ‘more by the name than by 
the lavel.’ There is no doubt merit in plaintiff’s suggestion that there 
is such a marked auditory similarity between the words used in the 
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two trade marks, as these words would be pronounced by the public 
generally, that there would be a probability of confusion between the 
two trade names by users and by vendors, when sales are made by the 
drink’’ (pp. 709-710 [28 TMR 579]). 


Solventol Chemical Products, Inc. v. Langfield, 41 F.Supp. 877 [32 
TMR 15] (D.C., E.D. Mich., 1941). 


‘*If the only persons purchasing both parties’ products were deaf 
mutes, the plaintiff’s argument that the two names are dissimilar in 
appearance would be effective. It must be recognized, however, that 
in retail business the transactions are conducted orally and the sound 
of a name is of great significance. Likewise, we must recognize that 
much of the advertising in these times, is conducted by radio, and I 
know of no effective way of avoiding confusion between the sound of 
the defendant’s trade mark souviTE and the plaintiff’s soLvENTOL’’ (p. 
880 [32 TMR 157]). 


Western Oil Refining Co. v. Jones, 27 F.2d 205 (C.C.A. 6, 1928). 
SILVER FLASH and SUPER FLASH. 


‘“When we come to consider the use of the name as spoken, we 
have no difficulty in holding that there was infringement, whatever 
doubt there may be as to the effect of its more limited use on signs and 
placards. From the nature of appellee’s business its trade name will 
be frequently spoken; and although a casual observer might not mis- 
take it for appellant’s name when it is written or posted upon placards, 
he would quite likely, we think, mistake the one for the other when 
the words are spoken’’ (p. 206). 


Jantzen Knitting Mills v. Samuel Herlich et al., 24 TMR 48 (D.C., 
E.D. Pa., 1934). 


‘‘T am of the opinion that it [Jazz-sEa] bears a deceptive simi- 
larity to the word Jantzen. Certainly it was no desire to please the 
ear which caused the adoption of that cacophony. I have little doubt 
that it was chosen with the hope that it would carry with it some of 
the defendant’s wide advertising. * * * here the combination of Ja 
and Z sounds, unusual and necessarily stressed, produces a word which 
in my judgment is bound to cause confusion, and the use of which 
transgresses the rules of fair competition’’ (p. 53). 


Pocono Rubber Cloth Co. v. J. A. Livingston, Inc., 79 F.2d 446, 448 
[25 TMR 543] (C.C.A. 3, 1935). 


‘‘The selection of the word SswAvEL by the defendant, following 
so closely upon the selection of the word suAVELLE by the plaintiff, 
would hardly seem a mere coincidence. * * * It is absolutely impossible 
for the defendant to control the pronunciation which the trade would 
give to the word.’’ 


Gehl v. Hebe Co., 276 F. 271 (C.C.A. 7, 1921). HEBE and MEJE, 


‘*A question of similarity of trade names as applied to a particular 
product must of necessity be largely a matter of impression. From 
absolute copy of a name to one which is radically and essentially dif- 
ferent there are names innumerable, with varying degrees and shades 
of difference; and it would be impossible to lay down any general line 
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of cleavage between infringing and noninfringing names. * * * The 
interest of the average consumer in either of the brands is probably 
not such that he would charge his mind with the precise form and 
sound of the word. The general form and sound of the words, having 
marked similarity would strongly suggest the likelihood of confusion. 
Although there was here no evidence of actual confusion on the part 
of customers, this is not easily available, nor indeed necessary where 
the words themselves suggest it’’ (pp. 272-273). 
Stix, Baer & Fuller Co. v. Alfred J. Sweet Co., 49 F.2d 598 [21 TMR 
228] (C.C.A. 8, 1931). comrortT seemed to be a word in general use and 
known to the trade in connection with shoes. 


‘*TIt is hardly to be supposed that customers buying this sort of 
article would be very much impressed by the particular form or 
arrangement of type in the expression YE OLDE TYME, or any spelling 
or any designation or mark on the shoes themselves. Shoes would be 
called for by the name YE OLDE TYME or OLD TYME, and ALL TYME 
COMFORT is easily confusible in sound with YE OLDE TYME COMFORT’’ 
(p. 599). 


SPUN-LO by sUNGLO. Industrial Rayon Corporation v. Dutchess Under- 
wear Corporation, 92 F.2d 33 [27 TMR 665] (C.C.A. 2, 1937). 

BEADED by NU-BEADED, NU-B-DED, Or NUBDED. United Lace & Braid 
Mfg. Co. v. Barthels Mfg. Co., 221 F. 456 (D.C., E.D.N.Y., 1915). 

BEATS-ALL by KNOXALL. American Lead Pencil Co. v. L. Gottlieb & 
Sons., 181 F. 178 (C.C., S.D.N.Y., 1910). 

OH HENRY by 0H JONNIE. Williamson Candy Co. v. Ucanco Candy Co., 
3 F.2d 156 (D.C. Del., 1925). 

MALTMOLAK by MALTCHOLAK. Marshak Maltmolak Co. v. Berko Malted 
Milk Co., 15 TMR 530 (D.C., E.D.N.Y., 1925). 

FLIT by mit. Stanco, Inc. v. Mitchell et al., 23 F.Supp. 205 [28 TMR 
442] (D.C., W.D. Tex., 1937). 

RAMESES by RADAMES. Stephano Bros. v. Stamatopoulos, 238 F. 89 
(C.C.A. 2, 1916). 

CERESOTA by cEeRTOSA. Northwestern Con. Milling Co. v. William Cal- 
lam & Son, 177 F.. 786 (C.C. Mich., 1910). 

In addition to the above, there is listed in Nims, beginning at page 706, 
a large number of marks which were found by the courts to be infringed 
by others where the degree of similarity was, in many instances, less than 
in the case at bar. 

In argument, defendant contended that as the name MT. SIANI was 
already registered in the Patent Office in connection with wine by Fruit 
Industries, Ltd. of California, at the time plaintiff applied for registration 
of MT. ZION, the latter must have been regarded as not similar to the former 
or its registration would have been refused. The action, or inaction, of 
examiners in the Patent Office is only prima facie correct, and is not binding 
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on the courts. United Lace & Braid Mfg. Co. v. Barthels Mfg. Co., supra, in 
which it was held that BEEDED is a valid trade mark, although the Patent 
Office examiner denied it registration on the ground it is descriptive of the 
goods. But the answer to defendant’s contention is that, under the Act of 
1920, all marks used in commerce for not less than one year, must be regis- 
tered, provided that they are not identical with marks already in use on 
merchandise of the same descriptive properties. Nims, p. 737. The two 
marks are, of course, not identical. There is no evidence in the case as to 
when or where, if at all, Fruit Industries, Ltd. used mt. srnal in connection 
with the sale of wines. Industrial Rayon Corp. v. Dutchess Underwear 
Corp., supra (Augustus N. Hand, J.) which involved a somewhat similar 
problem. Defendant stated at the trial that Fruit Industries, Ltd. has long 
since abandoned the use of mT. stnal. At least, since 1916, the courts have 
protected the right of each of two owners to the use of the same trade mark 
in different territories. Nims, p. 642. There is also a provision in the 
present law for concurrent registration of the same trade mark by different 
owners. Title 15, section 1052. 

This leaves for consideration the question as to whether the defendant 
is engaged in unfair competition in the use of said trade names. As stated 
in Baltimore Bedding Corp. v. Moses, supra, p. 237 [34 TMR 17] ‘‘what 
constitutes unfair competition in a given case is governed by its own par- 
ticular facts and cireumstances.’’ The law is succinctly stated at page 236 
[34 TMR 17] as follows: 

‘‘This law, both in letter and spirit, is laid upon the premise that, 
while it encourages fair trade in every way and aims to foster, and 
not to hamper, competition, no one, especially a trader, is justified in 
damaging or jeopardizing another’s business in fraud, deceit, trickery 
or unfair methods of any sort. This necessarily precludes the trading 
by one dealer upon the good name and reputation built up by another.’’ 
In order to establish unfair competition it is necessary to find fraudu- 

lent intent, but this may be inferred from all the facts and circumstances. 
The subject is discussed in Nims beginning at page 1081. A brief reference 
to the facts indicates quite clearly to me that defendant adopted and used 
the name MT. sIANI for the express purpose of getting the benefit of the 
plaintiff’s good will and extensive advertising by causing confusion on the 
part of purchaser of plaintiff’s wine and making it possible for retailers to 
deceive purchasers. 

I have seen and heard the officers of both corporations testify. They 
are experienced in the particular business which, incidentally, is highly 
competitive. Plaintiff, over a period of years, developed an apparently 
good quality of kosher wine which, as the result of very extensive and ex- 
pensive advertising, attained large sales for general use, not limiting to 
sacramental purposes. Defendant considered entering the kosher wine field, 
but it did not act hastily. Its officers ‘‘studied’’ the matter for a couple of 
years during which it considered the various brands and knew or learned, 
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of course, that MT. ZION was the largest seller. Instead of selecting a thor- 
oughly distinctive and arbitrary name which would bear no resemblance to 
any brand name in the field and building a reputation for it so it would be 
in demand, defendant, starting from scratch, resurrected sINAI which had 
been used, not over three months, and abandoned ten years before.‘ This, 
or its so called corruption, SIANI, was not sufficient, and in order ‘‘to balance 
it’’ the word mT. was added. The ‘‘balancing’’ also made it sound more 
like MT. ZION. 


While all this was in the infant stage and about the only expense in- 
curred by defendant was the cost of labels, defendant’s attention was called 
by plaintiff to the similarity between the names and the probability of 
confusion, but defendant did not pause and consider the adoption of 
another trade mark, it evidently had decided on its course of action, and 
went boldly forward. Thus defendant was unwilling to consider the avoid- 
ance of a potentially dangerous business conflict while the expense of doing 
so would be relatively slight. It may be noted that defendant’s advertising 
in the one year since October, 1952, is not only small in amount, $842, but 
none of it was done by the radio, where the sound of the name would pre- 
dominate. As was so well said in Wolf Bros. & Co. v. Hamilton Brown 
Shoe Co., 206 F. 611, 616 and 617, affirmed in 240 U.S. 251, in eases of 
unfair competition the fraudulent intent is often inferred from the facts, 
sometimes against the sworn protestations of the defendant; also the fact 
that the retailer is not deceived is no defense, as the question is whether the 
defendant has not knowingly put into the hands of the retail dealers the 
means of deceiving the ultimate purchaser. Judge Lacombe pointed out 
very vividly in National Biscuit Co. v. Baker, 95 F. 135, how the manufac- 
turer of the article complained of usually explains how careful he was in 
adopting a trade name ‘‘not to trespass on any rights of the plaintiff’’ and 
after ‘‘considerable thought’’ he selected a name that ‘‘should make the 
difference between his goods and the complainant’s distinct and plain so 
that there could be no possibility of mistake.’’ He also observed that it is 
a eurious fact that so many manufacturers, when confronted with some 
well advertised trade name or mark of a rival manufacturer, seem to find 
their inventive faculties so singularly unresponsive to their efforts to dif- 
ferentiate. The guilty conscience of Mr. Hertzbach, vice-president of de- 
fendant, was clearly manifested in his deposition, when he gratuitously 
dropped the letter ‘‘a’’ from MT. SIANI in explaining how it should be 
pronounced, for the obvious purpose, as I find, to endeavor to make it 
sound less like MT. zion. Presumption of fraudulent intent may also be 
inferred from continuing unfair acts after notice. Nims, p. 1112. 


Where there is similarity of sound between two names the plaintiff 


1. No trade mark has any value when adopted. Value is created by advertising and 
the quality of the goods in relation to the selling price. For instance, any other word, 
if originally selected by the owner of the trade mark CAMEL for cigarettes, would be 
just as valuable and effective today as the latter. 
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sustains a loss which can never be measured or proved. If a consumer, 
hearing the excellence of plaintiff’s product described by radio, but not 
being familiar with it, is furnished the defendant’s product by the retailer, 
he may use it without realizing it is not the article described on the radio. 
If it pleases him he may become a permanent user of it. The plaintiff has 
thus lost a customer. 

In Stanco Inc. v. Mitchell, supra, the court said the Federal Court 
rule that there was no excuse for even an approximate similation of a well 
known trade mark applied to goods of the same descriptive properties, 
should be rigidly enforced when the trade mark is applied to an identical 
commodity, and that any reasonable doubt as to whether an infringement 
of a trade mark exists should be resolved against the newcomer in the field. 
I take the latter to mean, not a shifting of the burden of proof, but an 
application of familiar equitable principles to require fair competition in 
business. A court of equity is more disposed to act where the effect on the 
defendant will be very slight, but the injury to the plaintiff may become 
very substantial if it fails to act. The fact that mT. zIon could have been 
registered under the present trade mark law at any time since July, 1947, 
before defendant began using MT. SIANI, and thereby plaintiff would have 
become entitled in this case to the presumptions that result from such regis- 
tration, is also not without significance in considering the equities involved. 


I find that the charge against the defendant of unfair competition has 


been established and that the plaintiff is entitled to relief. An appropriate 
decree may be presented for signature. 


THE ALUMINUM AIR SEAL MANUFACTURING CO. 
v. TRIM-SET CORPORATION 


Appl. No. 5999—C.C.P.A.—November 24, 1953 


CANCELLATION—APPEALS—CourRT OF CUSTOMS AND PATENT APPEALS 
Court in cancellation proceeding will, of its own volition, notice descriptive 
portions of marks alleged to be confusingly similar. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Although contested marks should not be judicially dissected, similarities in 
significance, sound and appearance cannot be overlooked as they provide a rational 
foundation for judging general subjective impression made by marks upon public. 
Composite mark dominated by TRIM-A-SEAL, for storm windows, screens and 
doors, is confusingly similar to TRIM-sET, for metal windows, frames and doors; 
assuming TRIM is descriptive, SEAL and SET are not sufficiently dissimilar to avoid 
confusion. 

Trade-Mark Cancellation No. 5661 by Trim-Set Corporation v. The 
Aluminum Air Seal Manufacturing Co., Registration No. 530,753 issued 
September 12, 1950. Registrant appeals from decision of Examiner-in- 
Chief sustaining petition. Affirmed. 

Case below reported at 42 TMR 782. 
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Harvey B. Jacobson, of Washington, D. C. (John H. Lewis, Jr., of Trum- 
bull, Conn., of counsel) for appellant. 

Charles R. Allen and Charles R. Allen, Jr., of Washington, D. C. (Cook 
& Robinson, of Seattle, Wash., of counsel) for appellee. 

Before GARRETT, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
CoE, Associate Judges. 


CoLE, Judge. 

The appellant herein seeks a reversal of a decision of the Examiner- 
in-Chief of the United States Patent Office in a trade mark cancellation 
proceeding in which it was held that the mark of the appellant, TRIM-a- 
SEAL and design, and that of the appellee-cancellation petitioner, TRIM-SET, 
were of such near resemblance as would lead, or likely lead, to confusion 
in trade as to the origin of the respective goods of the parties. 

The appellant’s mark, registered on the Supplemental Register of the 
Patent Office, consists of a pictorial representation of a cross section of 
‘fa structural member of generally I-beam shape, the words TRIM-A-SEAL 
with TRIM-A- and SEAL disposed between the horizontal members of the 
I-beam and on either side, respectively of the vertical member of the I-beam 
and a slogan MAKES THE WEATHER BEHAVE disposed on the end face of the 
horizontal and vertical members * * *’’. The mark is affixed to combina- 
tion storm windows, screens, and doors and has allegedly been in use since 
September of 1948. 

Appellee’s word mark, TRIM-SET, applied to metal windows, window 
frames, and doors was adopted and used prior to appellant’s acquisition 
of its mark. Admittedly, the products of the parties are substantially 
identical, and it is not disputed that such products are distributed in the 
same geographical areas through similar channels of trade. 


The appellee made application for the registration of its mark on the 
Principal Register of the Patent Office prior to appellant’s application for 
registration of its mark. Registration of appellant’s trade mark on the 
Supplemental Register, however, antedated appellee’s registration, but as 
the appellee does not affirmatively rely on its subsequent registration in 
this proceeding, it is unnecessary to further develop other factual matter. 


Prior use having been established by the appellee, the sole issue for 
determination is whether or not the contested marks so resemble each other 
that their concurrent use on goods possessing the same descriptive prop- 
erties will lead to the possibility of trade confusion or deception of pur- 
chasers. 

In resolving this question in the affirmative, the Examiner-in-Chief 
reversed the decision of the Examiner of Interferences who was of the 
opinion that the marks, considered in their entireties, were not deceptively 
similar. In announcing this conclusion, the Examiner of Interferences was 
largely influenced by his interpretation of the holdings in several decisions 
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of this court and the tribunals of the Patent Office. The Examiner-in- 
Chief, however, took the position and expressed the view, broadly restated, 
that the word notation TRIM-A-SEAL occupied a predominating place in the 
mark of the appellant, and that as the word TRIM was common to the initial 
portion of each mark, it was necessary for the appellant to negate the pos- 
sibility of confusion by providing a word or words for the remainder of 
its mark which would clearly differ from that used by the appellee. The 
Examiner-in-Chief was of the further opinion that the remainder of the 
notations, SEAL and seET, did not present a sufficient distinction in sound 
or appearance which would obviate the likelihood of confusion when the 
involved marks were considered in their respective entireties. 


While the appellant’s mark consists of the hyphenated words TRIM-A- 
SEAL in association with the previously described pictorial representation 
and a somewhat obscured slogan MAKES THE WEATHER BEHAVE, the former 
was conceded to be the dominant part of the composite mark, and the 
express notation by which appellant’s goods would most likely be requested. 
The hub of the controversy, therefore, is directed to a determination of 
the confusingly similar aspects of the notations TRIM-A-SEAL and TRIM-SET 
on practically identical merchandise. 

The appellant urges that the initial portion of each expression, TRIM, 
is descriptive of the products of both parties, and being descriptive cannot 
function as an origin indicating medium or the dominant part of either 


mark, or be given other than little weight in determining confusing simi- 
larity between marks involving other features. The appellant contends 
that TRIM is a word used in the building trade denoting the finished trim- 
ming of window frames or the like, and that as appellee commonly sells 


>? 


its products in ‘‘sets,’’ appellee’s mark is wholly descriptive and conse- 
quently lacks trade mark significance. The appellant further argues that 
such descriptive words cannot be exclusively appropriated and henceforth 
the marks, viewed as a whole, are not likely to mislead or confuse prospec- 
tive purchasers. 

The Examiner of Interferences, in his opinion, correctly stated: 

* * * Petitioner in this proceeding is not seeking to monopolize 
the words TRIM and sET, nor the expression TRIM-SET, but merely to 
cancel respondent’s registration of the notation TRIM-A-SEAL because 
of prior use by it of a confusingly similar notation upon the same or 
similar goods and the likelihood of damage to petitioner by reason 
thereof. If petitioner proves these allegations it is entitled to pre- 
= *-* 

This court in a cancellation proceeding will, of its own volition, 
notice descriptive portions of marks alleged to be confusingly similar. 
Although it is well established that a descriptive word can have, in itself, 
little or no trade mark significance and cannot properly be considered as 
being the dominant part of a trade mark, it is equally well established 
that the controlling and decisive principle is whether the competing marks 
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are confusing when observed in the light of their over-all presentations. 
In this respect, it is true that in the final analysis the contested marks 
should not be judicially dissected or component parts measured one 
against the other, as the purchaser himself does not dissect the marks, 
but is confused, if at all by the mark as a whole. From a purely objective 
standpoint, however, existing and apparent similarities in significance, 
sound, and appearance between constituent parts of trade marks cannot 
be overlooked as they provide a rational foundation upon which a conclu- 
sion may be formed as to the general subjective impression made by the 
marks upon the buying public. 

Whether TRIM-SET and TRIM-A-SEAL be comprised of mere descriptive 
designations or otherwise, we cannot close our eyes to the fact that the 
word TRIM is common to each mark, and whether dominant or not, its very 
presence in the initial portion of each mark is of significant concern. 
Assuming that TRIM is descriptive of the goods, and therefore entitled to 
a lesser degree of weight than if it were wholly arbitrary, the remainder 
of the marks, sET and sEAL, do not adequately differentiate in themselves, 
either in sound or appearance, and to the extent to which they might be 
considered dissimilar upon close comparison, the contrast is obscured when 
the marks are considered in their entirety. 

Although somewhat repetitious, the following is quoted with approval 
from the clear and concise opinion of the Examiner-in-Chief [42 TMR 


782] : 


It is true that marks must be considered in their entireties but 
pictorial representations cannot be spoken and the goods would be 
called for by means of the name and not by the picture. The slogan 
MAKES THE WEATHER BEHAVE is sO inconspicuous in the mark that it 
is clearly subordinate to the words TRIM-A-SEAL. Both petitioner’s 
mark and respondent’s mark have TRIM as the first word which would 
be spoken in calling for the goods and as the first part of the mark 
TRIM obviously forms a conspicuous part thereof and whether arbi- 
trary, suggestive or descriptive cannot be ignored. Being a newcomer 
in the field and having adopted the identical first term of another as 
the first term of his mark respondent clearly has the duty of selecting 
such word or words for the remainder of his mark that there can be 
no possibility of confusion. This respondent has failed to do since the 
words SEAL and sET look somewhat alike and sound somewhat alike 
when spoken in connection with the word trim. It is true that 
respondent has a vowel ‘‘a’’ inserted between TRIM and SEAL but this 
is capable of being slurred to the point of extinction. The courts 
have repeatedly held that the public ought not be required to dissect 
and analyze trade marks in order that confusion and deception might 
be avoided. * * * 


For the reasons hereinbefore stated, the decision of the Examiner-in- 
Chief is affirmed. 


JOHNSON, Judge, dissents. 


SS 
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EX PARTE PETERSEN & PEGAU BAKING CO. 
(by change of name, P. F. PETERSEN BAKING COMPANY) 


Commissioner of Patents—October 9, 1953 


TRADE-MARK AcT or 1946—SEcTION 8 


Where specimen of mark as currently used submitted with affidavit of use under 
section 8 differs from mark as originally registered in that the words PETER PAN 
are printed somewhat differently and an oval design and two leaves are omitted the 
Examiner is directed to accept the affidavit of use since the dominant and distinc- 
tive feature of the mark are the words PETER PAN and the design is mere back- 
ground and not an integral part of mark. 


Trade-mark Registration No. 190,771 of Petersen & Pegau Baking 
Company (by change of name, P. F. Petersen Baking Company). Peti- 
tion from Examiner of Trade-Marks refusing to accept affidavit of use 
under Section 8. Petition granted. 

Charles R. Allen and Charles R. Allen, Jr., of Washington, D. C., for peti- 
tioner. 


LeEeEps, Assistant Commissioner. 

The registrant has petitioned the Commissioner for review of the action 
of the Examiner of Trade Marks refusing to accept the affidavit of use 
under the provisions of Section 8 of the Trade Mark Act of 1946. Refusal 
was based on the ground that ‘‘The mark as presently used, as shown by 


the specimen attached to the affidavit, differs materially from the mark as 
registered, and it must be concluded on the basis of the specimen that said 
mark is not in use.’’ 


The mark, consisting of the words PETER PAN enclosed with a fluted 
oval design and designs of two leaves near the perimeter of the oval, was 
registered on October 21, 1924, for bread, in Class 46. Renewal was effected 
in 1944, and the mark was published on March 2, 1948 under the provi- 
sions of Section 12(c) of the Act. The affidavit was filed on April 28, 1953. 

The specimen filed with the affidavit shows the words PETER PAN, in a 
type somewhat different, but not materially so, from that appearing in the 
registration, enclosed within a stylized form of rectangle, and the leaves 
do not appear. 

Obviously, the dominant, and perhaps the only truly distinctive, fea- 
ture of the registered mark is the words PETER PAN. There can be no doubt 
that the word feature is still in use. The design is considered to be mere 
background and not in any sense an integral part of the trade mark. 

A number of trade marks are being used today with a background dis- 
play different from that shown in the registration. This is notably the fact 
where marks, such as the instant one, are used on products sold through 
self-service retail outlets where eye appeal of the package is of great impor- 
tance, and where the setting of the trade mark is changed from time to time 
for better display. 
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For obvious reasons, it is desirable to amend such registrations, under 
the provisions of Section 7(d), eliminating abandoned matter which is not 
an integral part of the mark and the elimination of which will not alter 
materially the character of the mark, in order that the registration records 
accurately reflect the existing situation as to the mark actually in use. 


The affidavit filed under Section 8 is accepted, and the examiner is 
instructed to take action in conformity herewith. 


THE ERIE BREWING COMPANY 
v. KOLLER BREWING COMPANY, INC. 


Commissioner of Patents—December 1, 1953 


CANCELLATION—DEFENSES 


Whatever rights registrant may have acquired by laches, such rights cannot 
extend to holding of registration in face of prior and contemporary use of con- 
fusingly similar mark. 


CANCELLATION—PLEADING AND PRACTICE 


Although petitions to cancel 1905 and 1920 Act registrations are joined in 
same instrument, examiner should consider each independently. 

Reversal of examiner’s decision so as to sustain petition to cancel registrations 
does not indicate that petitioner will obtain its registration, since its applications 
are under section 2(f). 

While it is ordinarily not proper to consider matter of concurrent registrations 
in opposition or cancellation proceeding, it may be that testimony is sufficient to 
determine matter, and respondent is given leave to move that 1905 Act registration 
be restricted territorially, rather than cancelled. 


Cancellation proceeding by The Erie Brewing Company v. Koller Brew- 
ing Company, Inc., Registration No. 348,351 issued July 20, 1937 and Reg- 
istration No. 351,598 issued November 2, 1937. Petitioner appeals from 
decision of Examiner of Interferences. Reversed. 


Cushman, Darby & Cushman, of Washington, D. C. for petitioner-appel- 
lant. 


Wallace & Cannon, of Chicago, Illinois for registrant-appellee. 
FEeperico, Examiner in Chief. 


The Erie Brewing Company has appealed from the decision of the 
Examiner of Interferences dismissing its petition to cancel two registrations 
of Koller Brewing Company, Ine. 

One of the registrations involved, No. 348,351, was issued July 20, 
1937 under the Act of 1920 and discloses the name KOLLER used as a trade 
mark for beer; use since September 9, 1933 is alleged. The other registra- 
tion, No. 351,598, was issued Nov. 2, 1937 under the Act of 1905 and dis- 
closes KOLLER’S TOPAZ as a trade mark for beer; use of this composite mark 
since Aug. 12, 1935 is alleged. 


The petition for cancellation, which was filed July 26, 1950, is based 
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upon prior use by the petitioner of KOEHLER’s as a trade mark for beer. 
Both parties have introduced testimony as to their use of the respective 
marks. The examiner found that petitioner’s use was prior and no question 
as to priority is involved in the appeal. The examiner also held that the 
marks were obviously confusingly similar. Petitioner in its brief states 
that there can be no dispute over the finding that the respective marks, 
applied to the same goods, are likely to cause confusion in trade, and this 
is not denied in respondent’s brief. 

The examiner dismissed the petition as to the Act of 1905 registration 
solely on the ground of laches, and dismissed the petition as to the Act of 
1920 registration, while holding that laches was not applicable, merely for 
the reason that petitioner had not succeeded on the other registration. 


It does not appear that petitioner had any actual knowledge of the 
respondent’s registrations until they were cited as references by the exam- 
iner against three applications to register its mark which petitioner had 
filed in 1948 and 1949. The Examiner of Interferences held that the Act 
of 1905 registration constituted constructive notice since its date, Nov. 2, 
1937, and that petitioner’s failure to apply for cancellation thereof earlier, 
during which time the respondent had innocently proceeded with the devel- 
opment of its business, is deemed to constitute such laches as to preclude 
petitioner from now seeking cancellation thereof, citing Willson v. Graphol 
Products Co., Inc., 89 USPQ 382 (41 TMR 591) (C.C.P.A.). 


Petitioner contends that, as respondent had no knowledge of peti- 
tioner’s prior and continuous use, respondent did not continue the use of 
its mark in reliance upon any inactivity on the part of the petitioner. 
Furthermore, respondent’s business did not grow in volume or expand geo- 
graphically, on the contrary, it shrank materially until at the time of taking 
the depositions the volume was approximately one-fifth of what it had once 
been and the territorial extent was also less than it had formerly been. 
Petitioner contends that Willson v. Graphol does not apply since the state- 
ment of the court in that case [41 TMR 591], ‘‘appellee [petitioner], 
having stood idly by for some ten years during which time appellants 
[respondent] innocently conducted and built up their business until it was 
larger than that of appellee, is now precluded by laches from obtaining 
cancellation of appellants’ trade marks,’’ is not true here since respondent 
has not built up any business. 


The examiner did not agree with the above contention, but regardless 
of the merits thereof I am of the opinion that laches is not applicable in 
this case. In Willson v. Graphol the petition for cancellation was based 
on a prior registered trade mark of the petitioner; both parties had regis- 
trations and these registrations had been in simultaneous existence for 
some ten years. Similarly in Lightnin Chemical Co. v. Royal Home Prod- 
ucts, Inc., 94 USPQ 178 (42 TMR 743), wherein the Court dismissed a 
petition for cancellation for laches, the petition was based upon a registered 
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trade mark and the registrations of both parties had been in simultaneous 
existence for some twenty years. The result of the court’s decisions in 
these cases was to leave both parties with the existing registrations which 
they each had held for some time, and not to leave a registration in the 
hands of the later user while d@priving the earlier user of a registration, 
as would be the result in this ease wherein the petitioner does not have a 
registration. Whatever rights réspondent may have acquired by laches, I 
do not believe that such rights could extend to the holding of a registration 
with a prima facie valid exclusive right extending throughout the entire 
United States, in the face of prior and contemporary use of a confusingly 
similar mark. 


With respect to the Act of 1920 registration, against which laches was 
held not applicable, the examiner dismissed the petition to cancel merely 
because petitioner had not sueceeeded against the Act of 1905 registration, 
although grounds for canceling the Act of 1920 registration had been 
established. Since the examiner is reversed as to the Act of 1905 registra- 
tion, reversal as to this registration follows as a matter of course. However. 
regardless of the merits with respect to the Act of 1905 registration, I 
believe that the examiner was im error in associating the two in the manner 
he did. Although joined im ome petition, there are two separate applica- 
tions to cancel, even under different sections; one is brought under section 
14 of the Trade Mark Act, amd the other is brought under section 24, and 
each should be considered independently of the other, Academy of Motion 
Picture Arts and Sciences v. Academy Award Products, 89 USPQ 451. 


The reversal of the examiner’s decision does not indicate that petitioner 
will obtain its registrations, since its applications are under section 2(f), 
see Lakewood Storage, Inc. v. Calder et al., 98 USPQ 78 (42 TMR 1194). 


The testimony of the respondent is full with respect to the size and 
scope of its business, which is centered in Chicago and extends only to 
neighboring states. The testimony of the petitioner, while not as full, 
indicates that its business is centered in Erie, Pennsylvania, and does not 
extend to the area of the respondent’s business. While ordinarily it is not 
considered proper to consider matters of concurrent registrations in an 
opposition or cancellation proceeding, Lakewood v. Calder, supra, it may 
be that the testimony is sufficient to determine this matter, and respondent 
is given leave to move, within the time for asking for reconsideration, that 
its Act of 1905 registration be restricted territorially under section 18, 
specifically indicating any restriction proposed, instead of canceled. In 
any event the decision herein is without prejudice to an application for 
concurrent registration which may be filed by either party. 


The decision of the Examiner of Interferences dismissing the petition 
for cancellation is reversed. 
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EX PARTE JOANNA NOVELTY CO., INC. 
Commissioner of Patents - December 16, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY 
Application to register JOANNA for blouses refused in view of registration for 
JOANNA for fabrics since public would be likely to think they emanated from same 
source. However, JOANNA is clearly distinguishable from JULIANA lingerie in sound 
and appearance and would not be barred by that registration. 


Application by Joanna Novelty Co., Inc., for registration of trade-mark, 
Serial No. 602,764, filed August 25, 1950. Applicant appeals from decision 
of Examiner of Trade-Marks refusing registration. Affirmed. 


Harry C. Bierman, of New York, N. Y. for applicant. 


Leeps, Assistant Commissioner. 


Registration on the supplemental register is sought for the name 
JOANNA for ladies’ blouses. Use is claimed since April 17, 1946. The 
Examiner of Trade Marks has refused registration, citing Registration No. 
534,183, JoANNA for draperies, upholstery and drapery fabrics of cotton, 
linen, wool and synthetic fibres, cotton cloth by the piece and roll, and 
coated and waterproofed fabrics; and Registration No. 539,203, JULIANA 
LINGERIES, (LINGERIE disclaimed) for nightgowns and slips. The examiner 
also pointed out that this applicant’s right to register JOANNA for the same 
goods under the Trade Mark Act of 1905 was determined in an opposition 
proceeding filed by the registrant of JoANNA (Reg. No. 534,183) for dra- 
peries and fabrics. Applicant has appealed from the refusal to register. 


It appears that this applicant filed an application (Serial No. 517,138) 
under the Act of 1905 to register this identical mark for identical goods. 
After publication, owner of the mark bearing Registration No. 539,203 filed 
notice of opposition (Opposition No. 28,560), although at the time of filing 
such notice, the mark was unregistered. Applicant did not file an answer 
and did not otherwise contest the proceeding. A default judgment denying 
registration was entered. The Examiner held that the applicant’s right 
to register was determined in that proceeding. Applicant contends that 
the present application is filed under the Act of 1946 ‘‘which has substan- 
tially different provisions and procedures than the Act of 1905,’’ and ‘‘it is 
believed that a decision under the Act of 1905 is not res adjudicata in a 
situation arising under the Act of 1946.’’ 


In view of the fact that Joanna for fabrics and Joanna for blouses 
are spelled and pronounced the same, although the display differs some- 
what, and of the further fact that the goods are of such nature that if sold 
under the same mark the public would be likely to believe that they ema- 
nated from the same source, applicant is not entitled to the registration 
which it seeks. It is not necessary, therefore, to pass upon the effect of 
the prior opposition proceeding. 
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The decision of the Examiner of Trade-Marks refusing registration is 
affirmed. 


CANADA DRY GINGER ALE, INCORPORATED v. GREISLER 
No. 30124 - Commissioner of Patents - December 17, 1953 


TRADE-MARK AcT oF 1946—REGISTRABILITY—IN GENERAL 
HI-TOP confusingly similar to HI-spoT for soft drinks since sound and appear- 
ance are so close as to be indistinguishable and products are inexpensive and 
casually purchased by all age groups. 

Opposition proceeding by Canada Dry Ginger Ale, Incorporated Vv. 
Lewis Carl Greiser, Serial No. 572,971, filed January 28, 1949. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 

James F. Hoge and Lenore B. Stoughton, of New York, N. Y. for opposer- 
appellee. 
M. J. Becker, of New York, N. Y. and Charles R. Allen, of Washington, 


D. C. for applicant-appellant. 


LeeEps, Assistant Commissioner. 


Registration of HI-ToP is sought for soft drink concentrates, syrups 
and beverages. Use is claimed since June 1, 1946. sig etre has been 
filed by the owner of HI-spoT, registered on December 22, 1936, for soft 
drinks. The Examiner of Interferences sustained the opposition and denied 
registration. Applicant has appealed. 


Opposer’s testimony shows consumer sales of HI-spoT during the years 
1942-1951 amounting to 4,685,000 cases of 24 bottles each, and during the 
years 1948-1951, sales of soda fountain syrup to the retail outlets amounted 
of 152,000 gallons; the product has been extensively advertised since 1938 
in newspapers, trade periodicals, magazines of National circulation, on 
radio and on television, twenty-four sheet posters, and by point-of-purchase 
displays; distribution of its product is nationwide. 


Applicant took no testimony. 


The registration shows the mark as a hyphenated word, HI-sPoT, written 
on a single line, but the testimony and exhibits indicate that in recent years 
it has been displayed in two lines, that is HI- appearing above spot. Appli- 
eant’s mark is a hyphenated word, HI-Top, written on a single line. 


Opposer’s exhibits show that from time to time its advertising has 
featured the expressions ‘‘Tops all for Thirst’’ and ‘‘Puts you right on 
Top.”’ 

Considering the nature of the products, being inexpensive and casually 
purchased by all age groups and classes of people, I am of the opinion that 
the applicant’s mark HI-ToPp is not sufficiently different from opposer’s 
mark HI-sPoT, either in sound or appearance, as to obviate likelihood of 
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confusion, mistake, or deception of purchasers. They may be completely 
dissimilar in meaning, as applicant contends; but such dissimilarity is 
unimportant when the sound and appearance are so close as to be indis- 
tinguishable. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE CHECKER CAB MANUFACTURING CORPORATION 


Commissioner of Patents - December 17, 1953 
EFFECT OF REGISTRATION—1905 ActT 
Registration of checkered band for taxicabs under 1905 Act raises a presump- 

tion of registrability under 1946 Act and entitles applicant to have reasonable 
doubt resolved in its favor. 

REGISTRATION PROCEDURE—EVIDENCE 
Proof indicates that purchasers of taxicabs are familiar with checkered band and 
have long recognized it as indicating taxicabs manufactured by applicant. Test 
is not what the checkered band means to ‘‘riding public’’ but what it means to 
purchasers and therefore checkered band is a mark, symbol or device which identifies 
the vehicles of this applicant and distinguishes them from those manufactured and 
sold by others, and is, therefore entitled to registration. 


Application by Checker Cab Manufacturing Corporation for registra- 
tion of trade-mark, Serial No. 575,838 filed March 22, 1949. Applicant 
appeals from decision of Examiner of Trade-Marks refusing registration. 
Reversed. 


Otis A. Earl, of Kalamazoo, Michigan for applicant. 


LEEps, Assistant Commissioner. 

Application has been filed to register on the Principal Register as a 
trade mark for taxicabs a checkered band substantially encircling the 
vehicle near the upper edge of the main body portion where it joins the 
top portion. Use is claimed since January 1, 1921. Photographs of an 
automobile (or CHECKER cab) showing the mark as actually used are sub- 
mitted in lieu of ‘‘specimens,’’ and the representation of the vehicle is, of 
course, disclaimed. 

Applicant owns Registration No. 271,085, issued on May 27, 1930 under 
the Trade Mark Act of 1905 (renewed May 27, 1950) for substantially the 
same mark for taxicabs. It also owns principal register Registration No. 
532,806 issued on October 31, 1950 for the word cHECKER for taxicabs; and 
principal register Registration No. 573,131, issued on April 14, 1953 for 
the word CHECKER and design for taxicabs. 

The examiner correctly stated: ‘‘This prior registration (Reg. No. 
271,085) raises a presumption of registrability and entitles the applicant 
to have resolved in its favor any reasonable doubt as to this question.’’ 
Citing: Ex parte Hall, 73 USPQ 8, (32 TMR 279) (Com’r., 1947), Ex parte 
Fairy Silk Mills, 74 USPQ 209, (37 TMR 606) (Com’r., 1947). He then 
added : 
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‘‘It is the view of the examiner, however, that the nature of the 
mark and the historical background of its use removes any reasonable 
doubt and renders the mark not registrable under the last paragraph 
of Section 46(b) of the statute which provides that marks registered 
under previous Acts may, if eligible, also be registered under this Act.’’ 


Registration has been refused on the ground that the checkered band 
sought to be registered is ‘‘mere surface ornamentation’’ and thus does not 
qualify as a trade mark. The several Office actions which resulted in the 
final rejection indicate that the examiner indulged in certain assumptions 
and presumptions which not only are without support in the record, but 
are rebutted by evidence appearing in the record. 


The question to be determined is simply this: Does the checkered band 
around the body of taxicabs indicate to purchasers of the vehicles origin 
in this applicant. 

Applicant is a manufacturer of automobiles commonly employed as 
taxicabs. Approximately fifty percent of its output in 1940-41 and 1948-49 
were marked with the checkered band. The vehicles are sold to individuals 
who operate a taxi service and to fleet operators of taxicabs. Affidavits of 
the presidents of two fleets in New York City (filed on appeal) recite that 
they are familiar with the checkered band sought to be registered here and 
have long recognized it as indicating taxicabs manufactured by this appli- 
cant. 


The examiner stated: ‘‘It is believed the only possible purpose served 
by the presented design is to direct attention to a service of transportation 
* * *”’: and ‘‘the checkered band as applied to the cabs is necessarily 
directed to the attention of the riding public rather than to the purchasing 
public.’’ There is nothing in the record to support these statements. The 
question here is not what the checkered band means to the ‘‘riding public’’ 
but what it means to purchasers. 


This applicant has used the checkered band since 1921; and so far as 
this record shows, its use has been exclusive. As early as 1922, the Supreme 
Court of New York County enjoined a taxicab operator from using a 
checkered band on a cab not purchased from the predecessor of this appli- 
eant. Checker Cab Co. v. Sweeney, 2 TMR 58. A registration of the 
checkered band issued under the Trade Mark Act of 1905, and a careful 
comparison of that Act with the Act of 1946 does not disclose any provision 
of the later Act which will support a more restrictive test of eligibility of 
this mark for registration. Indeed, the legislative history of the later Act 
clearly indicates an intent generally to broaden the scope of eligibility. So 
far as this mark is concerned, I am of the opinion that it was proper subject 
matter for registration under the prior Act and is proper subject matter for 
registration under the present Act. 


Upon the record before me, I am constrained to disagree with the 
examiner and hold that the checkered band sought to be registered is a 
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mark, symbol or device which identifies the vehicles of this applicant and 
distinguishes them from those manufactured and sold by others, and is, 
therefore, entitled to registration. 


The decision of the Examiner of Trade Marks is reversed. 


EX PARTE CHICAGO TOWEL COMPANY 


Commissioner of Patents - December 17, 1953 


TRADE-MARK ACT OF 1946—CONSTRUCTION—SECTION 45 
Use of mark DRY-O-MATIC on paper towel dispensers is not sufficient trade-mark 
use for paper towels and does not meet requirement of Section 45 regarding 
registration of a mark when it is ‘‘placed in any manner on the goods or their 
containers. ’’ 
Application by Chicago Towel Company for registration of trade- 
mark, Serial No. 600,649 filed July 14, 1950. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 


William E. Lucas, of Chicago, Ulinois for applicant. 


LeEpDs, Assistant Commissioner. 


Application has been filed to register on the principal register the com- 
pound word pry-0-MaATic for paper towels. Use is claimed since June 26, 
1950. The Examiner of Trade Marks has refused registration on the 
ground that the specimens submitted with the application do not show 
trade mark use on paper towels, and applicant has appealed. 


It appears that this applicant has obtained a registration (Reg. No. 
561,089) of the same mark for towel cabinets (paper towel dispensers), and 
that the specimens submitted with that application were decalcomanias 
identical with those submitted here. It is obvious that such decalcomanias 
are not suitable to apply to paper towels themselves, nor are they suitable 
for marking packages of paper towels for shipment in commerce. 


Applicant contends that the statute provides for registration of a mark 
when it is ‘‘placed in any manner on the goods or their containers,’’ and 
argues that the dispensers are ‘‘containers’’ within the meaning of the 
statute. It cannot be doubted that dispensers are ‘‘containers’’ in one 
sense, but there is considerable doubt that they are the type of containers 
meant in the definition of ‘‘use in commerce’’ in Section 45 of the Trade 
Mark Act of 1946. 

The specimens are intended, and according to the application which 
matured into Registration No. 561,089 are used, to identify the origin of 
the paper towel dispenser. There is nothing in the record here to show that 
these are the containers in which paper towels are packaged and trans- 
ported in commerce. 

Applicant is a towel company, and the specimens indicate that it 
operates a towel and linen service. In the performance of such service, it 
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is assumed that it operates in the usual manner, i.e., it contracts with insti- 
tutions, industries, office buildings and the like to supply clean towel service 
—linen and paper—on a periodic delivery and pick-up basis, and in con- 
nection with the service it installs stands for linen towels and dispensers 
for paper towels. The dispensers for paper towels, with which we are 
concerned here, are not the original ‘‘containers’’ or the shipping ‘‘con- 
tainers’’ for the paper towels. They are the containers for local dispensing 
of the towels on the premises where they are installed. The record here 
necessitates a holding that the specimens are insufficient to show a trade 
mark use in commerce of DRY-O-MATIC on paper towels. 


The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE FAIRFIELD LABORATORIES, INC. 


Commissioner of Patents—December 18, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
RODASAN is confusingly similar to ROTOSAN where both marks are used in con- 
nection with germicidal preparations since marks must be considered in their 
entireties and when so judged are similar in appearance and sound. 
Allegation that registrant’s mark is not in fact in use in the United States 
may be considered only in a proceeding to cancel the registration. 


Application by Fairfield Laboratories, Inc. for registration of trade- 


mark, Serial No. 588,209 filed November 23, 1949. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Albert L. Jacobs, of New York, N. Y. for applicant. 


FepErico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade Marks 
refusing registration. 

The mark sought to be registered is RODASAN. The goods were specified 
as ‘‘germicides, disinfectants and deodorants in aqueous solution form’’ in 
the application as filed and after some criticism this statement of the goods 
was amended to ‘‘germicidal, disinfectant and deodorant preparation in 
aqueous solution form for medical, pharmaceutical and industrial pur- 
poses.’’ Use of the mark since February 1, 1948 is alleged. 


Registration was refused by the examiner on the basis of prior regis- 
tration 226,964, issued April 2, 1927 and renewed, for the mark ROTOSAN 
used for ‘‘chemical substances in solid form for hygienic purposes, such as 
deodorizing, disinfecting, germ and insect killing, and repelling moths and 
other insects. ’’ 

Applicant’s position is, first, that the marks are not confusingly simi- 
lar since the common suffix sAN has a descriptive significance, being derived 
from ‘‘sanitary,’’ and that ropa and roto are different in appearance, pro- 
nunciation and derivation. However, the marks must be considered as a 
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whole and as such are considered confusingly similar in sound and appear- 
ance. 

Applicant asserts that the mark of the registration is not in fact in use 
in the United States and that the goods specified in the registration are 
actually insecticides only. These are contentions which could be considered 
in a proceeding to cancel the registration, but they cannot be considered 
here, and the goods of the registration must be taken as including hygienic 
substances for deodorizing, disinfecting and germ killing. 

It is considered obvious that the goods of the applicant as recited in the 
application as filed and in the amendment above referred to, and the goods 
as recited in the registration, are such that the use of the same or confus- 
ingly similar mark on each would result in likelihood of confusion. 


With the appeal applicant filed a further amendment to the statement 
of the goods which the examiner entered and considered. According to the 
last amendment the statement of the goods now reads ‘‘a dilute aqueous 
solution of alkyldimethylbenzylammonium chloride for medical and phar- 
maceutical use.’’ However, this amendment cannot change the result in 
view of the labels filed with the application. The preparation is called a 
germicide, disinfectant and deodorant, without qualifications, the directions 
on the label state that it is for ‘‘general household, professional and com- 
mercial uses,’’ and some of the listed uses are ‘‘general disinfecting,’’ 
‘‘sponging, mopping, spraying,’’ and as a ‘‘sanitizing rinse.’’ 

The decision of the examiner is affirmed. 


HARVEL WATCH COMPANY v. OLLENDORFF WATCH CO., INC. 
No. 29268—Commissioner of Patents—December 18, 1953 


TRADE-MaRK AcT OF 1946—CONFUSINGLY SIMILAR MARKS 
The term GOTHAM DATE-O0-MATIC for watches is not confusingly similar to 
registrations of DATE-O-GRAPH and SELF-O-MATIC for same goods since the marks must 
be considered as a whole and compared individually, rather than a comparison of 
applicant’s mark with a combination of registrant ’s marks where there is no evidence 
that registrant’s marks are so used in combination. 


Opposition proceeding by Harvel Watch Company v. Ollendorff Watch 
Co., Inc. Application, Serial No. 558,158 filed May 29, 1948. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. ; 


Eric Y. Munson, of New York, N. Y. for opposer-appellant. 
Louis Barnett, of New York, N. Y. for applicant-appellee. 
FEpEriIco, Examiner in Chief. 
This is an appeal by the opposer from the decision of the Examiner of 
Interferences dismissing the opposition. 
The application involved, which was filed May 29, 1948, seeks to reg- 
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ister the term GOTHAM DATE-O-MATIC, written in two lines, as a trade mark 
for watches. 

The opposition is based upon two prior registrations issued to opposer 
in 1943. One registration discloses DATE-0-GRAPH and the other discloses 
SELF-O-MATIC, both used on watches. 

Neither party took any testimony and the only question involved re- 
lates to the similarity of the marks. 

The Examiner of Interferences held that applicant’s mark must be 
considered as a whole, that its second part was different than either of 
opposer’s marks, that neither of opposer’s marks was recognizable as a 
prominent feature of applicant’s mark, that any elements of similarity 
would be dispelled when applicant’s entire mark is considered, and that 
applicant’s mark GOTHAM DATE-O-MATIC is sufficiently distinct and different 
from opposer’s marks that there would be no reasonable likelihood of 
confusion. 

Opposer maintains that applicant’s mark is confusingly similar to 
opposer’s two marks considered together, being a combination of the first 
part of one of them and the last part of the other. However, for the marks 
to be considered together there would have to be evidence of the use of both 
marks in such a manner that it would be proper to combine them when 
comparing the applicant’s mark to them. There is no such testimony and 
applicant’s mark is to be compared only with each of the two registrations 
considered separately. 

Considering GOTHAM DATE-O-MATIC and SELF-0-MATIC, the two do not 
appear to be confusingly similar. These marks are farther apart than the 
marks HOTOMATIC and OIL-0-MATIC held not confusingly similar in Eureka 
Williams Corp. v. McCorquodale, 98 USPQ 138 [44 TMR 53] (C.C.P.A.). 

As to GOTHAM DATE-O0-MATIC and DATE-0-GRAPH, the only things in com- 
mon are the word DATE and the letter O. Opposer admits that this mark 
is used on calendar watches, watches that give the date as well as the time, 
the word ‘‘date’’ is of no greater trade mark significance when used with 
such watches than would be the word ‘‘time’’ used with watches. 


The decision of the examiner dismissing the opposition is affirmed. 


H. D. HUDSON MANUFACTURING COMPANY v. WIZARD, INC. 


(BOYLE-MIDWAY, INC., Assignee, substituted) 
No. 5793 — Commissioner of Patents — December 18, 1953 


TRADE-MARK OF 1946—TITLE ABANDONMENT 
Where petitioner seeks to cancel registration of WIZARD for insecticide sprayers 
issued May 11, 1937 by reason of its prior use of mark for unitary electric sprayers 
for insecticides, proof by petitioner that mark was used in its catalogues for years 
1928-1930 establishes at least use analogous to trade-mark use for those years for 





Vol. 44 T. M. R. HUDSON v. WIZARD 559 


hand sprayers but testimony that mark was applied to electric sprayers ‘‘ during 
the 1930’s’’ is clearly insufficient evidence that petitioner was using mark as a 
trade-mark at the time respondent filed its application. 
CANCELLATION—PLEADING AND PRACTICE 
Burden is on petitioner to prove his use and respondent was under no duty to 
cross-examine petitioner’s witnesses regarding continuity of use. 
Lack of evidence showing discontinuance of use from 1930 to 1941 is immate- 
rial since petitioner is under positive duty to show continued use. 
Cancellation proceeding by H. D. Hudson Manufacturing Company 
v. Wizard, Inc. (Boyle-Midway, Inc., assignee, substituted), Registration 
No. 345,891 issued May 11, 1937. Petitioner appeals from decision of 
Examiner of Interferences dismissing petition. Affirmed. 


Theodore W. Miller, of Chicago, Illinois for petitioner-appellant. 
Dudley Browne, Louis H. Baer, and Mortimer Altin, of New York, N. Y. 
for respondent-appellee. 


LEEpDs, Assistant Commissioner. 

A petition has been filed to cancel the registration of wizaRD, beneath 
which appears a small picture of the bust of a man enclosed within an 
ellipse, (Reg. No. 345,891) for insecticide sprayers. The registration 
issued May 11, 1937 on an application filed November 30, 1936. Peti- 
tioner claims rights in the word WIZARD as a trade mark for portable unitary 
electric sprayers for insecticides, fungicides, pesticides and paints as a 


result of use of the mark prior to the filing date of respondent’s appli- 
cation. The Examiner of Interferences dismissed the petition for the 
reason that the evidence showed a presumption of abandonment of the 
mark by the petitioner prior to and at the time respondent filed its appli- 
cation. Petitioner has appealed. 

Only petitioner took testimony. Its Advertising Manager, employed 
by petitioner since 1948, testified on direct examination that WIZARD was 
first used by his company in 1927 as a trade mark for a hand sprayer; 
the WIZARD sprayer was pictured in a catalog copyrighted by petitioner 
in 1928; the catalog was distributed to wholesale and retail merchants 
throughout the United States (this testimony was not based on his own 
knowledge) ; similar catalogs with price lists including references to the 
WIZARD sprayer were, to the best of his knowledge, distributed in 1929 and 
1930; other catalogs were distributed in 1940 and 1952; advertisements of 
the WIZARD sprayer appeared in ‘‘Institutions’’ magazine in 1947, in 
‘*Pests’’ magazine in 1949, and in ‘‘Soap Bluebook’’ in 1951; and the mark 
WIZARD had been continuously used during the four years the witness had 
been in the employ of petitioner. 

On cross-examination the witness testified that the early sprayers pic- 
tured in the catalogs were hand sprayers; the mark wizarpD is not presently 
used on hand sprayers; he did not know when it was first used on a port- 
able unitary electric sprayer. 
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The Assistant Treasurer of petitioner testified on direct examination 
that he had been employed by petitioner for ten years; the records kept 
by him indicated that the mark wizarp had been used on sprayers during 
the entire tenure of his employment; records earlier than the date of his 
employment are kept elsewhere than in his custody; and production rec- 
ords of WIZARD sprayers from December 1, 1944 to March 31, 1952 show 
a total production of 31,974 sprayers. The witness was not cross-examined. 


The Assistant Secretary of petitioner testified on direct examination 
that he had been employed by petitioner since January, 1930; the approxi- 
mate date of first use on electric sprayers was ‘‘during ‘the 1930’s ;’’ invoices 
for WIZARD sprayers show sales in 1941, 1945, 1946, 1948, 1949, 1950 and 
1951. 


There is no competent evidence to prove that petitioner was using 
WIZARD as a trade mark for any type of sprayer at the time respondent’s 
application was filed nor for a considerable period of time prior thereto. 
The catalogs establish use at least analogous to trade mark use in 1928, 1929 
and 1930. There is not sufficient evidence to establish use between 1930 
and 1941. The testimony of the Assistant Secretary that the mark was 
applied to electric sprayers during the 1930’s is clearly insufficient to sup- 
port a finding that petitioner was using the word as a trade mark at the 
time respondent filed its application. In Plough, Inc. v. Coupland, 45 
USPQ 617, 618 (30 TMR 409) (Com’r., 1940) the Commissioner said : 

‘‘Upon this important issue it seems to me that petitioner must be 
presumed to have made the strongest showing available, and the very 


fact that it contented itself with proof of so vague and indefinite a 
nature is rather convincing to my mind that no such use occurred.’’ 


This statement is applicable here. (See also The Longini Shoe Mfg. Co. 
v. Ratcliff, 44 USPQ 28 (30 TMR 40) (CCPA, 1939); and 22 C.J. §55, 
p. 115.) 

Petitioner urged in its brief and at the hearing that since respond- 
ent did not cross-examine the witnesses on the point of continuity of use, 
petitioner is entitled to all presumptions, ‘‘however slight,’’ which may 
arise from the testimony. With this contention I cannot agree. The 
respondent was under no obligation to prove petitioner’s case. The bur- 
den of proof in a cancelation proceeding rests squarely on the shoulders 
of the petitioner, and this petitioner has not discharged the burden. 


Petitioner contends that there is no evidence to show discontinuance 
of use from 1930 to 1941, and ‘‘undisputed evidence of use from 1941 to 
date definitely refutes possible abandonment,’’ relying upon New Eng- 
land Duplicating Co., Inc. v. Mendes, 90 USPQ 151 (41 TMR 811), (CA 
1, 1951). In eases such as this where a petitioner seeks affirmative relief. 
its burden is a positive one. The determination of its rights must be 
based not on the absence of evidence of discontinuance of use, but on the 
presence of evidence of continued use. Furthermore, a careful reading of 
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the New England Duplicating Co. case, supra, reveals that during the 
period of nonuse the conditions which existed were of a nature which 
excused the nonuse. No such facts appear here. 


The record fails to establish continued use by petitioner of WIZARD as 
a trade mark for sprayers; and it fails to establish any rights in petitioner 
superior to those of respondent. So far as the record reveals, petitioner 
had abandoned the mark at the time it was adopted, used and registered 
by respondent. Petitioner will not be heard to complain about respondent’s 
use which antedates its own use by some five years. 


The decision of the Examiner of Interferences is affirmed. 


THE KURLASH COMPANY, INC. v. MILLERS FORGE MFG. CORP. 
No. 30766 — Commissioner of Patents — December 18, 1953 


TRADE-MARK AcT or 1946—CoNFUSINGLY SIMILAR MARKS 


Where applicant seeks to register TWEEZ-EEZ for toilet tweezers and is opposed 
by registrations of KURLASH TWEEZETTE for tweezers, TWEEZ EASE for cosmetic 
preparations for eyebrows, TWissors for tweezers and prior use of TWEEZETT for 
tweezers and pleads in answer affirmative defense of laches, acquiescence and 
estoppel, unclean hands and counterclaims for cancellation of KURLASH TWEEZETTE 
and TWEEZ EASE the record indicates a prima facie showing of abandonment of 
these marks and since no rebuttal testimony was taken they are deemed abandoned. 

TWEEZ-EEZ not confusingly similar to TWIssoRS since they do not sound or look 
alike nor are they similar in significance. 


REGISTRATION PROCEDURE—PLEADING AND PRACTICE 


No motion of severance of opposition and cancellation proceedings filed hence 
trial proceeds as civil action in which a counterclaim is joined with an answer. 

Applicant-counterclaimant served Request for Admissions under Rule 36 after 
the opening time for taking testimony on the merits and opposer-respondent prop- 
erly ignored the Request since opening date for taking testimony corresponds to 
opening day of trial and discovery proceedings must be completed prior to com- 
mencement of trial and holding of Examiner that opposer-respondent by not 
objecting waived its rights to object was error. 


Opposition proceeding by The Kurlash Company, Inc. v. Millers 
Forge Mfg. Corp., Serial No. 593,808 filed March 11, 1950 in which appli- 
cant counterclaimed to cancel Registration Nos. 269,468 and 319,313. Both 
parties appeal from decision of Examiner of Interferences sustaining oppo- 
sition and counterclaim. Affirmed as to cancellation; reversed as to 
opposition. 

Joseph J. Jubass, of New York, N. Y. for opposer-appellee. 
William R. Liberman, of New York, N. Y. for applicant-appellant. 


LeEps, Assistant Commissioner 

Registration of TWEEZ-EEZ is sought for toilet tweezers. Use is claimed 
since January 31, 1950. Opposition is based on prior use and registration 
of KURLASH TWEEZETTE for tweezers; prior use of TWEEZETTE for tweezers; 
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prior use and registration of TWEEZ EASE for a cosmetic preparation for 
use on eyebrows; and prior use and registration of Twissors for toilet 
tweezers. 


Applicant pleaded in its answer the affirmative defense of laches, 
acquiescence and estoppel, a second affirmative defense of unclean hands, 
and interposed a counterclaim for cancelation of KURLASH TWEEZETTE (Reg. 
No. 269,463) and TWEEZ EASE (Reg. No. 319,313). Opposer filed a general 
denial of the allegations set forth in the affirmative defenses and in the 
counterclaim. 

The Examiner of Interferences held that the applicant had proved 
abandonment of KURLASH TWEEZETTE and TWEEZ EASE and recommended 
cancelation of Registrations Nos. 269,468 and 319,313; and he sustained the 
opposition, holding likelihood of confusion between TWEEZ-EEZ and TWISSORS. 
Both parties have appealed. 


No motion for severance of the opposition and cancelation proceedings 
was filed and the two have proceeded as a single case. In such circum- 
stances the trial proceeds as a civil action in which a counterclaim is joined 
with an answer. In conducting the ‘‘trial’’ a time period is fixed within 
which the party in position of plaintiff (opposer here) may take testimony 
to prove his case in the opposition proceeding ; a time period is fixed within 
which the party in position of defendant- (applicant) counterclaimant may 
take testimony in support of his defense in the opposition proceeding and 
prove his case in the counterclaim ; a time period is fixed within which the 
opposer may take rebuttal testimony in the opposition proceeding and tes- 
timony in support of his defense to the counterclaim; and a time period 
should be fixed within which the applicant-counterclaimant may take rebut- 
tal testimony in the counterclaim. The Examiner of Interferences over- 
looked fixing the time period last mentioned, and applicant-counterclaimant 
did not request a time for taking such testimony; although it was entitled 
to do so. 

Opposer-respondent’s testimony opened on January 21, 1952. On Feb- 
ruary 1, 1952, applicant-counterclaimant served on the adverse party a Re- 
quest for Admissions under Rule 36, Federal Rules of Civil Procedure. 
No answer or objections to the Request was filed, but at the hearing before 
the examiner, opposer-respondent argued that the service of the Request 
was not timely, since it was filed after the opening time for taking testi- 
mony on the merits. As was stated in Esquire Inc. v. The Country Squire, 
99 USPQ 251 (44 TMR 229), (Com’r., 1953) the first date on which testi- 
mony may be taken by the party in position of plaintiff (opposer in this 
ease) corresponds to the opening day of a trial in a civil action, and dis- 
covery proceedings must be completed prior to the commencement of trial. 
Cf. Celanese Corporation of America v. The Tanatex Corp., 93 USPQ 523 
(42 TMR 776) (Com’r., 1952). The purpose of discovery proceedings is 
to prepare for trial, and the information obtained in such proceedings is 
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not evidence except when it is formally placed in the record. The exam- 

iner relied on the Celanese Corporation case, supra, and held that the 

opposer was correct in its position that a Request for Admission under Rule 

36 should be filed (‘‘served’’ is the proper term) prior to the trial period. 
After so holding, he then ruled: 

‘‘* * * the opposer, not having objected to the answering thereof 

until the final hearing, is deemed to have waived its right to object to 


the answering thereof because of untimeliness. Accordingly, the truth 
of the facts contained in the applicant’s request is deemed admitted, 


* * #»)) 
This was error. Since applicant-counterclaimant waited until after the trial 
period had commenced to serve the Request on the adverse party, the 
opposer-respondent was under no obligation either to object or answer. 
The Request for Admissions is not before the tribunals of the Patent Office. 


Opposer took no testimony, but it gave notice under Rule 282 of reli- 
ance upon its Registrations Nos. 269,469, 323,691 and 319,313, and in con- 
nection with the last mentioned registration, attached to the notice a certified 
copy of a recorded assignment from the original registrant to opposer. 


Applicant-counterclaimant took testimony and gave notice under Rule 
282 of reliance upon matter contained in certain printed publications, speci- 
fying the pages of the publications and attaching photostats of such pages. 


Applicant’s testimony and the pages from the printed publications 
noticed under Rule 282 are directed primarily to the counterclaim, although 
the Treasurer and Sales Manager of applicant company testified as to use 
and advertising of its mark TWEEZ-EEZ. 

According to the testimony, applicant has used its mark since January 
31, 1950; it sold, during the first twenty-seven months, approximately 
200,000 of the items, having a value of $100,000; distribution is nation- 
wide; sales are made to some 400 wholesalers; the item is advertised in 
magazines of national circulation, in trade magazines, and in newspapers; 
between $25,000 and and $30,000 had been spent in advertising at the time 
testimony was taken in April of 1952, and approximately $8000 was spent 
during the first six months after the item was placed on the market. 


On June 28, 1950, opposer, having noted an advertisement of TWEEZ- 
EEZ, gave notice by letter to applicant of infringement of its marks TWEEz- 
ETTE and TWEEZ-EASE. On July 3, 1950, the letter was acknowledged, and 
on August 9, 1950, applicant’s counsel advised opposer that an investiga- 
tion had failed to disclose any use of the mark TWEEZ-EASE, and that TWEEz- 
ETTE had been apparently withdrawn from the market in the early 40’s and 
TWIssors substituted therefor. There was no further correspondence. 

Applicant took testimony of a buyer for a wholesale drug house and 
manager of a wholesale drug cooperative comprising 85 stores. Both were 
familiar with Kurlash products, having purchased them for more than five 
years. Both testified that they had never heard of TWEEZ-EASE and that 





THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


they had never had a call for it. One testified that he did not recall ever 
having heard of TWEEZETTE and the other testified that he had known of 
it six to eight years back, but not since then. 

The officer of applicant company testified that after he had received 
the letter from opposer, he searched the trade directories and journals 
(‘‘American Druggist Blue Book’’ and ‘‘Druggist Circular Red Book’’) 
and did not find TWEEZETTE or TWEEZ-EASE listed therein, although it is 
the practice of the industry to list their products. The pages noticed by 
applicant under Rule 282 are pages from those publications. Pages from 
the Red Book date from 1930 and the Blue Book from 1933. TWEEZ-EASE 
does not appear in any of the listings in either book. TWEEZETTE appears 
with other Kurlash items from 1930 to 1947—rwissors first appeared in 
1936-7—-TWEEZETTE disappeared from all listings after the 1947 publica- 
tion—and Twissors continued to be listed up to the time testimony was 
taken. 

The evidence submitted by applicant is sufficient to establish a prima 
facie showing of abandonment, and since applicant took no testimony to 
rebut the showing, the marks TWEEZ-EASE and TWEEZETTE are held to be 
abandoned. 

The other question to be determined is whether TWEEZ-EEZ so resembles 
TWIsSORS as to be likely, when applied to tweezers, to cause confusion, mis- 
take, or deception of purchasers. The evidence shows that opposer adver- 
tises its TWIssORS as the TWEEZER WITH SCISSORS-HANDLES and sCISSOR-HANDLE 
TWEEZERS, TWEEZ-EEZ suggests ‘‘easy-to-use tweezers.’’ The marks are not 
similar in significance. Neither do they look or sound alike. In my opin- 
ion, contemporaneous use and registration of the two marks is not likely 
to result in confusion, mistake, or deception of purchasers. 

In view of this finding, it is not necessary to pass upon applicant’s 
affirmative defenses. 

The decision of the Examiner of Interferences is reversed as to the 
opposition ; and affirmed as to his recommendation that Registrations Nos. 
269,468 and 319,313 be canceled. 


EX PARTE PHILLIPS PETROLEUM COMPANY 


Commissioner of Patents—December 18, 1953 


TRADE-MaRK AcT OF 1946—SERVICE MARKS 
Applicant seeks registration of CYCLOVERSION as a service mark for consultation 
engineering service but registration is refused since mark is used in advertisements 
to identify a process in conjunction with mark PERCO used to identify a service. 
No showing of the use of the mark in the sale or advertising of services as required 
by the Act. 


Application for registration of service mark by Phillips Petroleum 
Company, Serial No. 550,944 filed March 1, 1948. Applicant appeals from 
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decision of Examiner of Trade Marks refusing registration. Affirmed. 
Hudson & Young, of Washington, D. C. for applicant. 
LeeEps, Assistant Commissioner 


Registration on the principal register is sought for CYCLOVERSION as @ 
service mark for ‘‘consultation engineering services for design, construc- 
tion, and operation of catalytic treating and conversion units.’’ Use is 
claimed since November 19, 1946. Registration has been refused on the 
ground that applicant has not shown use of CYCLOVERSION as a mark which 
identifies the rendering of services in commerce. Applicant has appealed. 


Applicant is a producer of petroleum products, and it conducts exten- 
sive research and development activities in the petroleum and allied fields. 
Various industrial processes have been developed in its laboratories by its 
research and engineering staffs. One of the catalytic cracking and reform- 
ing processes is identified as the CYCLOVERSION process. The evidence sub- 
mitted shows that this applicant has registered CYCLO VERSION as a trade 
mark for gasoline, and it has registered PERCO as a service mark for con- 
sultation engineering services for design, construction, and operation of 
catalytic and reforming processes. The specimens submitted are advertise- 
ments from ‘‘The Oil and Gas Journal.’’ They show the mark CYcLOVER- 
SION in white script on a red rectangular background beneath which 
appears: 

‘‘* * * for higher quality motor fuels. The PERCO CYCLOVERSION 
process merits serious consideration by refiners who are investigating 
various manufacturing processes with a view to obtaining a sharp 
increase in motor fuel quality. The simplicity of design, long catalyst 
life, low catalyst regeneration costs, and many other factors unique to 
CYCLOVERSION result in low investment, operating and maintenance 
costs. _Doesn’t this sound like the answer to your problem of meeting 
the vigorous, renewed competition of better motor fuels? A PERCO 
engineer will gladly show you how to ‘profit with PERcO processes’.’’ 
In white block letters on a red rectangle in the lower portion of the 

advertisement appears ‘‘PERCO—processes—engineering—research—con- 
struction.’’ 


An affidavit shows clearly that engineering consultation and construc- 
tion services are being rendered by applicant, and the specimens show that 
PERCO is the identifying and distinguishing mark for such services. Other 
exhibits show clearly that CYCLOVERSION is advertised as identifying a 
process and PERcO as identifying an engineering service. 


Applicant urges that the mark CYCLOVERSION has been used in the 
advertising of its services and it therefore qualifies for registration. It is 
true that CYCLOVERSION has been used in advertising applicant’s services, 
but it has been used to identify the CYCLOVERSION process in connection 
with which the PERcO engineering service will furnish the ‘‘know-how.’’ 
Nowhere in the record does it appear that the engineering or consultation 
service is advertised or recognized as the CYCLOVERSION engineering or con- 
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sultation service. Use of a mark (CYCLOVERSION) identifying a process in 
an advertisement which also features another mark (PERCO) identifying a 
service does not qualify the mark identifying the process as a service mark 
within the meaning of the Trade Mark Act. 


In order to be registrable, a mark must be used in the sale or adver- 
tising of services rendered in commerce to identify and distinguish the 
services of one person from those of another. Nothing in this record shows 
any such use of CYCLOVERSION. 


The decision of the Examiner of Trade Marks refusing registration is 
affirmed. 


GENERAL FELT PRODUCTS CO. v. THE DAYTON RUBBER COMPANY 
No. 30247—Commissioner of Patents—December 21, 1953 


TRADE-MARK ACT oF 1946—CoNFUSINGLY SIMILAR MARKS 
SPRINGFOAM for sponge rubber sheets and pads is confusingly similar to 

SPRINGSTEP for felt carpet pads and underlining in view of opposer’s long and 
extensive use of SPRINGSTEP and evidence that it is a mark reeognized by public as 
an indication of origin. Since foam rubber is a comparatively new product public 
familiar with SPRINGSTEP is likely to believe SPRINGFOAM is opposer’s trade-mark 
for a new type of underlay. SPRING is suggestive of characteristics of the 
products but it does not describe them but is a conspicuous portion of each mark 
and may not be disregarded as being per se ‘‘ineapable of identifying such goods 
as to source.’’ 

Opposition proceeding by General Felt Products Co. v. The Dayton 
Rubber Company, application, Serial No. 561,812 filed July 21, 1948. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Reversed. 


Thiess, Olson & Mecklenburger, of Chicago, Illinois for opposer-appellee. 


I. Louis Wolk, of Dayton, Ohio and Desjardins, Robinson & Keiser, of 
Cincinnati, Ohio for applicant-appellant. 


LeeEps, Assistant Commissioner. 


Registration of SPRINGFOAM is sought for sponge rubber in the form of 
sheet stock or pads for the manufacture of seat cushions and other cushion- 
ing materials. Use is claimed since June 14, 1948. Opposition has been 
filed by the owner of sprinGsTEP (Reg. No. 304,480) registered by a prede- 
cessor on July 11, 1933 for carpet pads and carpet lining. The Examiner 
of Interferences held that in view of the ‘‘unmistakable descriptive signifi- 
eance’’ of the word SPRING, common to both marks, and of the dissimilarity 
of the suffixes FoAM and sTEP, confusion, mistake or deception was not 
likely. Opposer has appealed from dismissal of the opposition. 


Opposer’s testimony shows that it is a wholly-owned subsidiary of Chi- 
cago Curled Hair Company organized in 1933; the parent company began 
use of SPRINGSTEP on carpet pads and carpet linings in October, 1932 and 
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registered the mark on July 11, 1933; opposer has used the mark on carpet 
pads and carpet linings since its incorporation, and on May 25, 1950, the 
mark and its registration were assigned to opposer; more than 25,000,000 
square yards of carpet pads and cushions have been manufactured and sold 
by opposer under the SPRINGSTEP mark ; the products are sold to wholesalers 
and retailers who normally sell carpets and rugs; opposer’s SPRINGSTEP 
carpet underlays have been advertised in newspapers, magazines, circulars 
distributed to wholesalers and retailers and by means of sample racks given 
to dealers ; opposer’s product is composed essentially of jute and hair fibres 
garnetted and needled to make a cushion sheet material of varying densi- 
ties; sponge rubber in sheet form is particularly adapted for use as a car- 
pet cushioning material, and since 1946 or 1947, it has been sold as a carpet 
pad or carpet underlay; and during 1948, opposer purchased sponge rub- 
ber carpet underlays from Great American Industries and sold them under 
the SPRINGSTEP mark, but no such sales have been made by opposer since 
1948. 


Applicant took no testimony, but was represented at the taking of 
opposer’s testimony and conducted cross-examination of its witness. 
In the decision dismissing the opposition the examiner stated: 


‘*To prospective purchasers of these materials or underliners or 
the like made therefrom, the term sPRING common to the marks sPRING- 
FOAM and SPRINGSTEP here involved would possess an unmistakable 


descriptive significance. SPRING per se hence is incapable of identify- 
ing such goods as to source * * *,’’ 


I do not believe that sprine is descriptive of carpet cushions or under- 
lays. It suggests a characteristic of the products, but it does not describe 
them. In any event, it certainly is a conspicuous portion of each mark and 
as the first syllable of the single word sprinesTEeP and of the single word 
SPRINGFOAM, it may not be disregarded as being per se ‘‘incapable of iden- 
tifying such goods as to source.’’ Munsingwear, Inc. v. Levenson, 80 
USPQ 464 (39 TMR 259) (Com’r., 1949); R. H. Macy & Co., Inc. v. Wil- 
mington Hosiery Mills, Inc., 783 USPQ 130 (Com’r., 1948); North Star 
Woolen Mill Company v. L. W. Guild Company, Inc., 59 USPQ 66 (33 
TMR 425) (Com’r., 1943); Abraham & Straus, Inc. v. TruVal Manufac- 
turers, Inc., 59 USPQ 162 (33 TMR 465) (C.C.P.A., 1943). 

SPRINGSTEP has been used as a mark identifying and distinguishing 
opposer’s felt carpet cushions and underlays for more than twenty years— 
sixteen years prior to applicant’s claimed first use of its mark. More than 
twenty-five million square yards of opposer’s product has been sold. It has 
been advertised through numerous media. The record leads me to the con- 
clusion that it is a mark recognized by the trade and public as an indica- 
tion of origin. 

Applicant urges in its brief that ‘‘There is nothing in the record that 
would indicate that this product would be sold through furniture stores 
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or other institutions that normally handle carpets.’’ It is true that the 
goods described in the opposed application are sponge rubber in the form 
of sheet stock or pads for the manufacture of seat cushions and other 
cushioning material, but there is nothing in the record to indicate that the 
goods might not be appropriate for and sold as carpet cushions or under- 
lays through stores which normally handle carpets. 

Applicant also urges that ‘‘The channel of distribution for opposer’s 
product is quite distinct and far afield from the channel of distribution of 
applicant’s product.’’ There is nothing whatever in the record which 
touches upon the subject of applicant’s channel of distribution. 

Carpet cushions or underlays made of felt have been an article of com- 
merce for many years and SPRINGSTEP has long been used as a trade mark 
for felt carpet cushions and underlays; and since sponge or foam rubber is 
a comparatively new product in the carpet cushion and underlay industry, 
I am of the opinion that the purchasers familiar with sprinesTeP felt 
underlays, upon seeing SPRINGFOAM on sponge rubber sheets and pads, are 
likely to believe that the latter is opposer’s trade mark for a new type of 
underlay. In other words, the public is likely to believe that the two 
products emanate from the same source. 

The decision of the Examiner of Interferences is reversed. 


NATIONAL RETAILER-OWNED GROCERS, INC. 
v. YORKVILLE PAPER CO., INC. 


No. 5769—Commissioner of Patents—December 21, 1953 


CANCELLATION—CONFUSING SIMILARITY 
Cancellation of registration of SAFELON, for synthetic plastic sheet material for 
frozen food bags, in view of prior registration of SorLIN for cleaning tissues, is 
refused since marks lack similarity of appearance, sound or significance. 


Cancellation proceeding by National Retailer-Owned Grocers, Inc. v. 
Yorkville Paper Co., Inc., Registration No. 542,974 issued May 29, 1951. 
Registrant appeals from decision of Examiner of Interferences sustaining 
petition. Reversed. 

Theodore W. Miller, of Chicago, Illinois for petitioner-appellant. 
David J. Moscovitz, of New York, N. Y. for respondent-appellee. 


Leeps, Assistant Commissioner. 

A petition has been filed to cancel the registration of SAFELON (Reg. 
No. 542,974) issued on the principal register on May 29, 1951 for synthetic 
plastic sheet material from which bags for protecting frozen foods are 
made. Petitioner owns Registration No. 371,092, issued on September 19, 
1939, of sortin for cleansing tissues, paper towels and toilet paper. The 
Examiner of Interferences sustained the petition and recommended cancela- 
tion of respondent’s registration. Respondent has appealed. 
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Neither party took testimony nor introduced evidence. 

The marks do not look much alike, nor do they sound alike. There is 
no similarity of meaning. In view of these considerations and of the differ- 
ences in goods, I am of the opinion that there is no likelihood of confusion, 
mistake or deception of purchasers as to origin of the respective goods. 

The decision of the Examiner of Interferences is reversed, and Regis- 
tration No. 542,974 should not be canceled. 


DESMOND’S INC. v. THE SHIRTCRAFT COMPANY, INC. 
No. 30533—Commissioner of Patents—December 22, 1953 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Where applicant seeks registraion of mark GUILDHALL for men’s and boys’ 
shirts claiming use since 1935, and opposition is based on use of identical mark for 
men’s clothing, including men’s and boys’ outer shirts, application is denied since 
proof of use of mark by opposer consisted of advertisements of GUILDHALL suits in 
1934 and shirts in 1939. 

Vague and general testimony unsupported by documentary evidence not suffi- 
cient to establish superior rights to those of applicant nor do early advertisements 
of GUILDHALL suits alone establish trade-mark rights in opposer. 


PLEADING AND PRACTICE 
Opposer has burden of proving its use of the mark and doubts created by 
opposer’s own record must be resolved against it. 

Opposition proceeding by Desmond’s Inc. v. The Shirtcraft Company 
Inc. Application, Serial No. 591,870 filed February 2, 1950. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

Theodore W. Miller, of Chicago, Illinois for opposer-appellant. 


Cushman, Darby & Cushman, of Washington, D. C. and H. Calvin White, 
of Los Angeles, California for applicant-appellee. 


LEEDs, Assistant Commissioner 

Registration on the principal register is sought for GUILDHALL as a trade 
mark for men’s and boys’ negligee and sport shirts. Use is claimed since 
September 5, 1935. Opposition is based on prior use of GUILDHALL for 
men’s clothing, including men’s and boys’ outer shirts. 

Applicant’s mark for which registration is sought is displayed in old 
English lettering, and it owns Registration No. 336,278, (issued June 30, 
1936 on an application filed February 20, 1936) e@umpHALL displayed in 
ordinary block letters with an associated design for ladies’, men’s and boys’ 
wearing apparel—viz. outer shirts and pajamas of textile fabric. 

Opposer’s testimony and exhibits show that it advertised GUILDHALL 
suits for men during the year 1934; and it advertised GUILDHALL shirts in 
1939, 1940, 1941, 1942, 1944, 1948, 1949 and 1950. A predecessor of opposer 
registered GUILDHALL for men’s clothing under the California law on Sep- 
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tember 23, 1935, and an assignment to opposer was executed on October 
12, 1945. There is nothing in the record to prove that the mark was used 
on any merchandise between 1934 and 1939 other than the statements of : 
(1) a witness who testified that he was responsible for registering the mark 
under the law of California and that he ‘‘ would presume that the label was 
continued to be used’’ and that he ‘‘ would assume that in all those cases, 
that when we get a registration, we do it because we are selling under that 
name and under that registration’’; (2) another witness who testified that 
GUILDHALL was used in connection with suits and shirts from the latter part 
of 1933 and 1934 up to the time of the war when the conventional materials 
were unobtainable, but it will be noted that this testimony is not in accord 
with the exhibits which show advertising in 1934, 1939, and during the 
war years except 1943 and 1945; (3) a third witness who testified that 
advertising of GUILDHALL was carried in newspapers and by direct mail 
continuously from 1934 to the present time, but he identified advertising 
only from 1939 to 1950; and (4) a label manufacturers’ representative who 
testified that the GUILDHALL label was first used by opposer ‘‘ prior to 1938, 
as near as I can tell.’’ 

This vague and indefinite testimony concerning events which took 
place fifteen to twenty years ago unsupported by records or documentary 
evidence is not sufficient to convince me that opposer has rights superior 
to those of applicant. The early advertisements of GUILDHALL suits are 
insufficient in and of themselves to establish trade mark rights in opposer 
—and the first proved use by opposer of GUILDHALL on shirts is 1939— 
three and one-half years after applicant filed its application which matured 
into Registration No. 336,278. I agree with the Examiner of Interfer- 
ences that that opposer has not sustained its burden of proof by establish- 
ing conclusively that it is the prior trade mark user of GUILDHALL. We 
are not free to speculate as to what the facts are, and as the examiner 
stated: ‘‘Mere surmise cannot take the place of proof, nor relieve the 
opposer of the burden resting upon it to prove its case.’’ Breese v. Tam- 
pax Sales Corp., 41 USPQ 208 (29 TMR 139), (C.C.P.A., 1939) ; Scientific 
Sugars Co. v. Carter Products, Inc., 65 USPQ 176 (Com’r., 1945) ; Aetna 
Ball & Roller Bearing Co. v. Aetna Auto Parts Co., 89 USPQ 213 (41 
TMR 613) (Com’r., 1951). Doubts created by opposer’s own record must 
be resolved against it. United Drug Co. v. The Harrower Laboratories, 
Inc., 65 USPQ 48 (Com’r., 1945). 

The decision of the Examiner of Interferences is affirmed. 


GOODALL-SANFORD, INC. v. THE ALLIGATOR COMPANY 
No. 30836—Commissioner of Patents—December 23, 1953 


REGISTRATION PROCEDURE—OPPOSITION 
Where registration of RAYosToRM for raincoats is sought and registration is 


opposed by owner of the registered mark SUNENSTORM, applicant’s contention that 
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opposer’s licensing of mark invalidates its registration and constitutes an abandon- 

ment of its rights cannot be sustained and registration of the mark RAYOSTORM will 

be permitted since they are not similar in appearance, sound or significance. 
PLEADING AND PRACTICE 

Abandonment is available as a defense in an opposition proceeding, but it must 

be pleaded and proved, and affirmative relief by way of cancellation must be sought. 

Opposition proceeding by Goodall-Sanford, Inc. v. The Alligator Com- 
pany, application, Serial No. 606,838 filed November 24, 1950. Applicant 
appeals from decision of Examiner of Interferences, sustaining opposition. 
Reversed. 


Borowsky & Burrows, of New York, N. Y. for opposer-appellee. 
Zabel, Baker, York & Dithmar, of Chicago, Illinois for applicant-appellant. 


LeEeEDs, Assistant Commissioner. 


Registration is sought for RAYOSTORM as a trade mark for raincoats and 
topcoats for men. Use is claimed since October 26, 1950. Opposition has 
been filed by the owner and registrant of SUNENSTORM, registered on March 
22, 1949 for piece goods of cotton, mohair, and rayon, especially for making 
into raincoats. The Examiner of Interferences sustained the opposition 
and refused registration. Applicant has appealed. 


Opposer’s testimony shows first use of SUNENSTORM as a trade mark on 
piece goods in May, 1947 ; application to register the mark was filed on Feb- 
ruary 5, 1948 and registration issued on March 22, 1949; the piece goods 
have been marked by attaching a small label or ‘‘piece-ticket’’ on the 
pieces; an ‘‘exclusive license’’ to use on apparel made from the fabric a 
label—approved by opposer—displaying the SUNENSTORM mark has been 
granted to at least one coat manufacturer who makes the fabric into rain- 
wear; the copy of the ‘‘license’’ introduced in evidence is not a copy of 
an executed agreement and is not properly identified as to execution and 
termination dates; the approved label shows suNENSTORM—‘‘ Blended-for 
Performance’’—a GOODALL Fabric—trade mark owned & cloth mfd. only 
by Goodall-Sanford, Ine.—Tailored by Mansbrooke’’; and the licensee 
had used the label. Invoices of a subsidiary company of opposer were 
placed in evidence, but they do not show on their face sales of fabric 
under the trade mark sUNENSTORM. They show sales only of ‘‘special 
raincoat fabric,’’ ‘‘rainware [sic] material’’, and ‘‘black rainwear.’’ None 
of them is later than 1949. Two newspaper advertisements for men’s 
raincoats featuring the ‘‘new Goodall fabric SUNENSTORM are in evidence, 
but there is no identification as to date. 


Applicant took some testimony, but it is completely irrelevant to the 
issue here, since it deals with use and registration of applicant’s mark 
STORMWIND which is not involved. 


Opposer pleaded that the piece goods manufactured and sold by it 
under the trade mark SUNENSTORM are made into articles of wearing 
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apparel, and the customers of opposer who so use the fabric are licensed 
by opposer to associate the trade mark SUNENSTORM with the wearing 
apparel. Applicant pleaded in its answer that such licenses invalidate 
opposer’s registration, and, ‘‘being repugnant to the common and statu- 
tory law,’’ opposer’s rights in its trade mark SUNENSTORM have been 
abandoned and forfeited. No affirmative relief was sought by applicant, 
however. 

Abandonment is available as a defense in an opposition proceeding, 
but it must be pleaded and proved, and affirmative relief by way of 
cancellation must be sought. The reason for this is that Section 2(d) of 
the Trade Mark Act of 1946 prohibits registration of a mark which so 
resembles a mark registered in the Patent Office as to be likely, when 
applied to the goods of the applicant, to cause confusion or mistake or to 
deceive purchasers; and unless an applicant requests by way of affirmative 
relief expungement of an opposer’s mark from the register, proof of 
abandonment of the opposer’s mark can avail him nothing. The registra- 
tion stands as a statutory bar to registration of a confusingly or decep- 
tively similar mark. 

This applicant offered no proof in support of its pleading of 
abandonment, but the opposer’s proofs are sufficient to establish that there 
is no adverse use under opposer’s so-called license. The labels approved 
by opposer and used by the manufacturer of wearing apparel clearly 
identify the origin of the fabric and do not, and are not intended to, 
identify the origin of the apparel made from the fabric. 

The proof concerning opposer’s use of its mark at the time the 
opposition was filed is inconclusive, but for purposes of determining 
applicant’s right to register, it will be assumed that the mark was in 
use by opposer. 

The involved marks do not closely resemble each other in appearance 
or sound—having only the suggestive word ‘‘storm’’ in common—and they 
are dissimilar in significance. Considering these cumulative differences, I 
am of the opinion that confusion, mistake or deception as to origin of the 
merchandise of the respective parties is unlikely. 

The decision of the Examiner of Interferences is reversed. 


EX PARTE HARZFELD’S, INC. 


Commissioner of Patents—December 23, 1953 


TRADE-MARK ACT oF 1946—REGISTRABILITY 
Applicant sought registration of URBAN-SUBURBAN CLASSICS (classics dis- 
claimed) for women’s shoes and was refused registration by Examiner in view of 
registrations for URBANITES, HOBNAIL URBANITES and TWEEDIES SUBURBAN for shoes 
but Examiner is reversed and registration permitted since marks when considered 
in their entireties are not likely to be confused. 
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CONFUSINGLY SIMILAR MARKS—DISCLAIMED MATTER 


Potential customers do not know whether a portion of a mark has been dis- 
claimed and hence true test is the commercial impression created by the marks in 
their entireties. Marks do not look or sound alike and any similarity in significance 
results from suggestive nature of the marks when applied to the goods. 


Application by Harzfeld’s Inc. for registration of trade-mark, Serial 
No. 608,456 filed January 6, 1951. Applicant appeals from decision of 
Examiner of Trade-Marks refusing registration. Reversed. 
Fishburn & Mullendore, of Kansas City, Missouri for applicant. 
LEEDs, Assistant Commissioner. 


Application has been filed to register on the Principal Register the 
mark URBAN-SUBURBAN CLASSICS for women’s, misses’ and children’s shoes. 
The word cLassics is disclaimed. Use is claimed since September 1, 1948. 
Registration has been refused on the basis of likelihood of confusion, mis- 
take or deception of purchasers from contemporaneous registration with 
URBANITES (Reg. No. 374,234) for ladies’ shoes, HOBNAIL URBANITES (Reg. 
No. 395,464) for ladies’ shoes, and TWEEDIES SUBURBANS (Reg. No. 428,974) 
for women’s, misses’ and children’s shoes. Applicant has appealed. 

Applicant’s mark shows the word URBAN- in block letters, beneath and 
to the right of which appears the word -SUBURBAN in block letters, and 
diagonally between the two, the word CLASSICS appears in script. 

Registration No. 374,234 shows the word URBANITES in somewhat 
stylized capital letters. 

Registration No. 395,434 shows the word HOBNAIL beneath which is the 
word URBANITES, both in a somewhat stylized script. A kind of abstract 
design of a star (or asterisk) appears after the word URBANITES. HOBNAIL 
is disclaimed. 


Registration No. 428,974 shows TWEEDIES in script above the word 
SUBURBAN in stvlized block letters. TWEEDIEs is disclaimed. 


The examiner held that since TWEEDIES and HOBNAIL are disclaimed in 
two of the cited references, URBANITES and SUBURBANS are the essential 
features of the registrants’ marks; and since cLaAssics is disclaimed in 
applicant’s mark the words URBAN and SUBURBAN are the essential features 
of applicant’s mark. Having so held, he stated that the appropriation of 
an essential feature of a registered mark in an essential feature of a com- 
peting neweomer’s mark could well lead to confusion in trade. It is not 
clear whether the examiner’s action means that URBAN SUBURBAN is likely 
to cause confusion as to origin with URBANITES and SUBURBANS singly, or 
URBANITES and SUBURBANS together, but it seems that the proper test is 
whether URBAN-SUBURBAN CLASSICS is likely to cause confusion, mistake or 
deception as to source with HOBNAIL URBANITES or with TWEEDIES SUBUR- 
BANS. It should be noted that these latter marks are owned by different 
registrants. 





THE TRADE-MARK REPORTER Vol. 44 T. M. B. 


In view of the suggestive nature of the marks when applied to the 
goods of the parties, potential purchasers, in my opinion, are not likely to 
be led by similarity of the marks to believe that applicant’s shoes emanate 
from either or both of the registrants. 

The examiner relied upon the decisions which state in substance that 
when a portion of a mark is disclaimed, the remainder of the mark must be 
regarded as the portion to be given the most consideration in any question 
concerning confusing similarity of an applicant’s mark with other marks. 
(California Prune & Apricot Growers Assn. v. Dobry Flour Mills, Inc., 
40 USPQ 616 (29 TMR 151) [C.C.P.A., 1939]; In re Lummis & Co., 58 
USPQ 565, [Com’r., 1943].) However this may be, the commercial impres- 
sion is created by the marks in their entireties, and potential purchasers do 
not know whether or not a portion of a mark has been disclaimed—nor do 
they care. Considering the marks in their entireties, I do not think the 
marks involved here look alike or sound alike; and any similarity in signifi- 
eance results from the suggestiveness of the words which all three have 
adopted to identify their shoes. 

The decision of the Examiner of Trade Marks is reversed. 


THE LONE RANGER, INC. v. M. A. HENRY CO., INC. 
No. 30119—Commissioner of Patents—December 23, 1953 


TRADE-MARK AcT oF 1905—Goops or SAME DESCRIPTIVE PROPERTIES 
Where applicant seeks to register LONE RIDER in script formed by lasso for 

cowboy suits and is opposed by owner of registration for THE LONE RANGER for 
periodicals and cartoons, and the record indicates that applicant was a former 
licensee of the mark THE LONE RANGER which it used on or in connection with its 
manufacture and sale of cowboy suits from 1938 to 1946, its adoption of the mark 
in question was not innocent and irrespective of wheher the goods are of the same 
descriptive properties the applicant may not be heard to deny that opposer has 
rights in its trade mark THE LONE RANGER and registration of the mark LONE RIDER 
is refused as likely to cause confusion or mistake in the minds of the public. 
Opposition proceeding by The Lone Ranger, Inc. v. M. A. Henry, 

M. A. Henry Co., Inc., application, Serial No. 515,877 filed January 17, 

1947. Opposer appeals from decision of Examiner of Interferences dis- 

missing opposition. Reversed. 

Edwin J. Harragan, of New York, N. Y. for opposer-appellant. 


J. B. Felshin, of New York, N. Y. for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application was filed on January 17, 1947 under the Trade Mark 
Act of 1905 to register as a trade mark for cowboy suits, cowgirl suits and 
Indian suits for boys and girls the term LONE RIDER displayed in script 
formed by means of the representation of a lasso rope. Use is claimed since 
November 4, 1946. Opposition was filed by the owner of THE LONE RANGER, 
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registered on February 8, 1938 for a periodical publication (Reg. No. 
354,199), March 14, 1939 for a cartoon series (Reg. No. 365,670), February 
22, 1949 for a series of cartoon and comic strips (Reg. No. 507,040) and on 
July 18, 1950 for a dramatic radio program (Reg. No. 527,916). Since the 
filing dates of the last two registrations mentioned are later than appli- 
cant’s claimed date of first use, only the first two mentioned are considered 
herein. The Examiner of Interferences held that the goods of the parties 
were not of the same descriptive properties and dismissed the opposition. 
Opposer has appealed. 


It is noteworthy that the application to register was filed in January 
of 1947, six months after enactment and six months prior to the effective 
date of the Trade Mark Act of 1947 which eliminated from the statutory 
law of the United States reference to ‘‘goods of the same descriptive prop- 
erties.”’ The application has not been amended to seek registration under 
the later Act, and the provisions of the Act of 1905 must govern. 


Opposer pleaded, among other things, that: (1) for many years since 
long prior to applicant’s claimed date of first use it has authorized third 
parties to use its trade mark THE LONE RANGER on items of the same char- 
acter as those manufactured and sold by applicant; and (2) its trade mark 
THE LONE RANGER is and has been, since long prior to applicant’s claimed 
date of first use, recognized by the trade and public as identifying, inter 
alia, cowboy boots, gloves and gauntlets, cowboy and cowgirl suits and like 
items. Opposer took no testimony and offered no evidence in support of 
its pleadings. 

There are certain assertions and admissions, however, which deserve 
consideration. The notice of opposition contains allegations to the effect 
that on or about June of 1938 applicant and/or its predecessors were 
granted licenses by opposer to use its trade mark THE LONE RANGER on and 
in connection with the manufacture and sale of cowboy suits, Indian suits 
for girls and boys, holster sets, cowboy vests, cowboy chaps, pants, ban- 
danas and neckerchiefs; the licenses remained in effect until May 31, 1946; 
and under the terms of the licenses the rights of opposer in its trade mark 
THE LONE RANGER in connection with such goods were recognized by appli- 
cant. The answer admits that applicant or its predecessors entered into a 
contract with opposer on June 9, 1938 which granted applicant the right to 
use certain copyrighted features in connection with the manufacture and 
sale of holster sets, belts, wallets, school bags and brief cases; it agreed by 
such contract not to use THE LONE RANGER in connection with ‘‘certain 
‘articles’ ’’; and from June 9, 1938 to on or about November 4, 1946, appli- 
cant used the trade mark THE LONE RANGER to designate cowboy, cowgirl 
and Indian suits, and holster sets manufactured and sold by it. Although 
the admissions are somewhat evasive, it is clear that applicant was familiar 
with opposer’s trade mark THE LONE RANGER and recognized that opposer 
had some rights in its trade mark THE LONE RANGER in connection with 
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certain ‘‘articles.”” Having manufactured and sold cowboy and cowgirl 
suits and Indian suits under the trade mark THE LONE RANGER from 1938 
to 1946, and having discontinued the use of that term as a trade mark for 
these items at or near the time claimed by opposer to have been the termi- 
nation date of a license agreement between the parties, it cannot be assumed 
that this applicant has acted innocently. 


Furthermore, the specimens filed with the application show the picture 
of a cowboy astride a white horse. Almost every schoolboy and schoolgirl 
—and most adults—are familiar with THE LONE RANGER and his faithful 
steed ‘‘Silver.’’ It cannot be assumed that the applicant was without 
knowledge of this fact, particularly in view of the admitted relationship 
which existed between these parties at one time. 


Although the goods specified in opposer’s registrations and those of 
applicant may not be ‘‘ goods of the same descriptive properties,’’ under the 
narrower and more literal constructions of this term, having once been the 
beneficiary of an agreement with opposer by the terms of which it manu- 
factured and sold under the trade mark THE LONE RANGER the same items 
as those involved in the present application, this applicant will not be heard 
to deny that opposer has rights in its trade mark THE LONE RANGER in con- 
nection with the involved goods. 


On the basis of the facts admitted in the record, I am of the opinion 
that registration by this applicant of LONE RIDER is likely to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers as to 
origin vr sponsorship of the goods. 


The decision of the Examiner of Interferences is reversed. 


ROGERS PEET COMPANY v. THE BLACK MANUFACTURING CO. 
No. 5778—Commissioner of Patents—December 23, 1953 


CANCELLATION—CONFUSING SIMILARITY 
Where petitioner seeks cancellation of the mark SCOTCH BLEND on the Supple- 
mental Register based on its registrations of SCOTCH MIST and SCOTCHMCORS and 
registrant relies, under Rule 282 on other registrations in Patent Office containing 
SCOTCH as a part thereof, cancellation is denied since when the marks are considered 
in their entireties likelihood of confusion, mistake or deception of purchasers is 
unlikely. 


CANCELLATION—PLEADING AND PRACTICE 


Third party registrations may not be relied on for purpose of questioning the 
validity or scope of petitioner’s registration but may be relevant to establish lack 
of secondary meaning. 


Cancellation proceeding by Rogers Peet Company v. The Black Manu- 
facturing Co., Registration No. 543,205 issued May 29, 1951. Petitioner 
appeals from decision of Examiner of Interferences dismissing petition. 
Affirmed. 
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Semmes, Keegin, Robinson & Semmes, of Washington, D. C. for petitioner- 
appellant. 
Theodore W. Miller, of Chicago, Illinois for respondent-appellee. 


LeEps, Assistant Commissioner. 


A petition has been filed to cancel the registration of scoTrcH BLEND 
(Reg. No. 543,205) registered on the Supplemental Register on May 29, 
1951 for pullover and coat style sweaters and knitted outer shirts for boys, 
girls, men and women. Petitioner is the owner of SCOTCH MIST PROOFED 
(PROOFED disclaimed) (Reg. No. 95,149) registered on February 3, 1914 
(published under See. 12(¢) on April 20, 1948) for suits and overcoats; 
scoTCcH MIST (Reg. No. 121,006) registered on March 19, 1918 (published 
under See. 12(¢) on April 6, 1948) for hats and caps; scoTcHMoor (Reg. 
No. 291,845) registered by a predecessor on February 23, 1932 (published 
by petitioner under See. 12(c) on April 27, 1948) for men’s topcoats; and 
scoTcHMoorRs (Reg. No. 312,408) registered on April 24, 1934 (published 
under Sec. 12(¢) on April 27, 1948) for men’s and boys’ suits. The Exam- 
iner of Interferences dismissed the petition and petitioner has appealed. 


The testimony shows that petitioner is a retailer and wholesaler of 
men’s and boys’ wearing apparel; since 1913 it has used the trade mark 
SCOTCH MIST to identify and distinguish its coats, suits and caps; the trade 
mark scoTCH MIST has been extensively advertised by means of various 
media; the sales of scoTcH MIST coats vary from 4,000 to 10,000 per year; 
the scOTCHMOOR and scoTCHMOORS marks were purchased from Baker 
Clothes, Ine. on January 31, 1934; and petitioner from time to time makes 
sales and shipments of scoTcHMOOR and SCOTCHMOORS suits and topcoats. 
So far as the record shows, sCOTCHMOOR and scoTCHMOORS have not been 
advertised, and the only evidence of sales under these marks postdates the 
filing of the petition to cancel. 


Respondent took no testimony, but gave notice under Rule 282 of 
reliance upon certain registrations in the Patent Office showing scoTcH as 
a part thereof. Such registrations may not be relied upon for the purpose 
of questioning the validity or scope of a petitioner’s registration, but they 
may be relevant for the purpose of showing that a petitioner has not estab- 
lished a secondary meaning for the term. Huntington Laboratories, Inc. v. 
Onyz Oil and Chemical Co., 76 USPQ 319 (38 TMR 327) (C.C.P.A., 1948). 
They may also be pertinent to indicate the meaning of conflicting portions 
of the marks in the same way as dictionaries, or other indications of com- 
mon usage, may be considered. Sharp & Dohme, Inc. v. Brookfield Labora- 
tories, 85 USPQ 82 (40 TMR 328) (Com’r., 1950) ; Sales Affiliates, Inc. v. 
Calva, 88 USPQ 443 (41 TMR 369) (Com’r., 1951). The Examiner of 
Interferences stated that it was ‘‘unnecessary to consider the third party 
registrations filed by respondent for the reasons given in the first full para- 
graph of page 472 of Rogers Peet Company v. Crompton’’ (88 USPQ 470 
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(41 TMR 372) [Com’r., 1951]). It is not clear whether or not opposer 
claims a secondary meaning in the word scotcu. In its petition to cancel 
it cites five cases in which SCOTCH TWIST, SCOTSBURR, SCOTSMAN, SCOTSMOOR 
TWEEDS and SCOTTY MIST, respectively, were held to be confusingly similar 
to its trade marks. If such a claim is intended—and no other reason is 
apparent for such pleading—I must hold that secondary meaning is not 
established. 


Petitioner admittedly commenced use of its marks SCOTCH MIST, SCOTCH- 
MOOR and scoTcHMooRs before respondent’s use began. The sole question, 
therefore, is whether confusion, mistake or deception of purchasers is likely 
to result from continued registration of respondent’s mark SCOTCH BLEND. 
Considering the marks in their entireties and giving proper weight to the 
respective portions thereof, I am of the opinion that there is no likelihood 
of confusion, mistake or deception of purchasers. Rogers Peet Company v. 
Crompton Company, 88 USPQ 470 (41 TMR 372) (Com’r., 1951). 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE SWIFT & COMPANY 


Commissioner of Patents—December 24, 1953 


TRADE-MARK AcT oF 1946—PackKaGEs, LABELS & CONFIGURATIONS 
Polka dot design on Swift’s cleanser label may not be registered on Principal 

Register on theory that the design is the ‘‘symbol’’ corresponding to the words 
‘*polka dot’’ which is used to identify its product to the public. The polka dot 
design is merely the background ornamentation of the label and admonition on 
label PICK THE POLKA DOT PACKAGE CLEANSER indicates an intent on part of appli- 
cant to have public consider the design of the package as the distinguishing feature 
and hence the label should be registered on the Supplemental Register. 
Application by Swift &@ Company, Serial No. 598,440 filed June 1, 1950 

for registration of trade-mark. Applicant appeals from decision of Exam- 

iner of Trade-Marks refusing registration. Affirmed. 


Earl G. Spiker, of Washington, D. C. and Roy G. Story and Edward C. 
Vandenburgh, of Chicago, Illinois for applicant. 


Freperico, Examiner in Chief. 


This is an appeal from the decision of the examiner refusing to register 
a mark on the Principal Register. 


The product on which the mark is used is a household cleanser of the 
type sold in round cans the tops of which can be perforated to provide 
holes through which to shake the powdered material. The specimens sub- 
mitted with the application consist of the labels which are placed around 
and cover the cylindrical sides of the cans. These labels, when viewed as 
on the cans, show a horizontal band of polka dot design in red background 
and white dots covering the lower third of the label and a similar but nar- 
rower band around the upper part of the label; the band between these two 
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is white, on which appears the words SWIFT’S CLEANSER, repeated, and 
other printed matter. The polka dot design of the lower band is inter- 
rupted by the legend PICK THE POLKA DOT PACKAGE CLEANSER, in two lines 
with the word CLEANSER beneath the words PoLKA pot. The drawing which 
accompanies the application shows only the polka dot design of the label 
placed flat, namely the two rectangular polka dot bands separated by the 
white band, and omits all printed matter. There is no indication of color 
on the drawing. 

The examiner has refused registration on the ground that the mark 
sought to be registered is merely the background ornamentation of the 
label, which is not registrable on the Principal Register. The examiner 
cited Ex parte Burgess Battery Co., 85 USPQ 141 (40 TMR 373), as in 
point, this case and the other Burgess Battery Co. cases, 46 USPQ 39 (30 
TMR 392) (C.C.P.A.), 61 USPQ 367 (C.C.P.A.) and 92 USPQ 90 (42 
TMR 237) (Dist. Ct., Dist. Col.), affirmed 96 USPQ 293, holding a stripe 
design constituting the dress of the goods not registrable. The examiner 
also indicated that the mark, if registrable, constituted proper subject 
matter for registration on the Supplemental Register; section 23 of the 
Trade Mark Act specifically provides for the registration of labels and 
packages on the Supplemental Register. 

Applicant submits that its trade mark is the ‘‘symbol’’ corresponding 
to the words POLKA DOT, which is used to identify its product to the public 


and distinguish it from those of competitors. The word ‘‘symbol’’ is 
repeated throughout applicant’s brief in urging that the design is proper 
subject matter for registration on the Principal Register, but I believe 
that this word is not properly used in referring to the polka dot design, 
which does not correspond to either of the two dictionary definitions 
of ‘‘symbol’’ quoted by applicant. The same dictionary (Webster’s New 


ce 


International Dictionary, Second Edition) defines ‘‘polka dot’’ as ‘‘a 
pattern of many round dots regularly distributed’’; this pattern or design 
is not a symbol for or of anything. 

Applicant states that ‘‘ The examiner has inserted nothing in the record 
of this application to support any contention that the symbol sought to be 
registered was not adopted and is not used to identify the applicant’s 
goods and distinguish them from those manufactured and sold by others.’’ 
On the other hand neither has applicant submitted any supporting evidence 
that either its package or label or an abstraction therefrom referred to as 
a symbol, does in fact serve to distinguish applicant’s goods. The label 
itself is sufficient evidence to show that it is not registrable on the Principal 
Register. The admonition to the public written thereon, PICK THE POLKA 
DOT PACKAGE CLEANSER (applicant also states that the phrase PICK THE 
POLKA DOT PACKAGE is used in advertising its cleanser), indicates an intent 
on the part of applicant to have the public consider the design of the 
package (which in a situation as this amounts to the same thing as the 
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design of the label) as the distinguishing feature, and, as has been stated, 
the Supplemental Register provides for registering such things. 


Applicant has inserted by amendment to the application the statement, 
‘‘The applicant’s trade mark is the symbol corresponding to the word 
POLKA DoT.’’ This statement is considered improper, not only because of 
the misuse of the word ‘‘symbol’’ as pointed out above, but also because it 
appears to be an attempt to write a claim as in patent cases. Claims are 
not provided for in trade mark applications; section 1 of the Trade Mark 
Act requires only a drawing of the mark and specimens of the mark as 
actually used. The application also contains the statement ‘‘No exclusive 
rights are claimed to the outline of a label.’’ As stated in Ez parte 
McPhillips Packing Corp., 96 USPQ 175 (48 TMR 298), such an expres- 
sion is not seen to have any meaning. If, as suggested at the hearing, this 
statement is intended to indicate that applicant is seeking to register a 
design of indefinite shape and extent, it does not have this meaning, and if 
it did it would be objectionable for the reasons given above, note also the 
reference to indefinite extent in the Burgess Battery cases (92 USPQ 90) 
(42 TMR 237). 


The decision of the examiner is affirmed. 


EX PARTE AUGUSTA CHEMICAL COMPANY 


Commissioner of Patents — December 28, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
NAF-SOL, derived from misspelling of NAPHTHA and SOLUTION, may function as 
a trade-mark. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NAF-SOL, for dye components, is confusingly similar to NAPTHOSOL, for like 
goods. 
NAF-SOL, for dye components, is not confusingly similar to same mark with 
associated phrase ‘‘makes any soap a naphtha soap,’’ for washing and cleaning 
preparations. 


Application by Augusta Chemical Company for registration of trade- 
mark, Serial No. 592,973 filed February 24, 1950. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 

Sol Shappirio, of Washington, D. C. for applicant. 


Leeps, Assistant Commissioner. 


Registration on the principal register is sought for NAF-SOL as a trade 
mark for dyes. Use is claimed since October 12, 1949. Registration has 
been refused on the ground that confusion, mistake or deception of pur- 
chasers is likely in view of prior registration of NAF-sOL with an associated 
phrase MAKES ANY SOAP A NAPHTHA SOAP (Reg. No. 381,565) for a general 
washing and cleaning preparation, and NAPHTHOSOL (Reg. No. 250,438) 
for dyestuffs and intermediates. Applicant has appealed. 
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The specimens filed and the material contained in the record show that 
the mark NAF-SOL is used by applicant on stabilized concentrated naphthol 
solutions, which may be more properly identified as dye components or 
dye intermediates. An affidavit of the President of applicant corporation 
indicates that the products sold under its NAF-soL mark are concentrated, 
standardized stock solutions; and hundreds of thousands of pounds of such 
products have been sold in industry to outstanding mills and other users. 


It is obvious from the specimens filed that applicant’s mark is made 
up of the prefixes of ‘‘naphthol’’ (misspelled NaF) and ‘‘solution’’ (soL) 
There is no reason why such a word may not function as a trade mark, but 
when another in the same field of endeavor has previously appropriated 
and used a mark contrived in substantially the same manner, the later 
user may not have registrable rights. Registration No. 250,438, registered 
December 11, 1928, and renewed December 11, 1948, resulted from an 
application filed July 13, 1928. The mark is NAPHTHOSOL, obviously 
derived from ‘‘naphthol’’ and ‘‘solution’’. 

It seems to me that applicant’s mark NAF-SOL (NAPH-SOL) and regis- 
trant’s mark NAPHTHOSOL (NAFTHOSOL) are too close in sound resemblance, 
and that when used on the involved goods, confusion, mistake, or deception 
of purchasers would be likely. On the facts of record, the refusal of the 
Examiner of Trade Marks to register the mark of applicant was proper, 
and his action is affirmed. 

As to the other reference, NAF-soL and the associated phrase MAKES 
ANY SOAP A NAPHTHA SOAP used on a general washing and cleaning prepara- 
tion, it is my opinion that in view of the differences between the goods 
recited in the registration and applicant’s goods, and of the probability 
of the goods of the parties moving in totally different trade channels, and 
of the differences in the suggestive significance of the prefixes, one being 
derived from ‘‘naphthol’’ and the other from ‘‘naphtha’’, confusion, 
mistake, or deception of purchasers is most unlikely. The decision of the 
Examiner of Trade Marks is reversed as to this registration. 


TOWNLEY CLOTHES, INC. v. GOLDRING, INC. 
No. 29214 — Commissioner of Patents — December 28, 1953 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
CoURTS—PLEADING AND PRACTICE 
Where issues in civil action involve ownership, secondary meaning and right to 
exclusive use, and court’s findings will be determinative of same issues so far as 
right to register is concerned, it is deemed sound practice to suspend Patent Office 
proceedings pending termination of court action. 
Opposition proceeding by Townley Clothes, Inc. v. Goldring, Inc. 
Opposer petitions for reconsideration of Commissioner’s action sus- 
pending proceedings. Petition denied. 
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S. Stephen Baker, of New York, N. Y. for opposer. 
Henry L. Burkitt, of New York, N. Y. for applicant. 


Leeps, Assistant Commissioner. 


Opposer has petitioned for reconsideration of the action of the Com- 
missioner dated December 9, 1953 suspending proceedings herein pending 
termination of Civil Action No. 71-40 heretofore filed in The United States 
District Court for the Southern District of New York. The petition is 
based on the grounds that: (1) no request for suspension on behalf of 
either party was before the Commissioner; (2) opposer was not given an 
opportunity to be heard; (3) applicant’s motion to restrain opposer from 
proceeding with this matter pending termination of the said Civil Action 
had been denied by the District Court and concurred in by the Court of 
Appeals for the Second Circuit; (4) applicant’s motion to suspend pro- 
ceedings heretofore filed in the Patent Office had been denied by the Ex- 
aminer of Interferences and concurred in by the Commissioner; and (5) 
the action of the Commissioner suspending the proceedings arbitrarily 
overrules prior holdings without a request from either party. 


It appears that the Civil Action involves priority of use of the mark 
TOWNLEY on wearing apparel, opposer claiming long use on men’s clothing 
and applicant claiming long use on women’s clothing; ownership of the 
mark TOWNLEY; the right to exclusive use of the mark TowNLEy on the 
respective goods; validity of TowNLEy as a trade mark for applicant’s 
goods; and whether or not TowNLey has acquired a secondary meaning 
for applicant’s goods. 

Since priority of use is in issue in determining the right to register; 
and since the right to register grows out of the right to use; and since 
registration may be issued only to the owner of a mark; and since the 
question of secondary meaning is involved in this opposition proceeding, 
the findings of the Court in connection with these issues may be determi- 
native of the same issues in this case. (A. E. Staley Mfg. Co. v. Staley 
Milling Co., 99 USPQ 175 (44 TMR 222). 


In such circumstances, it is not necessary for either party to request 
suspension of the proceedings here, nor is it necessary for either party to 
be heard. This is especially true under the Trade Mark Act of 1946 
wherein the court is authorized to rectify the register (Section 37). The 
scope of inquiry of a Court in connection with the issues common to the 
two proceedings is broader than that of the Patent Office, and it would 
not seem to be in the interests of ‘‘judicial economy’’ for the parties to 
proceed in two forums simultaneously, particularly when the findings of 
one forum (the Court) may be controlling on the other (the Patent Office). 

The fact that the District Court and the Court of Appeals have refused 
to restrain the opposer from proceeding with this case is of no moment, 
since the suspension of proceedings in the Office is a matter of discretion 
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on the part of the Commissioner, and such discretion is exercised on the 
basis of the facts in each case. 

In so far as the prior practice was based merely on the question of 
which tribunal was first to obtain jurisdiction, the earlier holdings referred 
to by petitioner are overruled. As stated, each case must rest on its own 
set of facts and where, as here, the issues in a civil action involve owner- 
ship, secondary meaning and the right to exclusive use, and the Court’s 
findings will be determinative of the same issues so far as the right to 
register is concerned, it is deemed to be the sounder practice to suspend the 
Patent Office proceedings pending termination of the Court action. 


The previous action suspending proceedings is adhered to, and the 
petition for reconsideration is denied. 


P. E. HARRIS COMPANY, INC. v. BOOTH FISHERIES CORPORATION 
No. 31144—Commissioner of Patents—December 29, 1953 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Motion to extend time for taking testimony is not proper after time has 
expired. 

Applicant’s motion to show cause should be granted and order to show cause 
issued where supported by memorandum stating (1) opposer failed to take testi- 
mony and no other evidence was introduced in its behalf; (2) answer denied that 
opposer owned pleaded registration; and (3) copy of registration attached to oppo- 
sition notice showed that it issued to someone other than opposer. Further, in 
absence of strong showing, judgment should have been entered against opposer. 

Opposer has no standing to file opposition where pertinent filing of opposition 
was executed after opposition was filed. 


Opposition proceeding by P. E. Harris Company, Inc. v. Booth Fish- 
erties Corporation, application Serial No. 553,570 filed April 1, 1948. Op- 
poser appeals from decision of Examiner of Interferences dismissing oppo- 
sition. Affirmed. 


Theodore W. Miller, of Chicago, Illinois for opposer-appellant. 


Wilkinson, Huzley, Byron & Hume, of Chicago for applicant-appellee. 


LeeEps, Assistant Commissioner. 

Application has been filed to register sEaTANG for canned, fresh and 
frozen fish. Use is claimed since January 1, 192] (renewed), and appli- 
cant owns Registration No. 153,124, issued on March 14, 1922 under the 
Trade Mark Act of 1905 for sardines. The notice of opposition recited 
prior use of SEAKIST on canned salmon, ownership of Registration No. 
104,119, issued on May 4, 1914, and confusing similarity of the applicant’s 
and opposer’s marks when applied to the involved goods. Opposer has 
appealed from a decision dismissing the opposition. 

The record of the proceedings in this case shows that in denying 
applicant’s motion for summary judgment, the Examiner of Interferences 
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fixed the period for opposer’s testimony to begin on June 29, 1952 and to 
close on July 29, 1952. No testimony was taken. 

Eighteen days after expiration of the period, opposer filed a motion 
to extend the time for taking testimony in order that it might prove title 
to the pleaded registration. Two days thereafter, applicant filed a motion 
under Rule 24.4 of The Rules of Practice in Trade Mark Cases seeking an 
order for opposer to show cause why judgment should not be rendered 
against it. The Examiner of Interferences in a single action granted 
opposer’s motion for extension of time and denied applicant’s motion for 
an order to show cause. A motion to extend time for taking testimony is 
not proper after the time has expired. There is nothing to extend. The 
motion should have been denied. 


The applicant’s motion to show cause was supported by a memorandum 
stating the following grounds for the motion: (1) opposer failed to take 
testimony and no other evidence was offered in its behalf; (2) the answer 
denied that opposer owned the pleaded registration; and (3) the printed 
copy of the registration attached to the notice of opposition showed on its 
face that it is issued to someone other than opposer. Rule 24.4 states: 

‘*Upon the filing of an affidavit by any party in the position of a 
defendant, that the time for taking testimony on behalf of any party 
in the position of plaintiff has expired and that no testimony has been 
taken by him and no other evidence offered, an order may be entered 
that such party show cause within a time set therein, not less than 


ten days, why judgment should not be rendered against him, and in 

the absence of a showing of good and sufficient cause judgment may 

be rendered as by default.’’ 

Under the circumstances of this case, the motion should have been 
granted, an order to show cause should have issued, and in the absence 
of a strong showing, judgment should have been entered against opposer. 


sé 9? 


After having obtained its ‘‘extension of time,’’ opposer still did not 
take any testimony. It filed a notice under Rule 282 to which it attached 
certain certified copies to show title in and to Registration No. 104,119. 
The certified documents show that an assignment was executed on January 
25, 1952, and the assignment was recorded in the Patent Office on March 
25, 1952. Applicant has raised some questions regarding the sufficiency 
of the documents to prove a clear chain of title, but it is unnecessary to 
pass upon the question, since the record shows that the notice of opposition 
was filed on December 27, 1951, prior to the date of execution of the 
assignment. From the record here, it is clearly apparent that opposer had 
no standing to file the opposition, and it should have been dismissed on 
that ground. 

The Examiner of Interferences dismissed the opposition on the merits, 
i.e., SEATANG is not likely to cause confusion with SEAKIST. His decision 
of dismissal is affirmed, but for the reasons herein stated. 


LL 
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HOROWITZ BROS. AND MARGARETEN v. HOMART FOODS, INC. 
No. 5776—Commissioner of Patents—December 29, 1953 


CANCELLATION—CONFUSING SIMILARITY 
HOM-ART, for prepared dry mixes for baking rolls, is confusingly similar to 
HOMAR, for potato pancake mix. 
CANCELLATION—PLEADING AND PRACTICE 


There is presumption that petitioner has made strongest showing available. 


CANCELLATION—EVIDENCE 
Testimony by petitioner characterized by leading questions, indefiniteness and 
inconsistencies, and failure to introduce apparently available documentary evidence 
are convincing of fact that it made no use of mark at time alleged. 


Cancellation proceedings by Horowitz Bros. and Margareten v. Homart 
Foods, Inc., Registration No. 507,148 issued March 1, 1949. Registrant 
appeals from decision of Examiner of Interferences sustaining petition. 


Reversed. 
Mason, Fenwick & Lawrence, of Washington, D. C. for petitioner-appellee. 


B. Gordon Aller, of Chicago, Illinois for registrant-appellant. 


LreEps, Assistant Commissioner. 


A petition has been filed to cancel principal register registration of 
HOMART (Reg. No. 507,148) issued on March 1, 1949 for prepared dry 
mixes for baking rolls. Petitioner claims prior use of the word HOMAR 
for potato pancake mix. The Examiner of Interferences sustained the 
petition and recommended cancellation. Respondent has appealed. 


The involved products are of a nature which, if sold under the same 
or a confusingly similar mark, would be likely to cause confusion, mistake, 
or deception of purchasers with regard to their source. Hom-art and 
HOMAR are, in my opinion, confusingly similar marks. Therefore, the 
question to be determined is whether or not petitioner has discharged its 
burden and proved prior use of its mark. 


Petitioner’s oral testimony is to the effect that it is engaged in the 
sale of kosher food products which are sold under the trade marks HoRO- 
WITZ & MARGARETEN and HOMAR; it commenced use of HOMAR on potato 
pancake mix sometime in 1946 and commenced use of the same mark on 
crackers in 1949; it had advertised and continuously sold the products 
under the mark since those dates; it sells potato pancake mix under the 
marks HOROWITZ & MARGARETEN and HOMAR; the HOMAR potato pancake mix 
package claimed to have been used prior to 1949 shows ‘‘ Homar Sales Corp., 
Long Island City, N. Y.’’ as the distributor and the name of this petitioner 
does not appear thereon; Homar Sales Corp. is a wholly owned subsidiary 
of petitioner; and sales of HoMAR products since 1949 would amount to 
eighteen to twenty thousand dollars a year, in the opinion of the Chairman 
of the Board and Vice-President of petitioner. 
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No records of sales or advertising expenditures were introduced. 


Petitioner’s exhibits include the ribbon copy of a letter dated August 
26, 1946 addressed to one Harry Beeson of Pittsburgh in which petitioner 
advised that the handling of HomarR brand products would be on a 5% 
broker’s commission basis. There are three duplicate copies of invoices to 
said Harry Beeson dated August 29, 1946, April 24, 1947 and December 
20, 1948. These invoices show sales of potato pancake mix by this peti- 
tioner to said Beeson, but they do not show whether the mix was HOROWITZ 
& MARGARETEN Mix or HOMAR mix; since the testimony shows that said 
Harry Beeson did not accept the terms set out in the previously mentioned 
letter, it must be presumed that the sales were sales of HOROWITZ & 
MARGARETEN potato pancake mix. This presumption is supported by the 
fact that the sample package in evidence, which was claimed to have been 
used prior to 1949, shows Homar Sales Corp. as distributor; the invoices 
are on billheads of Horowitz Bros & Margareten; and the invoices and 
shipping orders since 1950 show sales of HomaAR potato pancake mix by 
name. There is no evidence of any sales by Homar Sales Corp. 


An exhibit of petitioner shows a billing to petitioner by Bresk Adver- 
tising Agency dated April 11, 1946 covering artwork, typesetting, engrav- 
ing and service charges for the Homar Potato Pancake Mix carton, but 
there is nothing in evidence to show that any cartons were ever ordered 
or used, other than the statements from memory of the witnesses to the 
effect that HoMAR potato pancake mix had been continuously sold from 
1946. 


Petitioner’s earliest advertising exhibit showing HoMAR is January 
20, 1950, and each of the advertising exhibits introduced show only HOMAR 
crackers which admittedly were not marketed until 1949. There are no 
exhibits showing any advertising of HoMAR potato pancake mix. 


Respondent’s testimony and exhibits show that it was incorporated in 
the State of Delaware on April 23, 1947 and qualified to do business in 
the State of Illinois on May 6, 1947; it received on June 7, 1947 and paid 
on June 9, 1947 an invoice for artwork on the HOoM-aART hot roll mix box, 
letterhead and cover copy for ‘‘ Packaging Parade’’ magazine; it placed an 
order on June 17, 1947 for one million boxes conforming with the design 
furnished, and the order was acknowledged by the boxmaker on June 24, 
1947; air express receipts show first shipmentse of HoM-aRT hot roll mix 
on June 30, 1947; during 1947, 38,000 cases of Hom-arT hot roll mix, 
amounting to $197,000.00 worth, were sold in 35 States; in 1948, 58,700 
cases, amounting to $300,000.00 worth, were sold; total expenditures for 
direct advertising from June, 1947 through 1951 were $62,435.00; and the 
advertising media included newspapers, trade periodicals, magazines of 
national circulation, handbills, store displays, and radio programs featur- 
ing Arthur Godfrey and Kate Smith. The oral testimony is thoroughly 
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supported by documentary evidence, and the evidence submitted by re- 
spondent is clear and convincing. 

It must be presumed that petitioner has made the strongest showing 
available. Plough, Inc. v. Coupland, 45 USPQ 617 (30 TMR 409) (Com’r., 
1940). The testimony is characterized by leading questions, indefiniteness 
and some inconsistencies. Although the testimony was taken in the offices 
of petitioner where records were available, no competent documentary 
evidence was introduced in support of the testimony. The fact that it 
contented itself with proof so vague and indefinite in nature is rather con- 
vincing to me that petitioner made no use of HOMAR on any products prior 
to respondent’s use of HOM-ART on June 30, 1947. [Plough, Inc. v. Coup- 
land, supra; H. D. Hudson Manufacturing Co. v. Wizard, Inc., 100 USPQ 
24 (Com’r., 1953).] 

The petitioner has failed to discharge its burden. The decision of the 
Examiner of Interferences is reversed. 


LEKAS & DRIVAS, INC. v. TENTH AVENUE TRADING CORP. 
No. 31,207—Commissioner of Patents—December 29, 1953 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Patent Office may take judicial notice of opposer’s registration. Patent Office 
may take judicial notice of court records brought to its attention. 
Decision of state court as to confusing similarity is not binding on Patent 
Office, but is persuasive. 
TRADE-M4rRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
COSMOCRATIC, for olive oil, is not confusingly similar to ARISTOCRATIC, for 
like goods. 
ARISTOCRATIC is such a familiar word to ordinary purchaser that he will readily 
distinguish it from cosMOCRATIC, which has little meaning to him. 


Opposition proceeding by Lekas & Driwas, Inc., v. Tenth Avenue 
Trading Corp., application, Serial No. 603,089 filed September 1, 1950. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 


Theodore W. Miller, of Chicago, Illinois for opposer-appellee. 
George J. Chryssikos, of New York, N. Y. for applicant-appellant. 


Lreps, Assistant Commissioner. 

Application has been filed to register a composite mark comprising 
the word cosmocraTic above which appears a monogram cTaT enclosed 
within a circle, and below which appears a representation of a sprig of 
olives (the latter disclaimed) for olive oil. Opposition has been filed by 
the owner of the mark aristocratic for olive oil, Registration No. 112,909, 
issued on October 3, 1916. The Examiner of Interferences sustained the 
opposition and refused registration. Applicant has appealed. 
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Opposer, took no testimony and offered no evidence in support of its 
pleadings other than to submit a printed copy of its registration of which 
judicial notice may be taken since it is an official record of the Patent 
Office. 

Applicant pleaded five affirmative defenses, but took no testimony 
and offered no evidence in support of its pleadings other than to submit 
a copy of a judgment of the Supreme Court of New York (New York 
County) dismissing a civil action instituted by this opposer against this 
applicant. The copy of judgment was not submitted in accordance with 
the rules, but judicial notice may be taken of court records when they 
are brought to the attention of the Office. 


There is no question of first use, and the involved products are the 
same. Applicant argues that one is ‘‘virgin pure olive oil’’ and the other 
is ‘‘blended olive oil,’’ but for purposes of this proceeding this is a dis- 
tinction without a difference. The sole question for determination, there- 
fore, is whether or not the mark cosMOCRATIC and design so resembles the 
mark ARISTOCRATIC as to be likely, when applied to olive oil, to cause con- 
fusion or mistake or deception of purchasers as to the origin of the goods. 

In denying a preliminary injunction sought by this opposer, the 
Judge of the Supreme Court of New York (New York County) held: 
‘‘The trade marks ARISTOCRATIC and COSMOCRATIC are not so closely re- 
sembling each other as to cause confusion, since the plaintiff manufactures 
and sells a ‘blended’ olive oil and the defendant’s product is said to be a 
‘virgin pure’ olive oil. Furthermore, defendant claims to be in possession 
of a New York State trade mark registration as well as a pending applica- 
tion with the United States Patent Office, so that appropriate steps can be 
taken before either body for the redress of any grievance which the plain- 
tiff may assert in its behalf.’’ Upon a subsequent trial, the Court, on 
June 9, 1952 granted the motion of defendant and dismissed the action. 
The decision of the New York State Court is not binding on the Patent 
Office, but it is persuasive, particularly under the circumstances hereinafter 
mentioned. 


The final judgment was entered on June 9, 1952, five days before the 
testimony period of opposer opened. Opposer introduced no evidence in 
this proceeding, although the Court, in denying the preliminary injunction 
stated: ‘‘* * * appropriate steps can be taken before (the Patent Office) 
for the redress of any grievance which the plaintiff may assert in its 
behalf.’’ 


Opposer correctly states in its brief that it is not the intelligent pur- 
chaser (Bissell Chilled Plow Works v. Bissel Plow Co., 121 F. 357, 366), 
the careful person (Williams v. Brooks, 50 Conn. 278; Singer Co. v. Wil- 
son, L.R. 3 App. Cas. 376), or the dealer (Warner & Co. v. Eli Lilly Co., 
265 U.S. 526; The Coca-Cola Co. v. Gay-Ola Co., 200 F. 720, 723) who is 
to be considered in determining likelihood of confusion, mistake or decep- 
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tion. Rather, it is the ordinary unsuspecting customer (Godillot v. Ameri- 
can Grocery Co., 71 F. 873, 874; Cauffman v. Schuler, 123 F. 205), the 
unwary purchaser (Battle &@ Co. v. Finlay, 45 F. 796, 798; McLean v. 
Fleming, 96 U.S. 245, 256), the ordinary purchaser (Ohio Baking Co. v. 
National Biscwit Co., 127 F. 116, 120), and the inattentive purchaser 
(Kinney Co. v. Maller, 6 N.Y.S. 389) who deserve consideration. In con- 
sidering the marks here involved, it is my opinion that the word ArRIsTo- 
crATIC has such a familiar and well-known meaning to the ordinary, 
unsuspecting, unwary and inattentive purchaser that he will readily dis- 
tinguish it from cosmMocratTic which probably will have little or no meaning 
to him. 

The marks do not look much alike nor do they sound alike except 
for the suffix ‘‘cratic.’’ 

On the record here, and in the absence of any evidence as to manner 
of use, display, or extent of use of opposer’s mark, and of any other facts 
which would aid in making a determination, I am of the opinion that 
confusion, mistake or deception of purchasers is not likely to result from 
registration of applicant’s composite mark. 


The decision of the Examiner of Interferences is reversed. 


BOURJOIS, INC. v. CECILE GAGNON COMPANY 


No. 31,195—Commissioner of Patents—December 30, 1953 


TRADE-MARK AcT OF 1946—-REGISTRABILITY—IN GENERAL 
Different packaging, labels, and prices are without effect upon question of 
resemblance of marks, for either party may freely change these factors. 
Dissection of marks is not proper method of arriving at determination whether 
confusion is likely. 
Similarity in meaning alone between marks is sufficient to give rise to likelihood 
of confusion when marks are applied to similar goods. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DEAR TO ME, for perfume and cologne, is confusingly similar to ENDEARING, for 
perfume, toilet water, bath powder, and face powder. 

Opposition proceeding by Bourjois, Inc. v. Cecile Gagnon Company 
application Serial No. 610,619 filed February 28, 1951. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Af- 
firmed. 

Alexander, Maltitz, Derenberg & Daniels, of New York, N. Y. for opposer- 
appellee. 

Gould & Wilkie, of New York, N. Y. for applicant-appellant. 

Lreps, Assistant Commissioner. 

Registration on the Principal Register is sought for the term DEAR TO 
ME as a trade mark for perfume and cologne. Use is claimed since Janu- 
ary 7, 1951. Opposition has been filed by the owner of the trade mark 
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ENDEARING, registered on February 11, 1947 (Reg. No. 427,502) for per- 
fume, eau de cologne, toilet water, bath powder, and face powder. The 
Examiner of Interferences sustained the opposition and denied registration. 
This is an appeal from his decision. 

There is no question that the opposer’s registration embraces goods 
identical with some of those on which applicant’s mark is used. The regis- 
tration of record establishes opposer’s priority of use. 


Opposer took no testimony, but relied solely upon its registration. 


The testimony of the applicant shows that the goods to which the marks 
are applied are packaged differently from opposer’s, have differently de- 
signed labels applied thereto, and the price of its goods is much higher 
than the price of opposer’s like goods. Such differences, however, are 
without effect upon the question of resemblances between the marks, for 
neither party is restricted to the package or label which it is using, nor is 
either party restricted as to present price. These things may be changed 
at will. Barton Mfg. Co. v. Hercules Powder Co., 33 USPQ 105 [27 TMR 
220] (CCPA, 1937); Sharp & Dohme, Inc. v. Abbott Laboratories, 64 
USPQ 247 [35 TMR 61] (Com’r., 1945); Tungsten Repair Parts, Inc. v. 
Sureline Mfg. Co.,79 USPQ 272 [38 TMR 1145] (Com’r., 1948) ; Ambrosia 
Chocolate Co. v. Foster, 74 USPQ 307 (Com’r., 1947). 


The Examiner of Interferences, in reaching his conclusion that there 
was likelihood of confusion, mistake or deception of purchasers between 
ENDEARING and DEAR TO ME Stating that ‘‘dear’’ comprises the dominating 
part of both marks. I do not disagree with the conclusion reached, but it 
seems highly undesirable to break opposer’s single-word mark into its com- 
ponent syllables and to find one syllable to be ‘‘dominating.’’ This 
amounts to dissection for purposes of comparison—and dissection of marks 
is not the proper method of arriving at a determination as to whether or 
not confusion is likely. As Mr. Justice Holmes said in Schlitz Brewing Co. 
v. Huston Ice Co., 250 U.S. 229, ‘‘It is a fallacy to break the fagot stick 
by stick.’’ This quotation is especially apt here where the ‘‘fagot’’ is a 
single word. 

The marks do not look alike. They have considerable similarity in 
sound. Most importantly, however, as the examiner said, they are ‘‘prac- 
tically synonymous in meaning, and it is well settled that similarity in 
meaning alone between marks is sufficient to give rise to a likelihood of 
confusion or deception of purchasers, when, as here, they are applied to 
similar goods.’’ Bourjois, Inc. v. Parfums Schiaparelli, Inc., 72 USPQ 32 
(37 TMR 80) (Com’r., 1946); Younghusband v. Societe D’Etudes et 
D’Expansion de La Parfumerie de Luxe, 83 USPQ 190 (39 TMR 1036) 
(Com’r., 1949); The American Steel & Wire Co. v. Hancock, 91 USPQ 
350 (42 TMR 137) (Com’r., 1951). 


The decision of the Examiner of Interferences is affirmed. 


teeter 





Vol. 44 T. M. R. EX PARTE COLUMBIA RIBBON & CARBON 


EX PARTE COLUMBIA RIBBON & CARBON 
MANUFACTURING COMPANY, INC. 


Commissioner of Patents—December 30, 1953 


TRADE-MARK AcT oF 1946—REGISTRABILITY—IN GENERAL 


Obtaining of registration of word for different goods is irrelevant to question 
of registrability of word for goods in question. 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
TRADE-MARK ACT OF 1946—REGISTRABILITY—GENERIC TERMS 


IMAGE is generically descriptive of blank and preprinted lithographic paper 
plates used in direct-image offset duplicating machines. 


REGISTRATION PROCEDURE—EVIDENCE 
Affidavit asserting five years exclusive use in commerce is insufficient to prove 
that otherwise unregistrable word has become a trade mark in case where word has 
direct relation to goods. 
Application by Columbia Ribbon & Carbon Manufacturing Company, 
Inc. for registration of trade-mark, Serial No. 582,825 filed August 2, 1949. 
Applicant appeals from decision refusing registration. Affirmed. 


Johnson & Kline, of Bridgeport, Connecticut for applicant. 
FEDERICO, Examiner in Chief. 


This is an appeal from the decision of the examiner refusing to register 
the word IMAGE as a trade mark for ‘‘blank and preprinted lithographic 
paper plates or mats in sheet and continuous form for use in direct-image 
offset duplicating machines.’’ 

The ground of rejection is that the word tmace as applied to the par- 
ticular goods is generically descriptive of them, indicating the type of 
plate, and as such is not capable of distinguishing the goods as to their 
source of origin. 


The specimens presented with the application are long narrow strips 
of paper on which appear ‘‘200 Short Run IMAGE PLATES Pinhole 
Punched 10 x 15.’’ The ground of rejection amounts to the assertion that 


ees 


the word IMAGE cannot serve as a trade mark for goods known as ‘‘image 


plates. ’’ 

The examiner contends that the word IMAGE is a commonly used word 
in the art to which the goods relate and has cited a number of publications 
to show this. One of these is a book by Richard Caruzzi, ‘‘Offset Dupli- 
eator Techniques,’’ published by Harold L. Taylor, New York, copyright 
1948 (96 pages). This book shows numerous uses of the word IMAGE. 
The offset duplicating process, which is in fact only a species of lithographic 
offset printing, is described generally on pages 6, 7, 8. The material to 
be duplicated is typed or drawn on a paper ‘‘plate’’ with a special ink. 
The plate is placed on a plate cylinder which revolves in contact with a 
roller which applies water or a repellant solution to the plate and rollers 
which apply ink, and also in contact with a cylinder called a blanket 
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cylinder. ‘‘The plate as it travels under the ink rollers, picks up ink in 
the sensitized areas where type or drawings were applied with special inks. 
In the non-sensitive areas, where ink is not wanted the repellant solution 
repels or protects that area from the ink.’’ Then as the plate revolves on 
the plate cylinder the ‘‘image-in-ink’’ is transferred to a rubber blanket 
on the blanket cylinder. The blanket cylinder revolves in contact with 
the paper which receives the final impression, which is fed between the 
blanket cylinder and another cylinder. ‘‘Since the image is transferred 
or offsetted from the plate to the blanket cylinder, and then to the paper, 
it can readily be seen how the term ‘offset’ came into common use.’’ After 
referring to photographically prepared plates and the advantages of the 
plates just described, the author states, ‘‘The plate on which you work 
directly is an uncoated plate that will receive greasy inks, crayons, or 
typing through a special ribbon. This type of plate is called a direct 
image plate. Halftones or photographs cannot be reproduced on the direct 
image plate, but line drawings as well as the halftone can be reproduced 
on the photographically prepared plate.’’ Some other occurrences of the 
word IMAGE and ‘‘image plate’’ found in this work are quoted or referred 
to: ‘‘The line drawing is applied directly to the direct image plate with 
a litho crayon, * * *.’’ (page 10); ‘‘the non-image areas of the plate’’ 
(page 10); ‘‘Basically however, there are only two types of plates, the 
direct image plate, as previously explained, designed for direct drawing 
and typing on the plate itself, and the coated photographically prepared 
plate’’ (page 11); and many other instances appear on pages 11, 23, 28, 
34, 37, 38, 66, 69, 77 and 87. 

The examiner also cited two advertising pamphlets of Davidson Manu- 
facturing Corp, Chicago, dated 1941 and 1942, as showing other instances 
of the use of the word IMAGE or the words ‘‘image plate’’ in connection 
with offset duplication. 

Two other instances of the use of the word IMAGE in this art are 
noted; in trade mark registration 530,375, issued to applicant on Sept. 5, 
1950, the goods are specified as ‘‘a solution applied to lithographic paper 
plates for preserving the same and a solution used to remove image mate- 
rial from paper plates,’’ and the word IMAGE is also used by applicant in 
the statement of the goods in this application. 

It thus appears that the word IMAGE is commonly used in the art in 
which applicant’s goods are used, not only generally but also specifically 
in connection with the goods themselves and also as part of a name for the 
goods, namely, image plates or direct image plates. 


Applicant’s contentions are that the publications do not use the word 
IMAGE alone in a purely descriptive sense or a generic sense as applied to 
plates; that the publications do not call the goods ‘‘image plates’’ but use 
the expression ‘‘direct image plates’’; that the publications are dated after 
applicant’s first date of use; that no one else has used the word as a trade 
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mark (this is not at all surprising in view of the nature of the word and 
the goods) ; that no one else has used the word alone on the goods (neither 
has applicant as far as the specimens submitted show) ; that the plates do 
not form an image (but an image is placed on the plates) ; that the word 
does not describe the structure of the plates or any attribute of the plates 
(but it does relate to the function or purpose of the plates) ; and in conclu- 
sion that the plates themselves cannot be said to be generically image plates. 


Applicant further urges that the word is part of a family of mmaGE 
trade marks adopted for various goods, and that it has obtained three 
registrations of this word in connection with different goods. This is con- 
sidered irrelevant to the registrability of the word for the particular goods 
specified in this application. 


I do not believe that applicant can deny that the word 1maaE is part 
of the generic description of the goods in the expression ‘‘direct image 
plate’’ and of the machines with which the plates are used, ‘‘direct-image 
offset duplicating machines,’’ and this is enough to preclude registrability. 

The application has been amended to assert that the mark has become 
distinctive of applicant’s goods in commerce and an affidavit (a substitute 
declaration) has been filed asserting substantially exclusive and continuous 
use in commerce for at least five years preceding the date of the filing of 
the application. Such an affidavit is considered wholly insufficient to prove 
that an otherwise unregistrable word has become a trade mark and is reg- 
istrable under section 2(f) of the Trade Mark Act in a case of this kind, 
where the word has such a direct relation to the goods and is commonly 
used as a word of art in connection with the goods. 


0 Sac 


The decision of the examiner is affirmed. 


EX PARTE JEWEL FOLIAGE COMPANY 


Commissioner of Patents—December 30, 1953 















TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
EMERALD LEAF—A ‘JEWEL’ FOLIAGE, for fresh cut flowers and ferns, is not con- 


fusingly similar to EMERALD, for lawn and grass seed. 


Application by Jewel Foliage Company (assor. to Willard F. Rogers 
and Lewis J. Moorman, Jr.), for registration of trade-mark, Serial No. 
609,555 filed February 2, 1951. Applicant appeals from decision of Ex- 
aminer of Trade-Marks refusing registration. Reversed. 

Clarence O’Brien and Harvey B. Jacobson, of Washington, D. C. for appli- 
cant. 


LeEps, Assistant Commissioner. 


Application has been filed to register on the principal register the 
word EMERALD superimposed diagonally upon the representation of a fern 
leaf, below which appear the word Lear in block letters and the phrase 
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A JEWEL FOLIAGE. The words LEAF and FOLIAGE and the representation of 
the fern leaf have been disclaimed. The mark has been used on fresh cut 
flowers and ferns since January 15, 1950. Registration has been refused 
on the basis of likelihood of confusion with Registration No. 133,094, 
EMERALD for lawn and grass seed. The cited reference was registered on 
July 6, 1920, renewed in 1940, and published under Section 12(c) of the 
Trade Mark Act of 1946 on October 12, 1948. Applicant has appealed. 
Applicant has placed in evidence a letter which it received from the 
registrant stating in part: 
‘“We do not see that this conflicts with our use of the word 


[EMERALD] and our (sic) very doubtful whether we could sustain a 
suit under the condition as stated.’’ 


I am inclined to agree with that statement. 


The mark of applicant is EMERALD LEAF—A JEWEL FOLIAGE. It must 
be considered in its entirety. In so considering it, it is apparent that the 
word EMERALD as used in the applicant’s mark has the meaning of the 
precious stone, due to its close association with the word JEWEL. Also, it 
will be noted that applicant’s name is Jewel Foliage Company, and A JEWEL 
FOLIAGE clearly associates the goods with their origin. 

Applicant’s goods are fresh-cut flowers and ferns. The record indi- 
cates that they are a florists’ item, and that the normal channels of trade 
would be florist shops. 

Registrant’s mark is the single word EMERALD displayed in ordinary 
capital and lower case type. As used on grass seed, it is suggestive of 
green lawns or green grass. It is common knowledge that grass seeds are 
normally sold through hardware stores and some grocery stores. 

In view of the differences in the goods, the differences in normal trade 
channels, and the differences in the marks themselves, as well as their 
respective connotations, I am of the opinion that confusion, or mistake, 
or deception of purchasers as to origin is unlikely. Also, the fact that 
applicant’s mark includes A JEWEL FOLIAGE points to the origin of appli- 
eant’s goods. 

The decision of the Examiner of Trade Marks is reversed. 


EX PARTE MACK AND PARKER 
Commissioner of Patents—December 30, 1953 


TRADE-MARK ACT OF 1946—-REGISTRABILITY—DESCRIPTIVE TERMS 
If slogan used as service mark is ‘‘merely descriptive,’’ it should be rejected 
on ground that registration is prohibited by section 2(e); if it has become distinc- 
tive of applicant’s services, section 2(f) provides that nothing in section 2(e) shall 
prevent its registration; question is therefore one of fact to be resolved from 
evidence submitted. 
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TRADE-MARK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Mark which has become distinctive of applicant’s goods or services has acquired 
secondary meaning, and vice versa. 
TRADE-MARK AcT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Descriptiveness is not bar to registration if evidence is sufficient to show 
distinctiveness. 
TRADE-MARK ACT oF 1946—REGISTRABILITY—SERVICE MARKS 
REPRESENTING THE BUYER is registrable as service mark for general insurance 
brokerage. 


Application by Mack and Parker for registration of service mark, 
Serial No. 554,902 filed April 17, 1948. 

Applicant appeals from decision of Examiner of Trade-Marks refusing 
registration. Reversed. 
Gordon C. Mack, of Akron, Ohio for applicant. 


LeEps, Assistant Commissioner. 


Application has been filed to register on the principal register the 
slogan REPRESENTING THE BUYER as a service mark for general insurance 
brokerage. Use is claimed since January of 1937. The mark is claimed 
to have become distinctive as used in connection with applicant’s business. 
The Examiner of Trade Marks refused registration on the ground that 
the term is ‘‘generically descriptive as applied to the services rendered 
and therefore incapable of distinguishing applicant’s services from similar 
services of others.’’ Applicant has appealed. 


The slogan undoubtedly has descriptive significance when used in con- 


9? 


nection with applicant’s business. If it is ‘‘merely descriptive,’’ it should 
be rejected on the ground that registration is prohibited by Section 2(e) 
of the Trade Mark Act of 1946. If it has, in fact, become distinctive of 
applicant’s services in commerce, however, Section 2(f) of the Act pro- 
vides that nothing in Section 2(e) shall prevent its registration. The 
question to be determined, therefore, is one of fact to be resolved from the 
evidence submitted. 

In his final rejection the examiner stated: ‘‘* * * the question of 
whether a mark has or has not acquired a secondary meaning is not before 
the examiner. Even if a mark were to acquire a secondary meaning it 
does not necessarily mean that it is registrable.’’ I am unable to agree 
completely with these statements. The question of secondary meaning was 
the only question before the examiner. Registration was sought for a mark 
claimed to have become distinctive. A mark which has become distinctive 
of an applicant’s goods or services in commerce has acquired a secondary 
meaning; and a mark which has acquired a secondary meaning has become 
distinctive of an applicant’s goods or services. The legislative history of 
Section 2(f) leaves no room for doubt that this is a correct interpretation. 
(HR 9041, 75th Cong., 3rd Sess., House Hearings, pp. 63, 101, et seq., 107; 
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HR 4744, 76th Cong., lst Sess., House Hearings, pp. 23, et seq.; HR 102, 
HR 5461, S. 895, 77th Cong., 1st Sess., House Hearings, p. 68; HR 82, 
78th Cong., Ist Sess., House Hearings, p. 25.) 


In the present case, the only question to be determined was whether 
or not the evidence submitted in this case was sufficient to convince a rea- 
sonable person that the applicant’s mark has become distinctive, i.e., had 
acquired a secondary meaning. 


As for the second statement of the examiner, the statute is clear and 
unequivocal in its language that ‘‘Except as expressly excluded in para- 
graphs (a), (b), (¢), and (d) of this section, nothing herein shall prevent 
the registration of a mark used by the applicant which has become dis- 
tinctive of the applicant goods [or services] in commerce.’’ Therefore, 
if registration is not prohibited by paragraphs (a)—immoral, deceptive. 
scandalous, disparaging matter, ete-—(b)—a flag, coat-of-arms or other 
insignia—(¢c)—a name, portrait or signature identifying an individual, 
ete.—or (d)—a confusingly similar mark—it is registrable if it has ac- 
quired a secondary meaning. 


The evidence submitted shows that the term REPRESENTING THE BUYER 
has been used by applicant in its business since 1937, and so far as the 
record discloses, the use has been exclusive. The term has been displayed 
on letterheads, booklets, pamphlets, maps, brochures and blotters distrib- 
uted by applicant in a plurality of States, in advertising its insurance 


services, and in publicity. 

An affidavit by an investment broker states that he has known of 
applicant since 1935, he is familiar with the term REPRESENTING THE BUYER 
and its use by applicant, and as far as he is aware, the term has not been 
used by any other business. 


An affidavit by the President of the Association of American Rail- 
roads states that he has known of applicant since 1933; he has noted use 
of the slogan REPRESENTING THE BUYER since the middle thirties; in the 
late thirties he discussed the use of the expression with one of the partners 
of applicant company and complimented him on the approach ‘‘to get 
away from the dual representation so often encountered in the insurance 
field’’; although he has frequent and widespread contacts with insurance 
businesses and insurance men, he has never known of any use of the term 
other than by applicant, and the continued use of it by applicant has 
resulted in immediate identification of applicant’s services. 


Affidavits of the President of Mutual Trust Life Insurance Company, 
the President of Continental Casualty Company, the Manager of the Insur- 
ance Department of the Chamber of Commerce of the United States, the 
Vice-President of the American Re-Insurance Company, and a General 
Insurance Agent are to the effect that they have been for many years 
familiar with the slogan REPRESENTING THE BUYER; that they have never 
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known of any use of the term other than by applicant; that they have 
had long associations in the insurance field and they have heard insurance 
men in many parts of the United States identify applicant by using the 
words REPRESENTING THE BUYER; and that REPRESENTING THE BUYER to 
them means this applicant’s services. Such affidavits of persons active in 
and thoroughly familiar with the field in which applicant is engaged are 
entitled to considerable weight. 


There are other affidavits which are self-serving and still others which 
do not carry conviction. 

After quoting definitions of ‘‘insurance broker’’ from Funk and 
Wagnalls New Standard Dictionary, Second Edition, and Black’s Law 
Dictionary, the examiner concluded: ‘‘Thus the notation which applicant 
seeks to register is merely a generic phrase intended to advise the public 
of applicant’s primary function * * *. The situation presented is the 
same as though applicant were attempting to register ‘insurance broker.’ ”’ 
This does not follow. The term ‘‘insurance broker’’ is a generic term 
which has a well-known common meaning and is in general use. REPRE- 
SENTING THE BUYER is not a generic term, it does not have a common mean- 
ing and is not in general use. It is not the name of anything. It does 
describe a ‘‘function’’ of an insurance broker, but it is not ‘‘ generically 
descriptive.’’ Descriptiveness is not a bar to registration if the evidence 
is sufficient to show distinctiveness. Upon evaluating and giving proper 


weight to the evidence submitted in this case, I am convinced that the term 
sought to be registered is a slogan which identifies applicant’s services 
and distinguishes them from those of others. 


The decision of the Examiner of Trade Marks is reversed. 


EX PARTE THE NATIONAL MACHINERY COMPANY 


Commissioner of Patents—December 30, 1953 


REGISTRATION PROCEDURE—EVIDENCE 
Article in trade magazine in which author, not connected with applicant, recog- 
nizes term as trade-mark is entitled to weight because it is written by disinterested 
person for technical readership. 
EFrrecT OF REGISTRATION—THE PRINCIPAL REGISTER 
It is province of Patent Office to recognize rights which have been acquired. 
Issuance of registration ig. recognition of what has taken place and is not a permit 
to sequester word, name, symbol or device as private property. 
TRADE-MarK AcT or 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
BOLTMAKER having acquired secondary meaning, is registrable for upsetting 
and heading machines. 
Question of secondary meaning is one of fact, not law. 


Application by The National Machinery Company, Serial No. 588,911 
filed June 10, 1948. Applicant appeals from decision of Examiner of 
Trade-Marks, refusing registration. Reversed. 
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Richey, Watts, Edgerton & McNenny, of Cleveland, Ohio, for applicant. 
LEEDs, Assistant Commissioner. 


Application has been filed to register on the principal register the 
word BOLTMAKER for upsetting and heading machines for bolt blanks. The 
mark is claimed to have become distinctive through substantially exclusive 
use in commerce since 1933, and a considerable amount of evidence has 
been submitted in support of the claim of distinctiveness. Applicant owns 
Registration No. 329,162, issued on October 15, 1935 under the Trade Mark 
Act of 1920 for the same machines. The Examiner of Trade Marks refused 
registration on the ground that ‘‘the mark is generically descriptive of 
the goods, and thus incapable of acquiring distinctiveness.’’ Applicant 
has appealed. 


The evidence submitted shows that the machines sold by applicant 
are progressive cold heading machines equipped with a pointer and roll 
threader, or both, to which the bolt blanks are conveyed by automatic 
transfer means from the cold header dies; more than 200 machines bearing 
the notation BOLTMAKER for a total sales price in excess of six million 
dollars have been sold to more than fifty per cent of the manufacturers 
of bolts, screws, rivets, and the like; the mark is affixed to the machines 
by means of a plate bearing the name and address of applicant, under- 
neath which appears THE BOLTMAKER; the mark has been advertised and 
featured in publicity at regular intervals since its use began; advertising 
is presently regularly inserted in ‘‘The Iron Age,’’ ‘‘Machinery,’’ ‘‘Steel 
Processing,’’ ‘‘Metal Progress,’’ ‘‘Steel,’’ ‘‘American Machinist.’’ and 
‘Automotive Industries’’; large sums have been spent in direct mail cir- 
culars sent to users of cold heading equipment; advertising exhibits show 
that the mark has been used in a trade mark sense for applicant’s ma- 
chinery ; a variety of headed fasteners which are not bolts are finished on 
the BOLTMAKER machine; a series of price lists circulated by Reed Rolled 
Thread Die Co. show recognition by that company of BOLTMAKER as an 
indication of origin; the Vice-President of Cleveland Cap Screw Co. has 
known of the BoLTMAKER machine for 18 years, the Technical Director of 
Lamson & Sessions Co. has known of it for 16 years, the Vice-President of 
Rockford Serew Products Co. has known of it for 19 years, the Mechanical 
Engineer of International Harvester has known of it for 9 years, the Presi- 
dent of Chicago Screw Products Co. has known of it for 15 years, the 
Chief Engineer of the National Screw & Mfg. Company has known of it 
for 15 years, and each of these affiants has stated in effect that their 
respective companies are users of the BOLTMAKER machines and that they 
are known as originating only from this applicant. 


The machines obviously are of a type with which the public generally 
does not come in contact and, therefore, the public would not normally 
know of the mark. 
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An article published in ‘‘The Iron Age’’ (December 19, 1946) written 
by a person in no way connected with applicant makes a number of refer- 
ences to the BOLTMAKER machine and NATIONAL BOLTMAKER machine as 
distinguished from Waterbury-Farrel machines, Watson-Flagg machines, 
Rolled Thread Die Co. machines and Steinle machines. It is clearly ap- 
parent that the writer recognizes BOLTMAKER as a trade mark for he uses 
such phrases as ‘‘BOLTMAKER die pockets are relatively narrow * * *.’’ 
‘‘Although Waterbury-Farrel dies cannot be used in Boltmakers, even 
though the die pockets accommodated them, Boltmaker tapered dies work 
extremely well in Waterbury-Farrel machines.’’ This type of evidence 
is entitled to weight because it is written by a completely disinterested 
person for a technical readership, and is a dissertation concerning com- 
parative studies of applicant’s and competitors’ machines. 


The mark is used not to identify a machine which makes bolts. It is 
used to identify a machine which takes the blanks from the dies, and heads, 
points or thread rivets, screws and bolts, depending upon the operation 
desired. It is a finishing machine. 


The primary meaning of the term ‘‘bolt maker’’ is one who or that 
which makes bolts, just as ‘‘tool maker’’ means, in its primary sense, one 
who makes tools, and ‘‘die maker’’ means one who makes dies. As the 
Court of Appeals of the Ninth Circuit said in Wonder v. Block, 249 F. 748, 
in connection with ARCH BUILDER and HEEL LEVELER: 

‘‘And the terms ARCH BUILDER and HEEL LEVELER, as used by the 
plaintiffs, are susceptible of exclusive appropriation, since they are 
used in a secondary sense. The primary meaning of ARCH BUILDER is 
one who builds arches. No suggestion is conveyed that the arch re- 
ferred to is the arch of the foot. The primary meaning of HEEL 
LEVELER is perhaps more obscure, but it is more suggestive of the 
shoemaker’s trade than that of the chiropodist.’’ (Cf. In re Irving 
Drew Co., 289 F. 889 [CA DC].) 

The examiner has stated, * * * ‘‘it would be presumptuous to permit 
one individual to sequester as his own private property the term RoLT- 
MAKER.”’ It is the province of the Patent Office to recognize rights which 
have been acquired. The issuance of a registration is a recognition of what 
has already taken place—and is not a ‘‘permit’’ to sequester a word, name, 
symbol or device as his own private property. 

The evidence submitted here is convincing to me that this applicant 
has had exclusive use of its mark BOLTMAKER to identify and distinguish 
its upsetting and heading machines for some twenty years, that purchasers 
and users of the machines recognize BOLTMAKER as an indication of origin, 
and that the word has acquired in the trade a secondary significance. The 
issuance of a registration to this applicant will in no way interfere with 
the rights of others in the bolt making industry to describe their machines 
as bolt making machines or machines for making bolts if, in fact, that is 
what they are. But if, as the proofs here indicate, the word BOLTMAKER 
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identifies origin of upsetting and heading machines in this applicant only, 
then its use by another would inevitably result in confusion, mistake or 
deception of purchasers. 

The question of secondary meaning is one of fact and not of law— and 
the facts presented here support a conviction that the mark sought to he 
registered has attained such a meaning. 

The decision of the Examiner of Trade Marks is reversed. 


EX PARTE ARMOUR AND COMPANY 


Commissioner of Patents—December 31, 1953 


TRADE-MArRK ACT oF 1946—SERVICE MARKS 

Use of name MARIE GIFFORD on back of labels of applicant’s products in con- 
nection with recipes for hash and recipe book or in leaflets urging use of applicant’s 
products is not use of name as a service mark since it does not advertise services 
nor does it indicate any service to which service mark is applied but is primarily, if 
not entirely a use advertising and promoting sale of applicant’s foods. 

Statute cannot be construed to mean that any advertising feature which 
advertises goods can be registered as a service mark. 


REGISTRATION PROCEDURE—PLEADING AND PRACTICE 


Material first used after application is filed cannot help applicant when 
specimens accompanying the application are insufficient. 


Application by Armour and Company, Serial No. 565,680 filed Sep- 


tember 23, 1948 for registration of service mark. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 


Carl C. Batz, of Chicago, Illinois for applicant. 
FepEerico, Examiner in Chief. 


This is an appeal from the decision of the examiner refusing to register 
an alleged service mark on the Principal Register. 

The mark sought to be registered is the name MARIE GIFFORD, and the 
services are specified in the application as ‘‘consumer services, namely, 
the preparation and distribution of food recipes and the dissemination of 
cooking instructions and other household advice.’’ Registration has been 
refused on two grounds, ‘‘that the claimed service does not constitute a 
service within the meaning of the statute,’’ and ‘‘that the specimens filed 
prior to the appeal do not show the notation sought to be registered used 
in mark fashion.’’ 

In connection with applicant’s business of the production and sale of 
meats and other products it has what is called a ‘‘Consumer Service De- 
partment.’’ Applicant maintains kitchens and employs technicians who 
plan, test, and disseminate food recipes, cooking instructions, and so forth. 
It is this service of supplying the consumer with food and cooking infor- 
mation which is the service for which the mark is sought to be registered. 
The examiner’s position is that the services are intended to promote the 
sale of applicant’s own goods and as such are not such services for which a 
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service mark may be registered. The examiner states ‘‘not all services, 
especially those concerned primarily with the promotion and sale of one’s 
own goods, can be considered to be services within the contemplation of the 
statute. In the sales promotion of any goods there is a related service 
which, as such, is even sometimes advertised but it is essentially a form of 
advertising in the sales promotion of the item itself and not a service which 
the public either buys or accepts as anything other than mere advertising 
and sales promotion for the goods. Clearly it is not a service in which the 
applicant deals as distinguished from the goods it manufactures and sells. 
The ‘consumer service’ is merely a medium to promote good-will but which 
applicant neither sells nor advertises as a service which others may use, to 
bring it within the provisions of the trade mark law.’’ The examiner cited, 
among other cases, Ex parte Tampaz Inc., 91 USPQ 215 (41 TMR 1128) 
(involving supplying the public with educational information by the seller 
of a product); Ex parte The Elwell-Parker Electric Company, 93 USPQ 
229 (42 TMR 691) (involving supplying advice and information in pro- 
moting the sale of the applicant’s trucks) ; Ex parte The Arco Company, 
96 USPQ 171 (148 TMR 293) (involving supplying advice as to the match- 
ing of colors by a paint manufacturer), as showing that activities involved 
in the sale, advertising and sales promotion of a dealer’s own goods are not 
in the class of services for which a service mark can be registered. 


Applicant uses the name Marie Gifford in connection with the furnish- 
ing of food and cooking information, and the examiner’s second position is 
that the specimens do not show this name used as a mark to identify 
services, that is, in a manner analogous to the use of a trade mark for goods 
to identify the goods. 


Applicant states in the application that the name is fanciful but in 
fact it is a pseudonym used by a particular person in applicant’s employ. 

The specimen submitted with the application as filed are labels for 
applicant’s Armour Star corned beef hash cans. On what would be con- 
sidered the front of the label there appears the name of the goods and 
ARMOUR STAR in large type with some element of design in the arrangement. 
On the back of the label are two recipes for using corned beef hash below 
which are three lines reading as follows: ‘‘For free Armour Star canned 
meat recipe booklet, write to Marie Gifford, Consumer Service Department, 
Armour and Company, Chicago 9, Illinois.’’ This label is not in any way 
a use of the name Marie Gifford as a service mark. It does not advertise 
services nor does the label indicate any services to which a service mark 
is applied. The expression is merely information given to consumers that 
they may write to a particular person to obtain a free recipe booklet of 
Armour Star canned meats, and the expression would not be taken as 
anything else by any person reading the label. 


A number of additional specimens and exhibits have been filed during 
the prosecution of the application. One of these is a leaflet, one sheet 
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folded in thirds to make six pages, with the title ‘‘Delicious Problem- 
solvers / Armour / Pantry Shelf Meats.’’ This leaflet advertises what are 
termed Armour pantry shelf meats among which are specifically described 
and illustrated Armour corned beef hash, Armour chopped ham, Armour 
baked beans, Armour dried beef, Armour beef stew, ete. On the second 
page of this leaflet is a statement urging use of Armour products, extolling 
their economy, efficiency and goodness; this statement carries the signature 
of Marie Gifford. As an advertisement, this can only be considered an 
advertisement of applicant’s products. Another booklet, with the title 
‘Eggs by the dozen,’’ gives a series of recipes for egg dishes each one of 
which includes one or more ingredients identified as applicant’s products 
and has two full page advertisements of Armour Cloverbloom eggs, which 
are highly recommended by ‘‘The Marie Gifford Staff,’’ Another exhibit 
is an article, printed on one sheet, with the title ‘‘Pot Roasts Are So Good!’’ 
and carrying the byline ‘‘by Marie Gifford.’’ The article extolls the virtues 
of pot roasts and gives information and recipes concerning their prepara- 
tion. Some ingredients specified in the recipes are identified by the name 
ARMOUR. This paper has the appearance merely of an article written by 
Marie Gifford, and if anything is advertised it is the products of the appli- 
cant identified in the recipes. No use can be found here of any trade mark 
for services, identifying and advertising services. Several other short 
articles by Marie Gifford are also submitted, but none of these are consid- 
ered of any particular value to the question involved. 

With the brief on the appeal, applicant submitted a number of addi- 
tional specimens showing use of the name Marie Gifford. The examiner 
held that these exhibits could not be considered since some of them showed 
on their face that they were used subsequent to the filing of the application 
and that as to the others there was no evidence of their use prior to the 
filing of the application, citing Ex parte Belnap & Thompson, Inc., 90 
USPQ 123 (41 TMR 886). Material first used after the application was 
filed cannot help applicant when the specimens accompanying the applica- 
tion are insufficient. Most of this material would not help applicant in any 
event and if any could it would be completely overbalanced by the other 
matters discussed above. 

I believe it to be plain that the name Marie Gifford is primarily, if not 
entirely, used in advertising and promoting the sale of applicant’s products, 
and that the name is not used in a trade mark sense to identify services, in 
fact the impression conveyed by most of the material submitted is the iden- 
tification of a particular person rather than the identification of services. 

Applicant urges that any advertising feature which advertises goods 
ean be registered as a service mark. I do not believe that the language of 
the statute can be interpreted this broadly and nothing has been found in 
the legislative history which supports such a broad interpretation. 

The decision of the examiner is affirmed. 


LL ——— 
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EX PARTE THE BOYE NEEDLE COMPANY 


Commissioner of Patents—December 31, 1953 


EFFECT OF REGISTRATION—THE SUPPLEMENTAL REGISTER 
Section 23 of 1946 Act provides for registration of packages or containers on 
the Supplemental Register and therefore the application to register the mark for 
shuttles and sewing machine needles, consisting of a small cylindrical wooden tube, 
on the Principal Register must be denied. 
Application by The Boye Needle. Company, Serial No. 527,831 filed 
July 5, 1947 for registration of trade-mark. Applicant appeals from deci- 
sion of Examiner of Trade-Marks refusing registration. Affirmed. 


Dawson, Tilton & Graham, of Chicago, Illinois for applicant. 


Frperico, Examiner in Chief. 


This is an appeal from the decision of the examiner refusing to register 
an alleged trade mark on the Principal Register. 

The goods for which the mark is used are sewing machine shuttles and 
needles. The mark sought to be registered is the container in which the 
goods are packaged. The container is a small, cylindrical, wooden, hollow 
tube with a wooden cap the body of the container having at its open end 
a narrowed portion over which the cap is fitted and a projecting flange 
near this same end. Section 23 of the Trade Mark Act specifically provides 
for the registration of packages on the Supplemental Register, but there is 
no similar provision for registration on the Principal Register. It has been 
held that containers or similar devices cannot be registered on the Principal 
Register, see Ex parte Minnesota Mining & Manufacturing Co., 92 USPQ 
74, (42 TMR 164). The decision of the examiner is affirmed on this ground. 

There has been a good deal of confusion during the prosecution of this 
case, including a number of misunderstandings and what is believed to be 
an improper use by the examiner of a disclaimer in applicant’s companion 
application 539,801. Applicant offers to amend the application in any 
manner that might be suggested. Suggestions for amendments are not 
made, but it is believed that under the circumstances applicant should be 
given an opportunity to appropriately amend this application and the 
examiner is authorized to enter and consider a proper amendment filed by 
the applicant before the expiration of the time limit for appeal. 


MINWAX COMPANY, INC. v. THE WINGWAX COMPANY 


No. 29959—Commissioner of Patents—January 19, 1954 


TRADE-MAaRK AcT or 1946—CoNFUSINGLY SIMILAR MARKS 


WINGWAX used on wax is confusingly similar to MINWAX used on substantially 
identical goods but leave is granted applicant to amend drawing of mark sought to 
be registered to include outstretched wings surrounding mark WINGWAX as now 
used on applicant’s label, which would eliminate possibility of confusion. 


SE ee 
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Opposition proceeding by Minwaz Company, Inc. v. The Wingwax 
Company, application, Serial No. 570,892, filed December 20, 1948. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition. Affirmed. 


Edmund Dill Scotti, of New York, N. Y. for opposer-appellee. 
Toulmin & Toulmin, of Dayton, Ohio for applicant-appellant. 


Frperice, Examiner in Chief. 


This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining the opposition to the registration of its mark. 


The mark sought to be registered is WINGWAX used for a ‘‘ wax coating 
or finish which seals in the lustre or finish of the surface to be coated.’’ 


The opposition is based upon prior use by the opposer of the term 
MINWAX as a trade mark for finishing wax and other protective coatings 
and on two prior registrations of the term MINWAX. 


The examiner held that opposer had proven prior use of its mark on 
finishing waxes, goods which are substantially identical with applicant’s 
goods, and considered it unnecessary to consider the two registrations of 
the opposer, which specify other goods. Recognizing that the part ‘‘wax’”’ 
of the two marks is ‘‘ descriptive of the goods of both parties,’’ the examiner 
held the two marks confusingly similar. In so doing, I do not believe that 
the examiner gave sufficient weight to the fact that ‘‘wax’’ is actually the 
name of the goods of the applicant and of the opposer here considered 
rather than being merely descriptive. The products of both parties are 
commonly known as waxes and I doubt that anyone purchasing a finishing 
wax or a coating wax would be confused as to origin by the appearance of 
the name of the product as part of the trade mark. In opposer’s mark the 
two syllables are such that they would be pronounced with a distinct sepa- 
ration between them. In applicant’s mark, there would also be a separation 
in pronunciation and the first syllable is a common word of the English 
language, having a well known meaning. Nevertheless, thre are some 
elements of similarity in appearance of the first syllables, and the ‘‘g’’ in 
WINGWAX might be elided in some pronunciations of this term. 


Applicant argued before the examiner that the respective labels of the 
parties are not confusingly similar, but the examiner stated that this fact 
is not significant since labels may be changed at will. Insofar as appli- 
cant’s mark is concerned it is not proper to consider elements of the label 
not shown on the drawing as part of the mark sought to be registered. On 
\pplicant’s label the term winGwax is closely surrounded by the outline of 
a pair of outstretched wings which, being a pictorial representation of the 
word, emphasizes the separate significance of ‘‘wing’’ in the mark and 
would thus tend to avoid probability of confusion. The element of doubt 
which exists in my mind that there would be no likelihood of confusion 
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between WINGWAX and MINWAX would be eliminated if the wings were 
part of the mark sought to be registered. 

Opposer’s two registrations of MINWAX were not considered by the 
examiner. In one registration the goods are preservative paints and in the 
other the goods are various asphalt products, and it is not seen that there 
would be any likelihood of confusion in view of the differences in these 
goods and in the marks. 

The decision of the Examiner of Interferences is affirmed but applicant 
is given leave to propose an amendment to the drawings of the mark sought 
to be registered to add the wings shown on its labels and to request recon- 
sideration on the basis of the mark so amended. 


LL 
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COMMITTEES oF THE UNITED STATES TRADE-MARK ASSOCIATION 
eet ""En mare 


ee ss ic 5 bc adhe ewedemess és eeusaecaunasd Esso Standard Oil Co. 
ee ol oe a uence dleae aw evee eee mnedl Soans, Glaister & Anderson 
ic cc cnkepadhoowvectdeeasedone Greene, Pineles, Callmann & Durr 
ae rr Alexander, Maltitz, Derenberg & Daniels 
et Cha ic ck deeabenagedeesébeeblases eheds ee Eastman Kodak Company 
i nang bie aun ce whk es eenddbedeb hades keiasweres een Marks & Clerk 
i eco cn cp wou ces apeawen eos tckdae es aaa ee Ciba States Limited 
eC i, ch acuta hese 6a eae beam ea ee Hauke & Hardesty 
EY Oe I a os hase ck We daukewawesnanee California Texas Oil Co., Ltd. 
Ae eiiek vege ol bibs ie 1seebanedeenaceheneaeehnes Merck & Co., Inc. 
co nine eeeunbedessiecseesedeencensebnnnl Colgate-Palmolive Co. 
i i ont cecadebsebeenkheseeeetandaes Langner, Parry, Card & Langner 
a es = Pe Se eee Hae Lehn & Fink Products Corp. 
Ns se ee bh aw annnaeasien Technicolor Motion Picture Corp. 
John Dashiell Myers 

ais a ddixadwasaas sedenous ._Munn, Liddy, Nathanson & March 
NS | a ee eo eee Singer Manufacturing Company 
rrr International Telephone & Telegraph Corp. 
66.5 ichhedddodasnaeneebesewede Wm. Wallace White & Scotti 
No oi saw ca wamaeweie em Alexander, Maltitz, Derenberg & Daniels 
Mvp csedecuddsduecenedksssnianésaneneed Socony-Vacuum Oil Co., Inc. 
Ee Md cceecenncesewosvinae de Alexander, Maltitz, Derenberg & Daniels 
i avn srakcucnik ese ond asus ka duenicace sue eu aaweae Hazeltine, Lake & Co. 
ci idbakstndhagnbrneirehsedecbaedannided Hoffmann-La Roche Inc. 
Dh chiens soehee weetedenisunseeeonseeeees The Procter & Gamble Company 
i, Acidic ick etaewibnnnennsouthenede Radio Corporation of America 
Leslie D. Taggart, Chairman.............. Watson, Leavenworth, Kelton & Taggart 
NS 5 2555 ken cans eae Schroeder, Hofgren, Brady & Wegner 
i i icccehtedkeNddpeeneibeosedeeeiien Theiss, Olson & Mecklenburger 
i icccegnesacsawkboebasesceseconne Union Carbide & Carbon Corp. 
EE Ge, Mca nab edsvcccscdncccetecsossice Jewett, Mead, Browne & Schuyler 
i i. + ccdetenceseenensenbeesaesesddanwha Davis, Hoxie & Faithfull 
nd hbo nanwiddbeieeied Chee heniehaimadal Kane, Dalsimer & Kane 
EE De ML, occ cccovcsccccvcesece Alexander, Maltitz, Derenberg & Daniels 
Se 4 err Brown, Jackson, Boettcher & Dienner 
rh cbathoeeibecessdaseescenseeseus Gravely, Lieder, Woodruff & Dees 
io 65b dd sa650kdesekeiedsasiaawned Wilkinson, Huxley, Byron & Hume 
 & 2 Serene pore Cooper, Byrne, Dunham, Keith & Dearborn 
aed a ais Lara kiae Gig igtpake Munn, Liddy, Nathanson & March 
SE, kt anenecccgoesdess ipne6eesesbesdoeeonseenann McKercher & Link 
so. Whld saan guk ether teedeesicnansenes The Coca-Cola Company 
i, Ee i dbcseddcnetéeeesddnededeacenendsuesnes dente The Borden Company 
i, i a; cvctebcesededeedssueeeessatcccesgennens United States Steel Co. 
Seat a tea luscnwans ees eeN need new ee saeae we Ree e eeee Mock & Blum 
a ick cdednd baseeoeubbesdbetecreeebatoekweed Naylor & Lassagne 
ok wnawewnd swaaw sece~ae d00aees Woodson, Pattishall & Garner 
BE Bh, Bbc n 6 nbadrnvednessadcoangeveoniesesusteenéecgatann Koenig & Pope 
ee 3 er re Beer, Richards, Lane, Haller & Buttenwieser 
EE Sl No vaccbawaeneedses sahoneesedententesbanan Johnson and Johnson 
SI ahs «525 4s ou Sins wisi 49 Sak A Sao Bates, Teare & McBean 
Stewart L. Whitman.............. Nims, Martin, Halliday, Whitman & Williamson 
I a WL, o.ccacncoenweneeseetepengavensecns Fish, Richardson & Neave 
Percy E. Williamson........... ...Nims, Martin, Halliday, Whitman & Williamson 
Deuncan C. Taylor, CRGIINGR..cccccccccccccccscces Eberhard Faber Pencil Company 
Joe E. Daniels, Co-Chairman.............. Alexander, Maltitz, Derenberg & Daniels 
Mrs. Lenore B. Stowpition, CASING. ...6ccccccccccecccecess Rogers, Hoge & Hiils 
I So MR cnc ccesdcoweceséeeseoesa Automobile Manufacturers Association 
SE ccc cseecerreedeeessseceasueensas Union Bag & Paper a 
SE Rs canesccewenesees ebebedscoseeensetceseeeeseenn The Texas Company 
EE Wis Ss on cecccoccccesecesoseceeveevevessnccets National Biscuit Company 
PE EMM ccc cccccccetoccescsccesvscoeseses Standard Brands Incorporated 
EE, I akin nh 6bcndeseseedese deeds eeedevewececnceabecs Sterling Drug, Inc. 
DE Te IRs 6 oc ccvscccgéccccesecossesnecvesecoosseseseeses Philco Corporation 
We We cc cccncccvccncccctcensccceséseesensesecooeses Koppers Company, Inc. 
EE FE errr ne Wilkinson, Huxley, Byron & Hume 
NE sina cnt nnscneeeeedgesenneasdansonedepancnnenees Sherwin-Williams Co. 
CRONIO TEGRNE 2 oo cece cccccccccveccccceseecescoes The Procter & Gamble Company 
SE 0 TE, cccesncecseodienesveeseensees Munn, Liddy, Nathanson & March 
IN 66 hindus ccsadnderssedcadisceness Munn, Liddy, Nathanson & March 
NE Th, ED: ccc vesecevosccsnepecacesersecesgsoness Bristol-Myers Company 
Misigte BE. Bems0l..ccccccccccccccccsccccccssescess California Packing Corporation 
PR Bi ncceencocesscccccccsecsersssccenssesosanees Wise, Corlett & Canfield 
Pt i PE, Dinvcnchsccetecesdocsecedescceseeeseves American Oil Company 
DE PED cccncveceaenesecoecescecsseeseseccouducessswess Lorentz & Stamler 
1. -c cpseebaebadentakes sobbed sedencdncanecienat Thomson & Thomson 
Se ME. <.ccnscapsebdressactnacttsetedocecsasesvanchegn Shell Oil Company 
Stewart W. Richards, Chairman.......Beer, Richards, Lane, Haller & Buttenwieser 
SN Mt inc ccnad voneancedeswessevbessseeseresdnsaounn Philco Corporation 
I 2 Ps os cod be neehse Ob 6eNseencesees seecennneths Johnson and Johnson 
EE es Mini nv ss beneseerdocsccccoeccoctucesesnens The Quaker Oats Company 
pt MEE, oncsncnvtecccecscgneceveosaes E. I. du Pont de Nemours & Co., Inc. 


Bbeae GS. Bagel. oc cccccccccsccccscocccccssesecosscccccoss The Coca-Cola Company 


